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EDITORIAL NOTE

It is with immense pleasure that we bring to you the Eleventh Volume
of the Indian Journal of Intellectual Property Law (IJIPL). IJIPL is the
flagship intellectual property law journal of NALSAR University of
Law, Hyderabad. It is India’s first student-run journal that is wholly
devoted to the study of intellectual property law with ten successful
volumes. This year, we were delighted to receive an overwhelming
engagement and response from hundreds of contributors to present to
you a wide array of contemporary topics and issues in the field of
intellectual property law. Despite the difficult circumstances of the
COVID-19 pandemic, for the Eleventh Volume, the Editorial Board
of 2020-21 has sought to publish rich and diverse academic scholarship

from many renowned academicians, lawyers and student contributors.

The past year posed unimaginable challenges to the world with the
onset of the pandemic in May 2020. It is in this context that we would
like to thank the friends and well-wishers of IJIPL, without whom this
edition would not have been possible. We are especially grateful to
our peer reviewers, Prof. Sourabh Bharti, Prof. Niharika Salar, Prof.
Aakanksha Kumar, Prof. Chinmay Deshmukh, Prof. Prashant Reddy,
Harshavardhan Ganesan, Trishi Jindal, Kartik Chawla, Mathews P.
George, Sandhya Surendran, Kruttika Vijay, Balaji Subramanian, and

Prateek Surisetti for taking the time to provide their valuable feedback.

As expected, the global intellectual property law regime was challenged

as well. The most glaring issue pertained to prioritizing access to
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medicines over intellectual property safeguards especially for the
developing economies in such unusual times. In pursuance of the
same, a big event in the field in the past year was the proposal to waive
certain provisions of the Trade Related Aspects of Intellectual
Property Rights (TRIPS) agreement by India and South Africa. It has
taken many months to garner even limited support from other
developed countries delaying the formal text-based negotiations at the
TRIPS Council until recently. Relaxing IP and legal barriers is
indispensable for easier transfer of technology, speedy manufacturing,
controlling over-ordering of doses, lifting export restrictions and

ultimately, combatting the virus.

The world may have stopped moving for a little while, but there have
also been other developments in the discipline. Despite the Supreme
Court upholding its constitutionality in 2020, the Intellectual Property
Appellate Board (IPAB) was recently abolished through the Tribunal
Reforms Ordinance, 2021. This was due to its long-standing reputation
of lacking sufficient infrastructure, resources, and technical members
delaying delivery of justice. The Copyright Amendment Rules of 2021
also brought out relevant changes to accommodate the removal of the
Appellate Board. This is in addition to other provisions for the
publication of Copyrights Journal, increasing transparency of
Copyright Societies, dealing with undistributed royalties, compliance
requirements for registering software codes and time limits for

examining applications.
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Aside from the legislative changes, there has also been due progress in
jurisprudence. The Delhi High Court has used dynamic injunctions on
rogue websites which provide new means of accessing the injuncted
websites, like Sci-Hub and Libgen. The Court also set aside its previous
order against e-commerce platforms prohibiting sale of direct selling
products as per the Direct Selling Guidelines, 2016. It invoked the safe
harbour clause in Section 79 of the IT Act to remove distinction
between active and passive intermediaries and hold that there is no
privity of contract between direct selling entities and e-commerce
platforms. Globally, India has also filed for an exclusive trademark
over the sole ownership of the Basmati Geographical Indication (GI)
in EU only to be challenged by Pakistan. As the largest rice exporter
in the world, for India, this has particularly become an issue of

promoting economic interests as well as culture-related interests.

While that dispute stays yet to be resolved, the Indian Journal of
Intellectual Property Law is honoured to bring to you its first article by
Professor Irene Calboli, discussing how GIs are important instruments
carrying economic benefits for producing high-quality products and
promoting local trade. Moreover, she argues that GIs could contribute
towards preserving and promoting cultural heritage and expression
nationally and internationally. This piece comprehensively presents
GIs to be the inter-relating legal link between trade and culture-related
interests helping re-affirm cultural identities and encouraging

economic development.
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Next, Professor Mira Burri and Zaira Zihlmann write on the never-
ending quandary of intermediary liability. The disruptive digitization of
the last three decades has enabled not only an exponential creative
boom, but also the technology with which to circumvent copyright
laws. Technology has become a tool of copyright management and
legislators have increasingly entrusted platforms with a critical role in
copyright enforcement. Prof. Burri and Ms. Zihlmann explore the
hotly-debated Article 17 of the EU’s Directive on Copyright in the
Digital Single Market and analyse its standing against other pieces of
legislation and existing case-law. The authors examine the likely effects
of Article 17, and highlight some of the perils of algorithmic

enforcement for creativity online.

Third, we have a short piece by Michael Palmedo and Professor
Srividhya Ragavan. This contemporary relevant piece looks into the
interplay between the trade policy of the United States and the global
pharmaceutical patent regime, through an enquiry into the US Trade
Representative’s Special 301 Report. The authors make crucial
arguments calling for the reassessment of USTR policies, especially in
light of the COVID-19 pandemic exposing several frailties of this

system.

Continuing on the theme of US law, our fourth piece by Professor
Tyler T. Ochoa enquires into the multi-territorial application of US
copyright laws. Analyzing a variety of scenarios where the US

copyright law enables engagement with extraterritorial issues, the piece
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clearly illustrates how US copyright laws effectively provide several

exceptions to the general rule against cross-territorial application.

In another thought-provoking article, Professor Rohan Cherian
Thomas presents his case for recognition of voice actors and their
contributions as performers. He takes an empirical as well as a
doctrinal approach towards understanding the deprivation of
performers’ rights to such voice actors in the Bollywood industry.
Diving into the existing jurisprudence on the definition of a
‘performer’, Prof. Thomas discusses the need and manner of
protection to be granted to voice actors through royalty payments and

inclusion in performers’ societies.

Our sixth piece is an article by Eashan Ghosh and Anindita Mitra who
make the case for the retention of transnational reputation under
trademark law. This piece traces conflicting jurisprudence, including
the judgment in Toyota v. Prius Auto Industries (which reopened several
questions on this issue), before presenting the case for retaining
transnational reputation. This article expertly navigates through the
relevant case law to comprehensively illustrate the present challenges
which exist in this regime, before recommending a concrete method

of overcoming the same.

Our next piece is by Pranay Bali and Nayantara Malhotra, who conduct
an enquiry into data piracy and the impact of dynamic injunctions in
tackling the same. This article comprehensively analyses the
circumstances surrounding digital piracy in the post-Covid world,

before presenting the legislative and jurisprudential mechanisms which
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are in place to tackle this issue. The authors critically look at the
mechanism of dynamic injunctions as one such method. While
drawing from foreign jurisprudence, this article provides suggestions
on how to strengthen this mechanism and resultantly address the issue

of digital piracy more effectively.

Following that, Anuna Tiwari writes on trademark exhaustion law in
India and the debate around the same. The article analyses the two
models of exhaustion — national and international, while addressing the
Draft E-Commerce Policy in light of the Delhi High Court’s decision
in Kapil Wadbwa v. Samsung Electronics Company Limited. The article
makes a case for amending and clarifying the scope of ‘market’ under
section 30(3) of the Trademarks Act, 1999, to cater to e-commerce

platforms that have transcended the limits of traditional markets.

Continuing on the theme taken up by Professor Burri and Ms
Zihlmann, Kali Srikari Kancherla writes on the unexpected side-effects
of another provision of the EU Directive on Copyright in the Digital
Single Market - Article 15, the ‘snippet tax.” The ‘snippet tax’ has
created a new set of exclusive intellectual property rights giving news
publishers the right to charge royalties to anyone who uses or shows
news snippets. Ms. Kancherla discusses the unintended consequences
that the snippet tax has had on the market for information, studying
the impact that the implementation of the Directive by EU member
states will have on news publishers, consumers, and innovation, and

false reporting in the industry.
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Next, we have A. Swetha Meenal and Sayantan Chanda addressing a
much-debated issue in the field pertaining to the treatment of
autonomous artworks created by Artificial Intelligence. The authors
deeply explore the fair-use and fair-dealing doctrines to discuss the
legality of the process of data-base creation and machine-learning.
They review law from various jurisdictions to analyse and understand
application of copyright laws for transformational uses in emergent

works.

Finally, we have an article by Bhavik Shukla and Iravati Singh which
makes a compelling case for the provision of data exclusivity when
dealing with orphan drug development in India. The authors look at
various problems presently plaguing the pharmaceutical industry on
the issue of developing drugs for rare diseases. The solutions proposed
by the authors seek to strike a balance between incentivizing drug

development and ensuring accessibility of drugs to the public.






GEOGRAPHICAL INDICATIONS OF ORIGIN,
ECONOMIC DEVELOPMENT, AND CULTURAL
HERITAGE: GOOD MATCH OR MISMATCH?

Irene Calboli’
Abstract
In this article, 1 propose that geographical indications (Gls) carry
important economic benefits. First, Gls are essential instruments to
Sfacilitate investments in high-quality products and niche markets, and
promote local trade and development. Second, Gls offer an additional
layer of information for consumers about the geographical origin and
quality of the products they identify, in turn reducing the information
asymmetries between producers and consumers. Third, because of this
information function, GILs can assist in rewarding or holding producers
accountable for their products based on the additional information they
convey to the market. Yet, Gls can also protect culture-related
interests and not only trade. Specifically, in this article, I suggest that
protecting Gls can promote local products and their associated
knowledge as cultural expressions. In particnlar, Gls could contribute
to preserving cultural heritage and existing traditions, and in turn
could promote the recognition of the heritage and traditions nationally
and internationally. In the past decade, discussions over the recognition

of culture-related concerns have led to the adoption of the Convention

Itrene Calboli is a Professor of Law at Texas A&M Univetsity School of Law, Academic
Fellow at the School of Law, University of Geneva, Senior Fellow at Melbourne Law
School, and Transatlantic Technology Law Fellow at Stanford University. She specializes
in Intellectual Property, International Trade, Fashion and Cultural Heritage Law. Her most
recent books Her most recent books include: exhausting intellectual property right: A
Comparative Law And Policy Analysis (Cambridge University Press, 2018, with S. Ghosh);
The Protection Of Non Traditional Trademarks: Critical Perspectives (Oxford University
Press, 2018, with M. Senftleben); and The Cambridge Handbook Of Comparative And
International Trademark Law (Cambridge University Press, 2020, with Jane C. Ginsburg).
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Sor the Safeguarding of the Intangible Cultural Heritage under the
patronage of the United Nations Educational, Scientific and
Cultural Organization (UNESCO) in 2003. A few years later in
2005, another relevant convention, the Convention on the Protection
and Promotion of the Diversity of Cultural Expressions, was adopted
by the UNESCO General Conference. Even though neither the
2003 nor 2005 UNESCO Conventions refer to intellectual property
or Gls, Gls seem well-suited to also protect culture-based interests

under the framework established by these Conventions.

INTRODUCTION

In this article, I address the following question: can geographical
indications of origin (GIs) function as viable instruments to promote
and protect both trade-related and culture-related interests under the
current legal framework that is in place to protect GIs? As the reader
will soon discover, my answer to this question is “yes”, GI protection
can indeed promote and protect trade and cultural heritage, particularly
intangible cultural heritage. In my opinion, GIs are, in fact, one of the

best legal instruments currently available to promote these interests.'

I Thave endorsed this position in my previous writings in this area. See I. Calboli, Geographical
Indications of Origin at the Crossroads of Local Development, Consumer Protection, and Marketing
Strategies, 46 INT’L REV. OF INTELL. PROP. AND COMPETITION L. 760 (2005) [hereinafter, L.
Calboli, GIs at the Crossroads]; 1. Calboli, Of Markets. Culture, and Terroir: The Unique Economic
and Culture-Related Benefits of Geographical Indications of Origin, in RESEARCH HANDBOOK IN
INTERNATIONAL INTELLECTUAL PROPERTY 433 (Daniel Getvais ed., Edward Elgar, 2015)
[hereinafter I. Calboli, The Benefits of GIs]; 1. Calboli, In Territorio 1 eritas? Bringing Geographical
Coberence into the Ambiguons Definition of Geographical Indications of Origin, 6 WIPO J. 57 (2014)
[hereinafter 1. Calboli, Iz Territorio Veritas|; 1. Calboli, Expanding the Protection of Geographical
Indications of Origin Under TRIPs: “Old” Debate or “New” Opportunity?, 10 MARQ. INTELL.
PrOP. L. REV. 181 (20006) [hereinafter I. Calboli, Expanding the Protection of GIs].
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However, this answer is not widely accepted amongst legal experts, and
my position would prove controversial in the eyes of many scholars.”
That GIs are a controversial topic is certainly not news as most aspects
of the debate surrounding GIs are riddled with controversy — not only
amongst scholars but also by national governments and businesses.’
Proponents of GI protection have traditionally advocated that Gls
should be protected because they identify unique product qualities and
characteristics linked to the specific Zerrir where products are grown,
processed, or manufactured. Against this position, opponents of GIs
have argued that most products today can be replicated almost
anywhere thanks to modern agricultural and manufacturing
techniques. In addition, producers from the “new world” countries
have argued that many GIs have been generic terms in their countries
for a long time.*

The adoption of the International Agreement on Trade Related
Aspects on Intellectual Property Rights (TRIPS) in 1994 established a

minimum standard for protecting GIs for all member countries of the

2 For recent discussions over the arguments in favour or against the protection of
geogtraphical indications [hereinafter Gls], see D. GANGJEE, RESEARCH HANDBOOK ON
INTELLECTUAL PROPERTY AND GEOGRAPHICAL INDICATIONS (2016) and 46 7 INT'L REV.
OF INTELL. PROP. AND COMPETITION L., (2005). See also Dev Gangjee, Relocating the Law of
Geographical Indications, 44 INT’L REV. OF INTELL. PROP. AND COMPETITION L. (2012)
[hereinafter Gangjee, Relocating GIs); DANIELE GIOVANNUCCI ET AL., GUIDE TO
GEOGRAPHICAL INDICATIONS: LINKING PRODUCTS AND THEIR ORIGINS (2009); K.
Raustiala, S.R. Munzer, The Global Struggle Over Geographic Indications, 18 EUR. J. OF INT’L L.
337, 359-360 (2007); J. Hughes, Champagne, Feta, and Bourbon: The Spirited Debate Abont
Geographical Indications, 58 HASTINGS L. J. 299, 305 (2006); B. O’CONNOR, THE LAW OF
GEOGRAPHICAL INDICATIONS (2004).

3 For a summary of this controversy, see 1. Calboli, The Benefits of Gls, supra n. 1, at 438-442.

4 Id.
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Wortld Trade Otrganization (WTO).” Moreover, it trequires the
implementation of a national system for enhanced protection of Gls
identifying wines and spirits. WTO member countries have also
agreed to participate in future negotiations to expand this enhanced
protection granted to GIs identifying wines and spirits and also to GIs
in general, even though these negotiations have never achieved any
concrete results, at least until today.” Still, discussions over Gls have
continued and have intensified over the past few years, especially
during negotiations for free trade agreements (FTAs).”

In my scholarship, I have highlighted the benefits of GI protection and
advocated for the acceptance of enhanced GI protection across all
WTO members.” In my view, GIs are valuable instruments to facilitate
investments in high-quality products and niche markets, thus
promoting local trade and development. Gls also provide an additional
layer of information for consumers about the geographical origin and
quality of the products they identify, in turn assisting in rewarding or
holding producers accountable for their products. In this piece, I
repeat this argument but additionally stress that GIs can also protect
culture-related interests."’ Specifically, I support that protecting Gls
can promote local products and their associated knowledge as cultural

expressions. In this respect, GI protection could contribute to

5 Agreement on Trade-Related Aspects of Intellectual Property Rights, Apr. 15, 1994,
Marrakesh Agreement Establishing the World Trade Organization, Annex 1C; Legal
Instruments — Result of the Uruguay Round vol. 31, 33 LL.M. 81 (1994) [hereinafter
“TRIPS™].

6 See infra Part. 11

7 Id

8 Id.

O 1. Calboli, Expanding the Protection of Gls, supran. 1, at 181.

10 See also 1. Calboli, The Benefits of Gls, supra n. 1, at 452-57.
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preserving cultural heritage and existing traditions, and also promote
recognition of the same at national and international levels. In the past
decade, discussions over the recognition of culture-related concerns
have led to the adoption of the Convention for the Safeguarding of the
Intangible Cultural Heritage under the patronage of the United
Nations Educational, Scientific and Cultural Organization (UNESCO)
in 2003." A few years later in 2005, another relevant convention, the
Convention on the Protection and Promotion of the Diversity of
Cultural Expressions, was adopted by the UNESCO General
Conference."” Even though neither the 2003 nor the 2005 UNESCO
Conventions refer to intellectual property or Gls, Gls seem well-suited
to also protect culture-based interests under the framework established

by these Conventions.

Based on this premise, the remainder of this article is structured as
follows. In Part II, I summarize the protection currently granted to
Gls. In Part III, I consider the unique benefits that GI protection
provides for the economic development of the nations and the groups
operating in the GIl-denominated regions, as well as for the
marketplace in general. In Part IV, I elaborate on the role of Gls in
protecting cultural heritage and promoting cultural diversity. In this
part, I argue that the debate over GI protection should explicitly
recognize the cultural interests that can be promoted as part of a

comprehensive policy on GIs and how this culture-related component

11 Convention for the Safeguarding of the Intangible Cultural Heritage, UNESCO, Oct. 17,
2003, in force Apr. 20, 2006, 2368 U.N.T.S. 1 [hereinafter “UNESCO ICH Convention™].

12 Convention on the Protection and Promotion of the Diversity of Cultural Expressions,
UNESCO, Oct. 20, 2005, 45 I.L.M. 269 [hereinafter “UNESCO CD Convention”].
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needs to become a fundamental pillar in the ongoing discussions on

Gls.

THE INTERNATIONAL FRAMEWORK FOR THE PROTECTION OF
GEOGRAPHICAL INDICATIONS OF ORIGIN

Prior to TRIPS, GI protection was scattered in several international
agreements and implemented only in a few countries. The most
relevant sources for international protection of Gls were found in
three separate international agreements. In particular, the 1883 Paris
Convention for the Protection of Industrial Property (Paris
Convention),"” offered protection against the use of Gls as “false,

?14 and when such use was “liable

fictitious, or deceptive trade names
to mislead the public as to the nature, the manufacturing process, the
characteristics, the suitability for their purpose, or the quantity, of the
goods.”” However, this protection was limited to unfair competition
and not specifically tailored for Gls. Instead, the 1891 Madrid
Agreement for the Repression of False or Deceptive Indications of
Source on Goods (Madrid Agreement),'® and the later adopted 1958
Lisbon Agreement for the Protection of Appellations of Origin and

their International Registration (Lisbon Agreement)'” offered more

13 Paris Convention for the Protection of Industrial Property, opened for signature Mar. 20,
1883, 21 U.S.T. 1583, 828 U.N.T.S. 305 (revised 1967) [hereinafter “Paris Convention”].

14 1d, Art. 10(1).

15 Id., Art. 10bis (3).

16 Madrid Agreement for the Repression of False and Deceptive Indications of Source on
Goods, Apr. 14, 1891, 828 UN.T.S. 163 [hereinafter “Madrid Agreement”].

17 Lisbon Agreement for the Protection of Appellations of Origin and their International
Registration, Oct. 31, 1958, 923 UN.T.S. 205 [hereinafter “Lisbon Agreement”]. See also
International Convention on the Use of Appellations of Origin and Names for Cheeses,
June 1, 1951, JOURNAL OFFICIEL DE LA REPUBLIQUE FRANCAISE [J.O.] [OFFICIAL
GAZETTE OF FRANCE], June 11, 1952, p. 5821 [hereinafter “Stresa Convention”].


http://web2.westlaw.com/find/default.wl?DB=0006792&SerialNum=1970094540&FindType=Y&AP=&mt=LawSchool&fn=_top&sv=Split&utid=%7b615861B1-474A-4172-8951-F6DAA06F7C90%7d&vr=2.0&rs=WLW5.10
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extensive and specific protection to geographical indicators. The
Lisbon Agreement also included the creation of a system of
international registration for indications of origin."® Hence, both the
Madrid Agreement and the Lisbon Agreement had only a few
signatories — probably due to their high level of protection — and thus,
their international impact was generally limited. "

Therefore, the adoption of TRIPS in 1994 marked a milestone in
advancing the GI protection agenda worldwide. In particular, under
TRIPS, all WTO Members have to provide the “legal means” to
prevent the use of GIs that “misleads the public as to the geographical

»? or that “constitutes an act of unfair competition

origin of the goods,
within the meaning of Article 104is of the Paris Convention.”” Even
though TRIPS did not mandate any specific means to achieve these
objectives, Article 22 requires that Members “refuse or invalidate the
registration of a trademark which contains or consists of a geographical
indication with respect to goods not originating in the territory
indicated” when the use of the GI “is of such a nature as to mislead
the public as to the true place of origin.”*

Additionally, TRIPS establishes a system of higher protection for Gls

relating to wines and spirits, requiring Members to protect those Gls

18 Lisbon Agreement, s#pra note 17, Art. 5.

19 As of 2021, fifty five States are signatories to the Madrid Agreement. See Contracting Parties,
Madrid Agreement, WIPO,
https:/ /wipolex.wipo.int/en/ treaties/ ShowResultsPsearch_what=C&treaty_id=21.
Similarly, only thirty States are signatories to the Lisbon Agreement. See Contracting Parties,
Lisbon Agreement, WIPO,
http:/ /www.wipo.int/treaties/en/ShowResults.jsprlang=en&treaty_id=10.

20 TRIPS, supra note 4, Art. 22.

2 Id., Art. 22(2).

2 ]d., Art. 22(3).
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against “usurpation,” regardless of consumer confusion or unfair
competition.” Article 23 encapsulates this higher protection by
prohibiting the use of terms similar or identical to GIs related to wines
and spirits when products do not “originat|e] in the place indicated by
the geographical indication” including when “the true origin of the
goods is indicated or the [GI] is used in translation or accompanied by
expressions such as ‘kind’, ‘type’, ‘style’, ‘imitation’, or the like.”*
Article 23 also provides that Members may refuse or invalidate
trademark registrations containing or consisting of Gls identifying
wines or spirits.”

Stll, Article 24 of TRIPS grandfathers the existing rights for
trademarks that were in use or had been registered in good faith before
the date of the implementation of TRIPS in the Member country
where the mark was registered, or before the GI was protected in its
country of origin.”® Furthermore, because of the existence of similar
names of regions in the world, Article 24 exempts Member countries
from having to “prevent continued and similar use of a particular [GI]
of another Member identifying wines or spirits in connection with
goods and services” where the GI has been used “in a continued
manner with the same or related goods or services” in the territory of
that Member for at least ten years prior to April 15, 1994 (the date on

which TRIPS was formally concluded), or where this continuous use

B Id., Art. 23(1).

24 I

%5 Id., Art. 23(2).

26 TRIPS, supra note 4, Art. 24(5).
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has been in good faith.”” Moreover, according to Article 24, terms that
have entered the lexicon as the generic names of a type of product in
a Member country can also continue to be used as such in the territory
of that Member.” The ongoing disputes over the use of words like
Champagne, Parmesan, or Feta between Europe, North American
countries, Australia, New Zealand are relevant examples of the impact
of this exception and likely the reason behind the adoption of this
provision.”

Finally, Articles 23 and 24 of TRIPS mandate that Members engage in
further negotiations to consider enhancing GI protection, namely: a)
to establish a multilateral system of notification and registration of Gls
for wines and spirits that would facilitate their enforcement and
prevent their illegal use;” and b) to consider extending the protection
of individual geographical indications under Article 23 to all GIs.” In
2001, the Doha Ministerial Declaration directly placed the protection
of GIs on the agenda of the Doha “Development” Round of WTO
negotiations in an attempt to promote these negotiations.” The Doha
mandate included negotiations over: (a) creation of a multilateral

register for wines and spirits (and possibly for all Gls); and (b)

27 Id., Art. 24(4).

28 Id., Art. 24(0).

29 On this point, see the detailed discussion in I. Calboli, Time to Say Local Cheese and Smile at
Geographical Indications? International Trade and Local Development in the United States, 53 HOUS.
L. REV. 373 (2015) [hereinafter, 1. Calboli, Say Local Cheese].

30 TRIPS, supra note 4, Art 23(4). See also ].M. Waggoner, Acquiring A Eurgpean Taste for
Geoggraphical Indications, 33 BROOK. J. INT’L L. 578 (2008).

31 TRIPS, supra note 4, Art 24(1).

32 See Ministerial Declaration, WTO Doc. WT/MIN(01)/DEC/1, adopted in Doha, Qatat,
Nov. 14, 2001 [hereinafter “Doha Declaration”]. For a detailed analysis, see TRIPs: Issues,
Geographical Indications, WTO (2015), http:/ /wto.otg/english/tratop_e/ trips_e/gi_e.htm.
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extension of the higher level of protection provided by Article 23
beyond wines and spirits.” Even though both issues were supposed to
be debated by the end of 2003 at the WTO meeting in Cancun,
Mexico,™ in the October of 2003, WTO members could not overcome
the disagreements between the supporters and the opponents of GI
protection. Almost a decade later, in 2011, the Director General of the
WTO again confirmed that the WTO Members’ positions on GIs
continued to diverge sharply,” and no common ground has been
found as part of WTO negotiations. In 2015, a glimpse of hope
appeared when a revised text of the Lisbon Agreement was adopted
after a Diplomatic Conference held in Geneva under the auspice of
WIPO. Still, the adoption of the Geneva Act was marred by
controversy, and the gridlock on multilateral GI negotiations will likely

continue for the next several years.”

3 Id., para 18.

34 Details about the WTO negotiations in Cancun are available at
http:/ /www.wto.org/english/ tratop_e/trips_e/gi_background_e.htm.

3% Id., at 4. See WTO, Document No. TN/C/W/61, Apr. 21, 2011,

“Status of Play—Delegations continued to voice the divergent views that have
characterized this debate, with no convergence evident on the specific question of
extension of Article 23 coverage: some Members continued to argue for extension
of Article 23 protection to all products; others maintained that this was undesirable
and created unreasonable burdens.”

36 A diplomatic conference was convened in Geneva, Switzerland, in May 2015 to review the
Lisbon Agreement. See Diplomatic Conference for the Adoption of a New Act of the Lisbon
Agreement — The Geneva Act of the Lisbon Agreement on Appellations of Origin and Geographical
Indications, WIPO (2015),
http:/ /www.wipo.int/meetings/diplomatic_confetences/2015/en/. The Geneva Act of
the Lisbon Agreement on Appellations of Origin and Geographical Indications, May 20,
2015, http://www.wipo.int/wipolex/en/details.jsprid=15625.  [hereinafter “Geneva
Act”]. As of February 2017, only fifteen States are signatories to the Geneva Act. See
Contracting Parties, Geneva Aet, WIPO,
http:/ /www.wipo.int/ treaties/en/ registration/lisbon/.
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As a result, discussions over GI protection have continued primarily
under the umbrella of bilateral or plurilateral FTA negotiations in the
recent years. In these smaller fora, pro-GI and GI-skeptic advocates
have continued to promote their positions in favor of, or against GI
protection.”” To date, however, pro-GI advocates (particularly the EU)
seem to have had better fortune in several of these negotiations. In
particular, the EU has succeeded in obtaining protection for a long list
of EU GIs and “clawing back” several terms that are protected as Gls
in the EU* in FTAs concluded with Canada, South Korea, Singapore,
Vietnam, and several South American countries.”” Additional
negotiations are currently ongoing between the EU and, infer alia,
Japan, Malaysia, New Zealand, Australia, and the US.* Gl-skeptic
countries such as the U.S., Australia, and New Zealand have also
negotiated provisions defending their marks against EU GIs as well as
the terms that they consider generic. This is reflected primarily in the

GI provisions of the Trans-Pacific Partnership (TPP).* Still, because

31 See, eg., D.]. Gervais, Irreconcilable Differences? The Geneva Act of the Lisbon Agreement and the
Common Law, 53 HOUS, L. REV. 339 (2016).

38 1. Calboli, Say Local Cheese, supra note 29, at 408—18 (discussing the EU’s strategy as part of
CETA and suggesting a compromising solution for the TTIP negotiations).

% 14

40 For details on the FTAs concluded by the EU and other countries, or currently under
negotiation, se¢ EUROPEAN COMMISSION, Ewuropean Commission’s Trade Policy Portal,
http://ec.europa.eu/trade/policy/accessing-markets/intellectual-property/geographical-
indications/.

4 See Trans Pacific Partnership Agreement, Chp. 18: Intellectual property,
https:/ /ustr.gov/sites/default/ files/TPP-Final-Text-Intellectual-Property.pdf
[heteinafter “TPP”]. The TPP members are: Australia, Brunei Darusalam, Canada, Chile,
Japan, Malaysia, Mexico, New Zealand, Peru, Singapore, the U.S., and Vietnam. However,
the U.S. has officially withdrawn from the TPP in January 2017. See The United States
Officially Withdraws from the Transpacific-Partnership, Office of the United States Trade
Representative  (USTR), https://ustr.gov/about-us/ policy-offices/ press-office/press-
releases/2017/january/US-Withdraws-From-TPP.


http://ec.europa.eu/trade/policy/accessing-markets/intellectual-property/geographical-indications/
http://ec.europa.eu/trade/policy/accessing-markets/intellectual-property/geographical-indications/
https://ustr.gov/sites/default/files/TPP-Final-Text-Intellectual-Property.pdf
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of the diverging interests of some TPP members — Mexico, Japan,
Chile, Vietnam, and Malaysia have stronger interest in Gls as
compared to Canada, the US., Australia, and New Zealand — and the
desite of TPP members to remain free to enter other FT'As, the final
draft of the TPP leaves signatories free to partially “negotiate around”
TPP provisions should any of the signatories enter into an FT'A with
a non-TPP member.” Moreover, for the time being, the fate of the
TPP is far from certain due to recent events in international politics,
particularly in the U.S.®

THE ECONOMIC-RELATED BENEFITS OF GEOGRAPHICAL
INDICATIONS OF ORIGIN

As I have supported before, despite the opposition of the GI-skeptics,
it seems certain that Gls can offer unique economic benefits to both,
the producers, in terms of economic incentives, and to the consumers,
in terms of product information.* As such, Gls are an important
instrument to promote trade-related interests of local communities,
and in turn regional and national governments, in the marketplace.

In particular, granting exclusive rights on GIs can translate to
incentivizing and promoting local and rural development. This is the

strongest argument in support of GI protection which rests on the

42 Id, Art. 18.36. Several TPP members—Vietnam, Malaysia, and Singapore—have
concluded, or are discussing, FT'As with the EU. See EU-Vietnam Free Trade Agreement,

EU-Viet., Aug. 5, 2015,
http://trade.cc.europa.cu/doclib/docs/2015/august/tradoc_153674.pdf; EU-Singapore
Free Trade Agreement, EU-Sing., Sept. 20, 2013,

http://ec.curopa.cu/trade/policy/ countties-and-regions/countries/singapore/ .

43 See USTR, supra note 41.

4 See, eg, M. Agdomar, Removing the Greek From Feta and Adding Korbel to Champagne: The
Paradox of Geographical Indications in International Law, 18 FORDHAM INTELL. PROP. MEDIA &
ENT. L. J. 541, 577-80 (2008) [hereinafter “M.Agdomar” ].


http://ec.europa.eu/trade/policy/countries-and-regions/countries/singapore/
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preposition that granting exclusive rights on Gls can motivate groups
of regional producers to invest in the production of certain types of
products that traditionally originate from the region.” Notably, Gls are
not individual, but rather collective rights, as the right to use a GI to
identify products is granted to a group of producers as a whole.
Accordingly, GIs necessarily promote collaboration between the
various members of the group, as local producers need to co-ordinate
the process of GI registration collectively. As a part of this process,
producers should also identify and agree on selected product standards
for the GI products along with setting up ad hoc quality control
authorities to certify and monitor the quality of the products in the
marketplace.* Notably, the agreed upon product standards are then
recorded in the GI specifications setting rules for all GI producers to
follow in order to be entitled to the right to use the GI at issue. This
serves as a guarantee for the consistency of the quality and
characteristics that consumers expect to find in all GI-denominated

products identified by that GL.¥ Post-GI registration, GIs incentivize

4 See 1. Calboli, The Benefits of Gls, supra note 1, at 447-52 (summarizing the economic
arguments in favor of GI protection).

46 This is a very important step in the process of GI registration, which traditionally sees the
involvement of the state, as a certifying public authority, and the selection of private, yet
independent, bodies for quality control. For example, the quality control body for
Parmigiano Reggiano is the Organismo di Controllo Qualita Produzioni Regolamentate.
See. ORGANISMO DI CONTROLLO  QUALITA  PRODUZIONI ~REGOLAMENTATE,
http:/ /www.ocqpt.it/. The quality control body for Prosciutto di Parma is Institution
Parma Qualita. See INSTTUTO PARMA QUALITA, http://www.parmaqualita.it/ (last visited
Feb.1, 2017).

47 For examples, all European Gls for agricultural products and food stuff are registered in
the online database “DOOR,” which is available at DOOR, EUROPEAN COMMISSION,
http://ec.curopa.eu/agriculture/quality/door/list html. Moreover, the websites of many
registered PDO and PGI indicate the specifications and quality control related to the
products.
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the same groups to continue to invest in the quality of the products
when GI products become established in the marketplace as a symbol
of product quality. In other words, GIs facilitate both creation and
maintenance of social capital for an entire group, which in turn may
also benefit the localities where these producers operate—not only by
directly benefiting GI producers, but also other economic operators in
the GI-denominated area.”

In addition to incentivizing local development, GIs provide consumers
with important information about the products, namely the physical
location and other associated characteristics of the products.” As such,
GIs offer to consumers, including retailers purchasing GI-
denominated products for resale, information that may serve to reduce
the product information asymmetries that consumers usually face as
compared to the GI-producers at the time of sale. In particular, GIs
offer additional information about the product quality and
characteristics which can empower consumers to make informed
decisions about their purchase.” This includes important details of the

practices that go into making the products, their safety and the health,”

48 See Gangjee, Relocating Gls, supra note 2, at 266 (“Since consumers are willing to pay more
for such goods, this encourages framers to invest in making the transition from producing
un-differentiated bulk commodities, towards producing higher quality niche products.”).
See also M. Agdomar, supra note 44, at 58687 (noting that granting property rights through
geographical indications allows producers to control the quality of their goods in order to
build consumer confidence). But see Raustiala & Munzet, supra note 2, at 352-54, 361-64
(critiquing the argument that Gls protect the valid interests of producers or protect
consumers from confusion).

4 M. Agdomat, supra n. 44, at 586-87.

50 Id. (Highlighting the importance of GIs in reducing asymmetrical information as they
signal quality and expertise and enable consumers to distinguish between premium quality
products and low-end products).

51 Id. at 587-88.
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the impact of these manufacturing and other practices on the
environment, and even information about the labor practices in
relation to human rights.” Again, this set of information could assist
consumers in identifying potentially healthier foods for their individual
needs, or even artefacts made with traditional or environmental-
friendly manufacturing techniques.

In essence, by acting as identification links between regions and
products, GIs incentivize producers to adopt long-term strategies to
safeguard the well-being of the regions. This brings us back to the role
of GIs in local and rural development. As the use of GIs is linked to
a particular location, that is, the land and the human factor used in
producing the GI-denominated products, the health of the land and
resources of the region are crucial for the long-term success of GI
producers. Gls are also “badges of accountability” for those producers
who do not respect the GI specification standards, because these
producers could be forbidden from using the GI to further identify
their products. In this respect, Gls also reduce possible “contagion
effects” due to negative incidents in a given geographical market for a
certain type of product.” This was the case with the scandal of the
contaminated “mozzarella di bufala campana,” a GI-denominated

product from Italy.”* In such a case, and other similar cases, consumers

52 4

53 See 1. Calboli, The Benefits of Gls, supra note 1, at 447-52.

5 For example, consumers could avoid contaminated cured meat or cheese from a given
area, as was the case with the contaminated “mozzarella” scandal in Campania (Italy)
several years ago. See M. McCarthy & J. Phillips, I7aly’s Toxic Waste Crisis, the Mafia—and the
Scandal ~ of  Ewrope  Mozzarella, ~'THE  INDEPENDENT  (Mar. 22,  2008),
http:/ /www.independent.co.uk/news/wotld/europe/italys-toxic-waste-crisis-the-mafia-
ndash-and-the-scandal-of-europes-mozzarella-799289.html.
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can use the information provided by the GI to know whether they can
safely continue to purchase the same type of products —i.e., the generic
product “mozzarella di bufala” — as long it does not originate from the
GI-denominated area—the region of Campania, in that case.

Moreover, despite GI-critics” argument that Gls are anti-competitive,”
GIs can actually promote more competition in the marketplace, both
between GI products and similar non-GI products, as well as between
similar products that are identified by GlIs. In this respect, it should
first be noted that GIs secure exclusive rights only over the names of
the products and not on the product themselves, hence, competitors
can produce identical goods for identical markets. For example,
cheese-makers are not prevented from making blue-veined cheese, but
they simply should not call their products Gorgonzola or Roquefort
because their products do not originate from the GI-denominated
regions where Gorgonzola and Roquefort cheeses are respectively
made.” Additionally, GI protection does not eliminate competition
amongst GI producers of similar products from different regions — for
example, red wines from Chianti, Rioja, and Bordeaux — and from the
same regions, like Chianti wines from Frescobaldi, Antinori, and
several other producers.”” Aside from the fact that Gls are not anti-
competitive, GIs can also promote a higher number of high-quality
products — a win-win for economic development and consumers. As I

have noted many times, it was only after Australia ceased to use several

55 See Hughes, supra note 2, at 357; Raustiala & Munzer, s#pra note 2, at 359.

5 D. Gangjee, Quibbling Siblings: Conflicts Between Trademarks and Geographical Indications, 82
CHL-KENT L. REV. 1253, 1268 (2007); M. Agdomar, supra note 44, at 591.

57 1. Calboli, Say Local Cheese, supra note 29, at 407.
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terms protected as Gls in the EU, and developed its own GI
protection scheme, that the wine industry in Australia boomed.™
Similarly, the U.S., one of the notoriously anti-GI protection countries,
has long protected its appellation of wines precisely through a su/ generis
system.” It is precisely this protection that has led to the success of
Californian wines.

Finally, GI critics have expressed concerns over the language
monopoly that GI producers can exercise. However, with the
exception of Gls identifying wines and spirits, GI protection under
TRIPS does not extend to the use of GIs in descriptive and
comparative advertising settings, i.e., competitors can still promote
their goods along with delocalizing terms such as “style,” “like,”
“type,” and similar. In my scholarship, I have consistently supported a
change in the language of TRIPS to allow competitors to use Gls
identifying wines and spirits with delocalizing terms. Certainly, this
change would be strongly opposed by GI beneficiaries, particularly in

the EU, which currently provides enhanced protection for all GI

58 See 1. Calboli, Expanding the protection of Gls, supra note 1, at 200—-01. For a review of the
growth of the Australian wine industry, see K. Anderson & R. Osmond, How Long Will
Australia’s Wine Boom Last? Lessons From History, 417 AUSTRALIAN AND NEW ZEALAND
GRAPEGROWER & WINEMAKER 15, 15-18 (1998); K. Anderson, Contributions of the
Innovation System to Australia’s Wine Industry Growth, Wine Economics Research Centre
Working Papers No. 0310, https://www.adelaide.edu.au/wine-
econ/papers/0310_Aust_Wine_RD_rev0210.pdf.

5 In particular, the U.S. grants protection to Gls identifying wines as appellations of origin
for wine. This protection applies both at the federal and state level. At the federal level, it
is the Treasury Department’s Alcohol and Tobacco Tax and Trade Bureau (TTB) (until
2003 the same function was performed by the Bureau of Alcohol, Tobacco, and Firearms)
that grants applicants the permission to indicate that a certain wine, which meets specific
requirements, originates from a particular geographical area in the U.S. See 27 C.F.R. 4.25,
4.25a; 27 US.C.A. § 201, § 205. See M. Maher, On Vino V'eritas? Clarifying the Use of
Geographic References on American Wine Labels, 89 CAL. L. REV. 1881 (2001).


http://international.westlaw.com/Find/Default.wl?rs=WLIN1.0&vr=2.0&DB=1000547&DocName=27CFRS4.25&FindType=L
http://international.westlaw.com/Find/Default.wl?rs=WLIN1.0&vr=2.0&DB=1000547&DocName=27CFRS4.25A&FindType=L
http://international.westlaw.com/Find/Default.wl?rs=WLIN1.0&vr=2.0&DB=1000546&DocName=27USCAS201&FindType=L
http://international.westlaw.com/Find/Default.wl?rs=WLIN1.0&vr=2.0&DB=1000546&DocName=27USCAS205&FindType=L
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products and has long advocated for this type of protection to be
extended to all GIs under TRIPS.” However, this change towards
accepting as legitimate the use of GIs accompanied by de-localizers as
long as consumers are not confused as to the actual origin of the
products could resolve the concerns that have been raised, with valid
reasons, with respect to GIs as monopolies over expression.”
CULTURE-RELATED BENEFITS OF GEOGRAPHICAL INDICATIONS
OF ORIGIN

In addition to representing incentives that can lead to important
economic benefits, Gls are also important instruments to safeguard
and promote another set of interests i.e. culture. Gls are important
tools in protecting the cultural identity of the localities and regions that
they identify, and with it, the culture of the communities living in these

areas. By protecting local culture and identities, GIs are also excellent

¢ In the European Union, GI protection extends to the use of Gls with delocalizers, such
as “type,” “like,” etc. See Regulation 1151/2012 of the European Patliament and of the
Council of Nov. 21, 2012 on Quality Schemes for Agricultural Products and Foodstuff,
2012 O.J. (L 343) 1; Council Regulation 479/2008 of Apr. 29, 2008 on the Common
Organization of the Market in Wine, Amending Regulations 1493/1999, 1782/2003,
1290/2005, 3/2008 and Repealing Regulations (EEC) No 2392/86 and 1493/1999, 2008
OJ. (L 148) 1; Regulation 110/2008, of the European Patliament and of the Council of
Jan. 15, 2008 on the Definition, Description, Presentation, Labeling and the Protection of
Geographical Indications of Spirits Drinks and Repealing Council Regulation (EEC)
1576/89,2008 O.]. (L 39) 16. In addition, comparison between GI-denominated products
and non-GI-denominated products is excluded under Directive 2006/114/EC of the
European Parliament and of the Council of 12 December 2006 concerning misleading and
comparative advertising (codified version) (Text with EEA relevance), 2006 O.J. (L. 376)
21.

o1 In the U.S., banning these uses would run against the test established by the Supreme
Court in the Central Hudson case. Central Hudson Gas & Electric Corp. v. Pub. Serv.
Comm’n, 447 U.S. 557 (1980). In the EU, despite the additional protection granted to Gls,
it could be argued that the same could give rise to a challenge under the principle of
freedom of expression embodied in Article 10 of the European Convention on Human
Rights. Convention for the Protection of Human Rights and Fundamental Freedoms, Art.
10(1), Nov. 4, 1950, 213 UN.T.S. 222.



Geographical Indications of Origin 19

vehicles in promoting cultural diversity on a larger scale, both
nationally and internationally.”” As prominent scholars have noted
before, the cultural-protection argument parallels the market-diversity
argument with respect to GI protection. This parallel argument is
based on the assumption that granting exclusive rights as a reward for
local production is needed to permit that a multitude of cultural
products (which otherwise could be swept away by unscrupulous
competitors from outside the region) are produced and offered for sale
in the market. Likewise, GI-denominated products embody a cultural
component related to local and traditional knowledge of the region
where the products are made.” The protection of Gl-denominated
products could thus promote the continuation of traditional
manufacturing techniques, which would otherwise succumb to the

competition of mass production techniques.”

Moreover, by
encapsulating the uniqueness arising from the interplay between

producers and the land where products are grown or made, GI

02 See, e.g., B. Hazucha, Intellectual Property and Cultural Diversity: Two Views on the Relationship
Between Market and Culture, 28 INTELL. PROP. L. & POL’Y J. 39 (2010); A. Kamperman
Sanders, Incentives for Protection of Cultural Expression: Art, Trade and Geographical Indications, 13
J. oF WORLD INTELL. PROP. 81 (2010); T. Kono, Geographical Indication and Intangible Cultural
Heritage, in 1.LE. INDICAZIONI DI QUALITA DEGLI ALIMENTI (B. Ubertazzi and E.M. Espada
(eds), Giuffre, 2009); C. Antons, Intellectual Property Rights in Indigenons Cultural Heritage: Basic
Concepts and Continning Controversies, in INTERNATIONAL TRADE IN INDIGENOUS CULTURAL
HERITAGE: LEGAL AND PoLICY ISSUES (C.B. Graber, K. Kulprecht, J. Lai (eds), Edward
Elgar Publishing, 2012) 144. See also the various contributions to the following collective
works, GRABER, KULPRECHT, AND LAI, ABOVE; T KONO (ED.), INTANGIBLE CULTURAL
HERITAGE AND INTELLECTUAL PROPERTY: COMMUNITIES, CULTURAL DIVERSITY AND
SUSTAINABLE DEVELOPMENT (Intersentia, 2009).

3 See, eg., T.W. Dagne, Harnessing the Development Potential of Geographical Indications for
Traditional Knowledge-based Agricultural Products, 5 J. INTELL. PROP. L. & PRAC. 441, 447
(2010).

04 See T. Cottier, M. Panizzon, Legal Perspectives on Traditional Knowledge: the Case for Intellectnal
Property Protection, 7 J. INTELL. ECON. L. J. 371, 380 (2004).
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protection can contribute to a system that rewards communities for
becoming the custodians of traditional culture.

In this respect, turning to intellectual property rights to protect culture-
related interests is not something unheard of before. For example, the
Philippines enacted a s#7 generis system, which grants property rights to
indigenous communities over their traditional knowledge, including
“controlling access to ancestral lands, access to biological and genetic
resources, and to indigenous knowledge related to these resources.””
Similarly, Canada has extended copyright, industrial design, and GI
protection to grant property rights to domestic and foreign cultural
works such as “tradition-based creations including masks, totem poles

and sound recordings of Aboriginal artists.”*

In several countries, the
potential of Gls as promoters of culture-related interests also expands
beyond agricultural products and frequently concerns non-agricultural
goods, namely handicrafts and local artworks. In recent decades, for
example, countries like India, Indonesia, and Thailand have resorted

to GI registrations to protect numerous locally made textiles and

handicrafts.”” In a similar fashion, Mexico has maintained valuable GI

65 See Indigenous Peoples’ Rights Act of 1997 of the Philippines (Republic Act No. 8371 of
1997), http:/ /www.wipo.int/wipolex/en/details.jsprid=5755. See also Commission on
Intellectual Property Rights, Final Report, Chapter 4: Traditional Knowledge and Geographical
Indications (2002) 79, http:/ /www.cipr.org.uk/papers/pdfs/final_report/Ch4final.pdf. The
Commission is a forum set up by the British Government to examine the relationship
between, and the integration of, intellectual property rights and development policies. See
http:/ /www.cipt.orguk/home.html.

6 Commission on Intellectual Property Rights, supra note 65, at 79 (including additional
national examples).

67 For several examples in this respect, see the various contributions in I.CALBOLI & NG-
Loy W.L. (EDS), GEOGRAPHICAL INDICATIONS AT THE CROSSROADS OF TRADE,
DEVELOPMENT, AND CULTURE: FOCUS ON As14-PAciFIC (Cambridge University Press,
2017).
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protection for Olinala, a specific type of lacquered product, which uses
an intricate technique that was developed and perfected over centuries
in the Mexican city of Olinald.” Many additional examples could be
used, as the list of protected GIs for handicrafts and other artisanal
products is very large, especially but not exclusive to developing
countries.”

Based on these examples, it seems that, by linking the cultural practices
used in producing certain products with the right to identify the
products with the geographical area where they originate from, Gls
may directly promote the conservation of cultural practices and greater
product diversity. This is particularly helpful in an economy where
third parties would otherwise copy traditional techniques and products.
In turn, this would lead to sales of increasingly similar products across
many countries without any relation to the actual traditional origin of
the goods. Tomer Broude summarized this phenomenon very well
when he wrote: “[I]t is often asserted that the devastation of local
cultures is the product of a triumph of cultural hegemony or cultural
imperialism on the ideological battleground of culture. The result of
which ... is westernisation or ‘Americanisation.””” In addition to
“Americanisation” of culture, this author may add that the de-
localization of product manufacturing (frequently to save costs in

manufacturing, assembling, and packaging the products) led to the

08 See S. Scafidi’s remarks in J. Hughes, L. Beresford, A. Kur, K. Plevan and S. Scafidi, Thars
a Fine Chablis You're Not Drinking: the Proper Place for Geggraphical Indications in Trademark Law,
17 FORDHAM INTELL. PROP. MEDIA & ENT. L. ].933, 958 (2007) [hereinafter ‘Fine Chablis’].

69 See contributions in CALBOLI & NG-LOY, supra note 67.

70 T. Broude, Taking “Trade and Culture” Serionsly: Geographical Indications and Cultural Protection
in WTO Law, 26 U. PA. J. INT’L ECON. L. 623, 634-653 (2005 [hereinafter Broude, Trade and
Culture].
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“Chinanisation” or “South Asia-nisation” of product manufacturing,
as outsourcing focuses on promoting mass production, mass
distribution, and uniformity of products across various countries and
internationally. Though the effects of the ‘“Americanisation,”
“Chinanisation” or “South Asia-nisation” theories may have been
exaggerated in many circles,” it seems clear that “globalization ... does
(...) produce (...) changes in local cultures and traditions,””* when it
does not eliminate them completely, due to economic pressures of
efficiency and maximum exploitation.”

In this context, GIs can contrast this business model of uniformity
and standardization as they are expressions of local #errozr. As such,
GIs can offer incentives for the preservation of culture as embodied
in the traditional methods of production, which stem directly from the
use of the natural resources and the traditional yet evolving knowledge
of the geographical region that is identified under the GI in question.”™
Even though it does not directly refer to Gls, the legal framework that
has been building up as part of two international conventions adopted
in the first decade of the 2000s under the auspices of UNESCO also
confirms the suitability of GIs (and similar legal instruments) in
protecting and promoting culture-related interests. In particular, in

2003, UNESCO adopted the Convention for the Safeguarding of the

" See T. Broude, Conflict and Complementarity in Trade, Cultural Diversity and Intellectnal Property
Rights, 2 ASIAN J. WTO & INT’L HEALTH L. & POLICY 345, 348-9 (2007).

72 Broude, Trade and Culture, supra note 70, at 635.

73 UNESCO ICH Convention, supra note 11.

74 See D. Gangjee, Geographical Indications and Cultural Heritage, 4 WIPO J. 92, 99 (2012)
[hereinafter Gangjee, GIs and Cultural Heritage|.
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Intangible Cultural Heritage.” This Convention, which entered into
force in 2000, defines “intangible cultural heritage” in Article 2(1) as
“the practices, representations, expressions, knowledge, skills — as well
as the instruments, objects, artifacts and cultural spaces associated
therewith — that communities, groups and, in some cases, individuals
recognize as part of their cultural heritage.”’® More specifically, Article
2(2) refers to a non-exhaustive list of five “domains” in which
intangible cultural heritage is revealed: (1) oral traditions and
expressions (including language); (2) performing arts; (3) social
practices, rituals, and festive events; (4) knowledge and practices
concerning nature and the universe; and (5) traditional craftsmanship.
In this context, GIs can certainly include and be used to protect any
of these five “domains,” as any of these domains can be included
within, and constitute a part of the required processes and techniques
to produce the GI products.” In other words, the impact of GI
protection can certainly extend to the “culture component” embodied
by GIs. As Tomer Broude has highlighted before, there are three
dimensions of culture that can be relevant within GIs, namely: a) “the
culture of production” which is the knowledge and techniques that are
needed in order to create the GI products; b) “the culture of
consumption” which is, the experience related to the consumption of

the GI products;”™ and c) “the culture of identity” since GIs refer to

75 UNESCO ICH Convention, s#pra note 11.

76 Id. Art. 2(1). Cf.'T. Voon, UNESCO and the WTO: A Clash of Cultures?, 55 635 INT’L COMP.
L. Q. (2000).

77 UNESCO ICH Convention, supra note 11, Art. 2(2).

78 Broude, Trade and Culture, supra note 70, at 640.
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products that are representative of the regions’, and thus the
communities’ cultural identity.
The 2005 UNESCO Convention on the Protection and Promotion of
the Diversity of Cultural Expressions is also relevant in this context.”
This Convention, which came into effect on March 18, 2007, aims at
addressing persistent concerns about cultural diversity in cultural
industries and refers to the importance of cultural diversity as a
“defining characteristic of humanity.”® In particular, the Preamble to
the Convention states that “cultural activities, goods and services have
both an economic and a cultural nature, because they convey identities,
values and meanings, and must therefore not be treated as solely having
commercial value.”® Article 4 then specifies that “cultural diversity”
refers to

the manifold ways in which the cultures of groups and societies find

expression. These expressions are passed on within and among groups

and societies. Cultural diversity is made manifest not only throngh the

varied ways in which the cultural heritage of humanity is expressed,

angmented and  transmitted through the wvariety of  cultural

expressions, but also through diverse modes of artistic creation,

79 UNESCO, CD Convention, s#pra note 12. See also, |. BLAKE, INTERNATIONAL CULTURAL
HERITAGE LAW (2015); L. R HANANIA, CULTURAL DIVERSITY IN INTERNATIONAL LAW:
THE EFFECTIVENESS OF THE UNESCO CONVENTION ON THE PROTECTION AND
PROMOTION OF THE DIVERSITY OF CULTURAL EXPRESSIONS (2014); J. SHI, FREE TRADE
AND CULTURAL DIVERSITY IN INTERNATIONAL LAW (2013); S. BORELLI & F. LENZERINI,
CULTURAL HERITAGE, CULTURAL RIGHTS, CULTURAL DIVERSITY: NEW DEVELOPMENTS
IN INTERNATIONAL LAW (2012); T. VOON, CULTURAL PRODUCTS AND THE WORLD TRADE
ORGANIZATION (2007).

80 UNESCO, CD Convention, s#pra note 12.

81 Id, Preamble.
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production, dissemination, distribution and enjoyment, whatever the

means and technologies nsed. ™
The same provision defines “cultural activities, goods and services” as
“those activities, goods and services, which at the time they are
considered as a specific attribute, use or purpose, embody or convey
cultural expressions, irrespective of the commercial value they may
have.”® This is even more on point with respect to the GIs which
identify products that are offered for sale in the market.
Clearly, the value of GIs as vehicles to protect and promote both
cultural identity and also cultural diversity at large becomes obvious
when reading the text of both the 2003 and the 2005 UNESCO
conventions. Hence, several concerns have been raised by scholars as
to the ability of GIs to effectively act as tools to promote and protect
cultural heritage. Notably, some scholars have argued that a cultural
approach to justifying GIs would basically amount to disguising
economic protectionism with culture-related interests.** Furthermore,
other scholars have underscored that incorporating heritage and
culture narratives into intellectual property rights poses the danger of

oversimplifying the notion of culture.” Even supporters of cultural

82 Id, Art. 4.

8 I

84 See, eg., T. Voon, Geggraphical Indications, Culture and the WTO, LE INDICAZIONI DI QUALITA
DEGLI ALIMENTI 300, 311 (B. Ubertazzi and E. M. Espada eds., Giuffre, 2009) (arguing
that “the cultural justification for GI protection is largely subsumed within the broader
purposes of preventing unfair competition and consumer confusion” and that a cultural
argument would essentially be reduced to protectionism interests). See also the well-
reconstructed discussion in this respect by Gangjee, GIs and Cultural Heritage, supra note 74,
100-1.

85 ]. Gibson, Knowledge and Other Values—Intellectual Property and the Limitations for Traditional
Knowledge, in EMERGING ISSUES IN MODERN INTELLECTUAL PROPERTY: TRADE,
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protection have warned that ‘““[a]ssimilation’ of the value of
intellectual property within Western notions of property is an
inadequate and often destructive means by which to protect traditional
knowledge.”®

Scholars have also questioned the ability of GIs to preserve cultural
heritage since “local traditions and cultures of production ... change
when markets cause them to, and remain constant when markets cause
them to.”” However, as a response to these critiques, it should be
pointed out that, like production requirements, cultural practices also
naturally evolve. Notably, as recognized in the UNESCO definition of
intangible cultural heritage,” culture is a dynamic rather than a static
concept, and GlIs can facilitate the protection of cultural knowledge
even in a dynamic context, where natural changes may prompt product
variations—for example, sweeter wine due to changes in the quality of
the local grapes due to warmer seasons, different colors used for
traditional saris, and so forth. Similarly, GIs can promote the type of
cultural diversity that is precisely at the core of the UNESCO 2005
Convention. As the 2005 Convention directly states, economic and
cultural interests almost necessarily merge today in a variety of
contexts. This includes the products that are produced under the
framework of GI protection and identified by GIs. Ultimately, despite
skepticisms, the value and suitability of GIs to promote both

economic and cultural interests can no longer be understated in our

TECHNOLOGY, MARKET FREEDOM, ESsAYS IN MEMORY OF HERCHEL SMITH 309, 312 (G.
Westkamp (ed), Edward Elgar Publishing, 2007).

8 I

87 For a further discussion on counter arguments to the “cultural heritage rationale” for GI
protection, see Broude, Trade and Culture, supra note 70, at 663.

88 UNESCO ICH Convention, supra note 11, Art. 2(1).
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society today. Moreover, it is virtually impossible to separate cultural
interests from economic interests in this debate, as both sets of
interests are deeply intertwined and relevant with respect to the
conservation and management of culture.

CONCLUSION

In a previous draft, this piece was titled “Can GIs Link Trade and
Culturer” In the Introduction, I asked the same question but in a
longer format: can geographical indications of origin function as
viable instruments to promote and protect both trade-related and
culture-related interests under the current legal framework that is in
place to protect GIs? As I anticipated in the Introduction, the answer
to this question is, in my view, “yes”. In other words, GIs represent
perfectly suitable vehicles to link trade and culture-related interests. In
particular, Gls represent legal instruments that can offer unique
benefits both in terms of economic incentives to local communities,
as well as with respect to the protection and promotion of the cultural
identity of the same communities. Namely, GI protection may
promote the development of niche-markets and incentivize
investments in high-quality products. GIs also contribute to creating a
mechanism of rewards and accountability for producers, thus
potentially supporting more sustainable development. Moreover, by
promoting local products, Gls safeguard and promote the cultural
expressions that are associated with these products. Ultimately, GIs can
not only contribute to preserving cultural heritage and existing
traditions — but they can also (re)affirm cultural identities and

promote these identities nationally and internationally.
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Abstract
The field of copyright law is dynamic and shaped by technological
adpances. The disruptive digitization of the last three decades has
enabled on the one hand more creativity, and on the other hand
Jacilitated copyright infringement. Technology has become a tool of
copyright management and legislators have increasingly entrusted
Platforms with a critical role in copyright enforcement. The article is
set against this backdrop and seeks to excplore in particular the recent
reform of the European Union’s copyright law that only amplifies the
two highlighted trends. The article’s focus is on the much-contested
Article 17 of the new Directive on Copyright in the Digital Single
Market and provides a careful analysis of the legal provision, its
standing against other pieces of legislation and existing case-law. The
article nltimately provides an appraisal of the likely effects of Article
17, underscoring some of the perils of algorithmic enforcement for

creativity online.

INTRODUCTION

COVID-19-triggered shutdowns have silenced concert halls and
turned theatre stages into empty places. In an attempt to compensate

for lost exposure and revenues, many artists have moved to digital
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platforms to stream concerts live or re-broadcast archived content.
However, they do encounter difficulties in these endeavours.
Musicians who wish to stream pieces by composers, for instance by
Mozart or Bach, whose works are long in the public domain, are
regulatly muted or have their content blocked.! One discrete reason
for this is that content recognition technologies, as employed by uset-
generated content platforms like YouTube, scan content, detect, and
block allegedly illegal use of copyrighted works.? This is not necessarily
a COVID-19 unique situation, nor is it typical only for a particular
jurisdiction but one that is indeed common and results from filtering
systems employed by platforms to curb copyright infringement.” Such
systems tend to be driven by algorithms and may ultimately limit the
availability of both content that is already in the public domain as well
as content that is permitted under the copyright exceptions and

limitations. The ensuing concerns for creativity, free speech, and

1 See eg., Ulrich Kaiser, Can Beethoven Send Takedown Requests? A First-hand Account of One
German  Professor’s  Experience with  Overly Broad Upload Filters (2018), available at:
https:/ /wikimediafoundation.org/news/2018/08/27/can-beethoven-send-takedown-
requests-a-first-hand-account-of-one-german-professors-experience-with-overly-broad-
upload-filters/ (accessed Jan. 22, 2021).

2 Michael Andor Brodeur, Copyright Bots and Classical Musicians Are Fighting Online. The Bots
Are Winning, WASHINGTON PoOST, May 21, 2020; according to YouTube, 98% of copyright
issues are decided by Content ID, see Google, How Google Fights Piracy, at 24 (2018),
available at:
https:/ /www.blog.google/documents/27/How_Google_Fights_Piracy_2018.pdf
(accessed Jan. 22, 2021).

3 While Content ID is the best-known automated content recognition system, there are
others: see, e, Audible Magic, available at:
https:/ /www.audiblemagic.com/solutions/#rights (accessed Jan. 22, 2021).
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private power, among others, have long been voiced and are well

documented.*

This article is set against this backdrop of both the increasing role of
intermediaries as actors in copyright enforcement and the intensified
use of technology as a tool for copyright management. The article
seeks to explore in particular the recent reform of the European
Union’s (EU) copyright law that only amplifies the two highlighted
trends and may have pernicious implications for creativity online. The
article’s focus is on the much-contested Article 17 of the new Directive
on Copyright in the Digital Single Market.” We provide a careful
analysis of this provision, its standing against other pieces of legislation
and existing case-law and ultimately, its likely effects as well as the

means for mitigating its possible negative impact.

To set the scene for our enquiry, we start with a brief primer on
intermediaries’ liability as a useful, albeit imperfect, solution to manage
copyright in the digital environment (section II), and an examination
of the EU copyright reform, as well as the political and legal processes
that led to the adoption of Article 17 (section III). We then take a
closer and critical look at the liability schemes established under Article
17 and sketch possibilities to counter the perils that may arise from

them (section IV).

4 See KRISTOFER ERICKSON & MARTIN KRETSCHMER, EMPIRICAL APPROACHES TO
INTERMEDIARY LIABILITY (Giancatlo F. Frosio ed. 2020) (reviewing the body of empirical
studies on copyright intermediary liability until 2018); see a/so Niva Elkin-Koren, Fair Use
by Design, 64 UCLA LAW REVIEW 1083, 1090 (2017).

5 Ditective 2019/790 of the European Parliament and of the Council of 17 April 2019 on
copyright and related rights in the Digital Single Market and amending Directives
96/9/EC and 2001/29/EC [heteinafter Directive on Copyright in the Digital Single Market ot
EU Copyright Directive).
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INTERMEDIARIES AS KEY ACTORS IN COPYRIGHT

ENFORCEMENT

I. From Analogue to Digital

At the time the international copyright regime was created back in the
19" century, the relevant technology that permitted multiplication and
distribution of copyrighted works was the printing press.’ The Internet
came only a century later, so neither the 1886 Berne Convention” nor
even the 1995 WTO Agreement on Trade-Related Aspects of
Intellectual Property Rights (TRIPS)® contain any specific rules for
digital technologies or intermediaries’ liability, except for the fact that
TRIPS extended the scope of copyright protection to explicitly cover
computer programs and databases.” The international community was
quick however to acknowledge the far-reaching effects of digitisation,
both as a powerful tool to create and distribute content and as a
facilitator of copyright infringement. While the enforcement of
copyright has always been demanding, in the online environment,
characterized by its borderless nature, accessibility, and capability to

perfectly reproduce original works and instantaneously distribute them

6 PAUL EDWARD GELLER, INTERNATIONAL COPYRIGHT: THE INTRODUCTION at § 2[3][a]

(Lionel Bently ed. 2018).

Berne Convention for the Protection of Literary and Artistic Works, of 9 September 1886,

last revised at Paris on 24 July 1971, and amended on 28 September 1979, 25 U.S.T. 1341,

1161 U.N.T.S. 3 [hereinafter Berne Convention].

8 Agreement on Trade-Related Aspects of Intellectual Property Rights, Apr. 15, 1994,
Marrakesh Agreement Establishing the World Trade Organization, Annex 1C, 1869
UN.TS. 3; 33 LL.M. 1197 (1994) [hereinafter TRIPS].

9 Article 10 TRIPS.



32 Indian J. Intell. Prop. L.

to millions, it almost seemed impossible."” Policy-makers were
confronted yet again with the fundamental questions underlying
copyright: how to secure an effective protection of the copyright
holders’ package of rights, while at the same time allowing the public
to access and use works and engage in creative activities. The stakes
and the risks on both sides appear somewhat higher in the digital space,
which on the one hand, facilitates massive copyright infringement, and
on the other hand, enables unprecedented user-driven creativity."
With the adoption of the WIPO Copyright Treaty in 1996, the
international community moved towards designing some solutions in
the domain of digital copyright; these were, however, cautiously
formulated, and left room for different implementation approaches, as
at the time the Internet was still quite young. Many of the Internet’s
applications as we use them today were yet unknown, nor could the
pervasive societal embeddedness of the digital medium be fully
anticipated.” A critical development in the post-WIPO Copyright
Treaty environment, that this article discusses, was the increased role
of Internet intermediaries in the field of copyright enforcement and

their effective transformation into critical copyright management

10 SANDRA SCHMITZ, THE STRUGGLE IN ONLINE COPYRIGHT ENFORCEMENT: PROBLEMS
AND PROSPECTS at 49 et seq. (2015); see TRISHA MEYER, THE POLITICS OF ONLINE
COPYRIGHT ENFORCEMENT IN THE EU at 39 et seq. (2017).

11 Hannibal Travis, Opting out of the Internet in the United, 84 NOTRE DAME LAW REVIEW 331,
338 et seq. (2008).

12 WIPO Copyright Treaty, of 20 December 1996, S. Treaty Doc. No. 105-17 (1997); 2186
U.N.TS. 121; 36 LL.M. 65 (1997) [hereinafter WIPO Copyright Treaty).

13 See Ruth L. Okediji, The Regulation of Creativity Under the WIPO Internet Treaties, 77 FORDHAM
LAW REVIEW 2379, 2380 (2009); see also Pamela Samuelson, Pushing Back on Stricter Copyright
ISP Liability Raules, MICHIGAN TECHNOLOGY LAW REVIEW at 4 (forthcoming 2021),
available at: https://sstn.com/abstract=3630700 (accessed Jan. 22, 2021).
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actors.* As rightsholders were “faced with a major enforcement
failure”," it appeared appropriate that intermediaries carry some of the
burden and costs associated with copyright enforcement, especially as
they were well positioned and technically capable to monitor, filter,
block, and disable infringing material.'® At the same time, it was felt
that this liability ought not to be too burdensome, since this would
limit companies’ economic freedom and hamper growth and
innovation."” A model of limited and conditional liability, the so-called
“safe harbour”, was created as a viable solution but implemented
differently at national levels — in the European Union, through the
2000 E-Commerce Directive'® and in the United States, through the
1998 Digital Millennium Copyright Act (DMCA)." We briefly discuss
the existing approaches to intermediaries’ liability before looking at

newer developments and the 2019 EU Copyright Directive in

particular.

14 See PHILIPPE JOUGLEUX, THE ROLE OF INTERNET INTERMEDIARIES IN COPYRIGHT LAW
ONLINE ENFORCEMENT at 269 (Tatiana-Eleni Synodinou et al. eds. 2017).

15 N1vA ELKIN-KOREN, AFTER TWENTY YEARS: REVISITING COPYRIGHT LIABILITY OF
ONLINE INTERMEDIARIES at 2 (Susy Frankel & Daniel Gervais eds. 2014).

16 ELKIN-KOREN, s#pra note 15, at 4 et seq.

17 ALEKSANDRA KUCZERAWY, FROM ‘NOTICE AND TAKEDOWN’ TO ‘NOTICE AND STAY
DOWN’: RISKS AND SAFEGUARDS FOR FREEDOM OF EXPRESSION at 525 et seq. (Giancarlo
F. Frosio ed. 2020); ELKIN-KOREN, szpra note 15, at 8 et seq.

18 Directive 2000/31/EC of the European Partliament and of the Council of 8 June 2000 on
certain legal aspects of information society services, in particular electronic commerce, in
the Internal Market (Directive on electronic commerce), OJ L [2000] 178/1 [heteinafter
E-Commerce Directive]; Samuelson, supra note 13, at 6.

19 Digital Millennium Copyright Act (DMCA) § 103, 17 U.S.C. § 1201 (2006) [hereinafter
DMCA]; GERALD SPINDLER, COPYRIGHT LAW AND INTERNET INTERMEDIARIES
LIABILITY at 3 (Tatiana-Eleni Synodinou et al., eds. 2020).
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II. Different Approaches to Intermediaries’ Liability

Systems for intermediary governance can largely be split into two
groups.”” On the one hand, there are horizontal systems that apply
rules for all types of intermediaries’ liability — be it with regard to hate
speech, misleading information, trademark or copyright infringements,
as the EU framework does.”’ On the other hand, there are systems,
such as Section 512 DMCA, that specifically target copyright
violations.” Common to both systems is the aforementioned wish to
strike a balance between the different interests through mechanisms
that mitigate the risk of legal liability of Internet intermediaries while
providing copyright holders with protection and means that enable

them to have infringing content removed.”

Both the DMCA and the E-Commerce Directive, albeit with some
differences, enact a “notice and takedown” procedure, in the sense that
once notified of an alleged infringement, intermediaries must
expeditiously take the said content down.” Besides this procedure,

there are certain variations under the umbrella term “notice and

20 Urs Gasser & Wolfgang Schulz, Governance of Online Intermediaries: Observations from a Series of
National Case Studies, Berkman Center Research Publication No. 2015-5, at 4 et seq.

21 CHRISTINA ANGELOPOULOS, HARMONIZING INTERMEDIARY COPYRIGHT LIABILITY IN
THE EU: A SUMMARY at 316 (Giancarlo F. Frosio ed. 2020).

22 Matthew Sag, Internet Safe Harbors and the Transformation of Copyright Law, 93 NOTRE DAME
LAw REVIEW 499, 511 (2018).

25 GWENITH ALICIA HINZE, A TALE OF TwWO LEGAL REGIMES: AN EMPIRICAL
INVESTIGATION INTO HOwW COPYRIGHT LAW SHAPES ONLINE SERVICE PROVIDERS’
PRACTICES AND HOW ONLINE SERVICE PROVIDERS NAVIGATE DIFFERENCES IN U.S. AND
EU COPYRIGHT LIABILITY STANDARDS at 55 (2019); Elkin-Koren, supra note 4, at 1086.

24 Christina Angelopoulos & Stijn Smet, Notice-and-Fair-Balance: How to Reach a Compromise
between Fundamental Rights in Enropean Intermediary Liability, 8 JOURNAL OF MEDIA LAW 266,
267 (2010).
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action”.” The best-known such variations are the so-called “notice and
notice” and “notice and stay down” mechanisms.” While similar in
that they are triggered by a notification, they differ in the intermediary’s
required response and ultimately, in the resulting balance of interests.”
In case of the notice and notice procedures, as found in Canada, Chile
and South Korea,” the intermediary forwards the received notice to
the content provider, who is given the opportunity to take action to
restore compliance with all legal requirements or to defend her
behaviour within a certain time limit.” The “notice and stay down”
regime is substantially more stringent in that the provider must not
only take the notified content down, but also prevent the reuploading
of the same or similar content.” Such a procedure has been applied in

Germany’' and has been recently introduced in Swiss copyright law.”

Many intermediaries have, in addition to the legally prescribed
measures, implemented proactive enforcement measures, such as

filters or monitoring mechanisms, to detect infringing content — largely

25 Angelopoulos & Smet, s#pra note 24, at 286; see KUCZERAWY, supra note 17, at 526.

26 KUCZERAWY, supra note 17, at 526.

27 United States Copyright Office, Section 512 of Title 17: A Report on the Register of Copyrights at
52 (May 2020), available at: https://www.copytight.gov/policy/section512/section-512-
full-report.pdf (accessed Jan. 22, 2021).

28 KUCZERAWY, s#pra note 17, at 533.

29 Angelopoulos & Smet, s#pra note 24, at 267; United States Copyright Office, supra note
27, at 52.

30 KUCZERAWY, supra note 17, at 526.

31 Angelopoulos & Smet, supra note 24, at 287; with respect to the German approach, see Jan
Bernd Nordemann, Liability for Copyright Infringements on the Internet: Host Providers (Content
Providers) — The German Approach, 2 JIPITEC 37 (2011).

32 Article 394 of the Federal Act on Copyright and Related Rights; see Peter Ling, Significant
Revisions 1o the  Swiss  Copyright At (Apr. 1, 2020), available at
http:/ /ipkitten.blogspot.com/2020/ 04/ significant-revisions-to-swiss.html (accessed Jan.
22,2021).
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as a response to pressure from rightsholders.” YouTube, for instance,
introduced its automated content recognition and filtering mechanism,
“Content ID”, as a reaction to being exposed to a major copyright
lawsuit in 2012.** Such mechanisms have come to be known as
“DMCA plus” systems, since they go beyond the DMCA
requirements, shift responsibilities and move from reactive to
proactive methods.” While these applications may offer efficient tools
to deal with the allegedly vast amount of infringing content,” they do
trigger some negative implications, in particular with regard to the fair
use of copyrighted content or the use of works in the public domain,

as the example at the outset of this article showed.”

The safe harbour model has evolved over the years, especially as the
role of intermediaries has increased due to the ongoing platformization
of the digital space.” There is a discrete trend towards heightened

intermediaries’ responsibilities,” and this shift, while pushed by

3 BLKIN-KOREN, s#pra note 15, at 18 et seq.; HINZE, supra note 23, at 6 et seq.

34 Viacom Int’l, Inc. v. YouTube, Inc., 676 F.3d 19 (2d Cir. 2012); see GIANCARLO F. FROSIO,
ALGORITHMIC ENFORCEMENT ONLINE at 8 et seq. (Paul Torremans ed., 4th ed. 2020).

35 STEFAN KULK, INTERNET INTERMEDIARIES AND COPYRIGHT LAW: TOWARDS A FUTURE-
PROOF EU LEGAL FRAMEWORK at 280 (2018); se¢ ANNEMARIE BRIDY, COPYRIGHT’S
DiGrraL DEPUTIES: DMCA-PLUS ENFORCEMENT BY INTERNET INTERMEDIARIES (John
A. Rothchild ed. 2016).

36 Jonathon W. Penney, Privacy and Legal Automation: The DMCA as a Case Study, 22 STANFORD
TECHNOLOGY LAW REVIEW 412, 419 (2019).

37 Giancatlo F. Frosio, The Death of “No Monitoring Obligations”, 8 JIPITEC 199, 212 (2017).

38 JOUGLEUX, supra note 14, at 279; see Valentina Moscon, Free Circulation of Information and
Online Intermediaries — Replacing One “Valne Gap” with Another, 51 11IC 977, 978 (2020)
(pointing also to the growing economic power of intermediaries). For an overview on the
Intermediary liability worldwide, see World Intermediary Liability Map, available at:
https:/ /wilmap.law.stanford.edu/ (accessed Jan. 22, 2021).

39 GIANCARLO F. FROSIO & SUNIMAL MENDIS, MONITORING AND FILTERING: EUROPEAN
REFORM OR GLOBAL TREND? at 547 (Giancatlo F. Frosio ed. 2020); see Jeremy de Beer &
Christopher D. Clemmer, Global Trends in Online Copyright Enforcement: A Non-Nentral Role
Jor Network Intermediaries?, 49 JURIMETRICS 375, 376 (2009); see also Natalia E. Curto, EU



Intermediaries” Liability in Light of the Recent En Copyright Reform 37

rightsholders, has now largely been acknowledged by policy-makers.*
The new EU Copyright Directive is an expression of this recognition
and marks a significant step towards making intermediaries active

”*1 of content uploaded and shared by their users.” It

“gatekeepers
changes the existing regime to the extent that it has been fittingly
labelled as “safe harbot’s coup de grace’.® This rings true in particular if
one looks at the new liabilities created under Article 17 of the

Directive.

III. The FU Regime for Intermediaries’ Liability: Key Elements and
Legal Practice

The E-Commerce Directive, albeit relatively old as stemming from
2000, is still the core of the legislative framework for information

society service providers (ISPs)* in the European Union.*” The regime

Directive on Copyright in the Digital Single Market and ISP Liability: What's Next at International
Leve/?,11 CASE WESTERN RESERVE JOURNAL OF LAW, TECHNOLOGY & THE INTERNET 84,
87 et seq. (2020) (observing that despite the growing trend in many countries of the world,
ISPs are not being granted such an active role or are offered safe harbours like those in
the EU).

40 See European Commission, Communication from the Commission to the European
Parliament, the Council, the European Economic and Social Committee and the
Committee of the Regions on Tackling Illegal Content Online Towards an Enhanced
Responsibility of Online Platforms, COM(2017) 555 final (Sept. 28, 2017), at 2; see also
Daithi Mac Sithigh, The Road to Responsibilities: New Attitudes towards Internet Intermediaries, 29
INFORMATION & COMMUNICATIONS TECHNOLOGY LAW 1, 4 et seq. (2020) (interpreting
different policy documents published by the European Commission).

41 See Jonathan L. Zittrain, A History of Online Gatekeeping, 19 HARVARD JOURNAL OF LAW
AND TECHNOLOGY (2000).

42 FROSIO & MENDIS, s#pra note 39, at 547; see Thomas Spoerti, On Upload-Filters and Other
Competitive Advantages for Big Tech Companies under Article 17 of the Directive on Copyright in the
Digital Single Market, 10 JIPITEC 173, 175 (2019); see also Moscon, supra note 38, at 981.

4 JOUGLEUX, s#pra note 14, at 277.

4 Definitions for “information society” and “service provider” are found in Article 2(a) and
(b) respectively.

45 CHRISTINA ANGELOPOULOS, EUROPEAN INTERMEDIARY LIABILITY IN COPYRIGHT: A
TORT-BASED ANALYSIS at 42 (2016); Maria Lilla Montagnani & Alina Yordanova Trapova,
Safe Harbours in Deep Waters: A New Emerging Liability Regime for Internet Intermediaries in the
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is spelled out in Articles 12 to 15: while Articles 12 to 14 provide that
ISPs, depending on their interaction with the content (mere conduit,
caching or hosting) cannot be held liable for illegal third-party content
under certain circumstances, Article 15 prohibits EU Member States
from imposing a general monitoring obligation. Article 14 on hosting
providers is key and sets out the “notice and takedown” obligations.*
In order for an ISP to fall under the scope of Article 14 and benefit
from the limited liability, its conduct must be neutral — that is, it should
not play an active role in knowing or controlling the data provided by
its users.” The ISP is not held liable for the information stored if the
provider does not have actual knowledge® of illegal activity or
information, and — as regards claims for damages — is not aware of
facts or circumstances from which the illegal activity or information is
apparent (Article 14(1)(a)). Furthermore, the provider must, upon
obtaining such knowledge or awareness, act expeditiously to remove
or disable access to the information (Article 14(1)(b)).* As the notice

and takedown system of Article 14 is reactive, the burden of

Digital - Single Market, 26 INTERNATIONAL JOURNAL OF LAW AND INFORMATION
TECHNOLOGY 294, 295 (2018).

46 See Montagnani & Trapova, supra note 45, at 296; see also Martin Senftleben & Christina
Angelopoulos, The Odyssey of the Probibition on General Monitoring Obligations on the Way to the
Digital Services Act: Between Article 15 of the E-Commerce Directive and Article 17 of the Directive
on  Copyright in  the Digital Single Market at 6 (Oct. 2020), available at:
https://sstn.com/abstract_id=3717022 (accessed Jan. 22, 2021).

47 See Joined Cases C-236/08 to C-238/08, C-360/10, Goggle France v. Louis Vuitton et al.,
ECLIEU:C:2010:159, at paras. 113-114.

48 ALEXANDRE DE STREEL, ALEKSANDRA KUCZERAWY & MICHELE LEDGER, ONLINE
PLATFORMS AND SERVICES at 3-059 (Laurent Garzaniti et al. eds. 2020).

49 Angelopoulos & Smet, s#pra note 24, at 268. Article 14 of the E-Commerce Directive, and
unlike the DMCA, does not provide guidelines with respect to the application of its notice
and takedown system. Implementation in national jurisdictions differ, albeit many Member
States have implemented the Directive almost verbatim; See DE STREEL, KUCZERAWY &
LEDGER, supra note 48, at 3-064.
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monitoring for infringements rests on the rightsholders and
intermediaries are not under an obligation to actively filter infringing
content or monitor their systems to prevent access to it.”’ Indeed, as
eatlier noted, Article 15 explicitly probzbits the introduction of general
monitoring obligations for ISPs. Yet, monitoring obligations in a specific
case are permitted,” and the distinction between the different types of
monitoring has been highly controversial and the subject of discussion

in a number of cases.*

In L’Oréal v eBay (regarding trademark infringement in online
marketplaces),” the Court of Justice of the European Union (CJEU)
ruled that eBay could not be exempt from liability under Article 14(1),
when it played an active role in the sale of goods by optimising the
presentation of the offers or promoting them. With regard to Article
15, the CJEU concluded however “that the measures required of the
online service provider concerned cannot consist in an active
monitoring of all the data of each of its customers in order to prevent

any future infringement of intellectual property rights via that

50 Annemarie Bridy, The Price of Closing the “V alue Gap”: How the Music Industry Hacked EU
Copyright Reform, 22 VANDERBILT JOURNAL OF ENTERTAINMENT & TECHNOLOGY LAW
323, 329 et seq. (2020); ELKIN-KOREN, s#pra note 15, at 8.

51 Recital 47 of the E-Commerce Directive. DE STREEL, KUCZERAWY & LEDGER, s#pra note
48, at 3-067.

52 KUCZERAWY, supra note 17, at 540 et seq.; see Senftleben & Angelopoulos, s#pra note 46, at
8 et seq. Note that a clear delineation between prohibited general monitoring obligations
and allowed specific monitoring obligations has not yet been established. Confusingly, for
instance, the French Federal Supreme Court (Cour de Cassation) rejected stay down
obligations for hosting providers as conflicting with the prohibition of general monitoring
duties (Cour de Cassation Arrét no. 831, 11-13.669, Jul. 12, 2012 — Google France/ Bach films,
Cour de Cassation Arrét no. 828 of Jul. 12, 2012 — Goagle France/ Bach films).

5 Case C-324/09, L’Oréal SA and Others v eBay International AG and Others,
ECLLI:EU:C:2011:474.
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provider’s website”.” The cases of SABAM v Scarlet and SABAM v
Netlog further clarified monitoring in the area of copyright.” In Scarlet
v SABAM, the Belgian collecting society SABAM applied for a
permanent order requiring a network access provider to monitor and
block peer-to-peer transmission of music files from SABAM’s
catalogue.” The CJEU decided that a broad order of the type requested
would go against both the prohibition of general monitoring
obligations under E-Commerce Directive and the fundamental rights
of Internet users to the protection of their personal data and freedom
of expression guaranteed under the EU Charter of Fundamental
Rights.” In the Netlog case, which concerned an online social
networking site and a similar request for filtering from SABAM, the
CJEU held again for the hosting provider and against an active
monitoring obligation.”® The monitoring ban has been somewhat
punctuated in a more recent judgment involving liability for
defamation, where an Austrian court ordered Facebook to proactively

filter all posts on the platform to ensure that no user could make the

54 Id., at para. 139.

55 DE STREEL, KUCZERAWY & LEDGER, s#pra note 48, at 3-067; see Stefan Kulk & Frederik
Zuiderveen Borgesius, Filtering for Copyright Enforcement in Europe after the Sabam Cases, 34
EUROPEAN INTELLECTUAL PROPERTY REVIEW 791 (2012).

5 Case C-70/10, Scarlet Extended SA v Société belge des antenrs, compositenrs et éditenrs SCRL
(8ABAM), ECLI:EU:C:2011:771, at paras. 20 et seq.

57 Id., at paras. 40 and 50.

58 Case C-360/10, Belgische Vereniging van Auteurs, Componisten en Uiigevers CVBA (SABAM) v
Netlog NV, ECLIEU:C:2012:85, at para. 38. See also Opinion of Advocate General
Saugmandsgaard Qe in Joined Cases C-682/18 and C-683/18, Frank Peterson v Google L.LC,
YouTube LLC, YouTube Inc., Google Germany GmbH (C-682/18) and Elsevier Inc. v Cyando AG
(C-683/18), ECLI:EU:C:2020:586.
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specific prohibited or similar statements again, and this on a global

level; the CJEU upheld this far-reaching judgment.”

The general monitoring prohibition does not in any case preclude
intermediaries from taking voluntary steps in order to enforce
copyright.” As noted eatlier, many platforms do implement proactive
enforcement measures, such as filters, to detect infringing content.
Such voluntary (algorithmic) enforcement used to be a decision based
on the freedom of companies to conduct their business. However, in
its proposal for a Directive on Copyright in the Digital Single Market,
the European Commission explicitly envisaged a requirement for
deploying content recognition systems, such as the Content ID, to
prevent copyright infringement (Article 13(1) of the proposal).® The
now enacted Article 17 (formerly Article 13) of the EU Copyright
Directive no longer mentions such a duty to use content recognition
technology; yet, as will be shown below, a closer reading of the

provision may still call for such an intervention.

% Case C-18/18, Eva Glawischnig-Piesczek v Facebook Ireland Limited, ECLL:EU:C:2019:821; see
Aleksandra Kuczerawy & Clara Rauchegger, Injunctions to Remove lllegal Online Content under
the E-Commerce Directive: Glawischnig-Piesczef, 57 COMMON MARKET LAW REVIEW 1495,
1501 et seq. (2020) (providing a comprehensive analysis of the case).

60 ALEKSANDRA KUCZERAWY, GENERAL MONITORING OBLIGATIONS: A NEW
CORNERSTONE OF INTERNET REGULATION IN THE EU? IN RETHINKING IT AND IP LAW
(2019); Kimberlee Weatherall, Internet Intermediaries and Copyright: A 2018 Update: A Policy
Paper  for the Aunstralian Digital Alliance at 5 (Feb. 11, 2018), available at:
https:/ /www.aph.gov.au/DocumentStore.ashx?id=79110429-08ce-4b3b-8219-
85071c8cOcee&subld=563534 (accessed Jan. 22, 2021).

o1 Article 13(1) of the proposal stated that information society service providers should “take
measures to ensure the functioning of agreements concluded with rightsholders for the
use of their works or other subject-matter or to prevent the availability on their setvices
of works or other subject-matter identified by rightsholders through the cooperation with
the service providers. Those measures, such as the use of effective content recognition
technologies, shall be appropriate and proportionate”.
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THE EU COPYRIGHT REFORM

In April 2019 the European Parliament approved the final text of the
Directive on Copyright in the Digital Single Market, which marked the
end of a lengthy legislative process and brought about substantial
changes to EU copyright law.”” The reform in the domain of copyright
law is part of a broader initiative of the European Union to update its
legal framework and make it fit for the digital age — the so-called
“Digital Single Market Strategy”.”> The Strategy envisages far-reaching
initiatives that seek to ensure (1) better access for consumers and
businesses to online goods and services across Europe; (2) creating the
right conditions for digital networks and services to flourish; and (3)
maximizing the growth potential of the European Digital Economy.*
The implementation of the Digital Market Strategy has already led to
critical transformations in the areas of EU data protection®, media

law,” and now copyright law.

02 Bridy even calls the Directive “the most substantial change to EU copyright law in a
generation”. See Bridy, supra note 50, at 325; see also Ted Shapiro & Sunniva Hansson, The
DSM Copyright Directive: EU Copyright Will Indeed Never Be the Same, 41 EUROPEAN
INTELLECTUAL PROPERTY REVIEW 404, 404 (2019).

03 Buropean Commission, A Digital Single Market Strategy for Europe, COM(2015) 192
tinal (May 6, 2015); see also Montagnani & Trapova, supra note 45, at 294 et seq.

64 European Commission, I, at 3 et seq.

65 Regulation 2016/679 of the European Parliament and of the Council of 27 April 2016 on
the protection of natural persons with regard to the processing of personal data and on
the free movement of such data, and repealing Directive 95/46/EC (General Data
Protection Regulation), OJ L [2016] 119/1.

6 Directive 2018/1808 of the European Parliament and of the Council of 14 November
2018 amending Directive 2010/13/EU on the cootrdination of certain provisions laid
down by law, regulation or administrative action in Member States concerning the
provision of audiovisual media services (Audiovisual Media Services Directive) in view of
changing market realities, OJ L [2018] 303/69.
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The EU copyright reform is an ambitious endeavour that strengthens
the role of the EU as “a genuine regulatory actor”® but has been
subject to controversies from its very outset. The criticism has focused
mainly on the new press publishers’ right, the so-called “links tax”
(Article 11 of the Commission’s proposal, now Article 15) and on the
so-called “upload filter” provision (Article 13 of the Commission’s

% The critical voices were not limited to

proposal, now Article 17).
experts and academic communities but involved the broader public as
well. Around 5 million people signed an opposing petition,
demonstrations were held, and a coalition of 240 EU-based online
companies called on members of the European Parliament to reject
the strict liability rules because of the sizeable financial and operational
burdens resulting from the requirement of filtering systems, the
inherent inaccuracies of current filtering technologies and the
distegard for small- and medium-sized enterprises (SMEs).” Wikipedia
Europe closed its site for an entire day in protest against “dangerous
copyright law”;" scholars criticized the proposal as incompatible with

the jurisprudence of CJEU and the rights and freedoms enshrined in

the EU Charter of Fundamental Rights.71 This mass-scale opposition

67 Séverine Dusollier, The 2019 Directive on Copyright in the Digital Single Market: Some progress, a
Few Bad Choices, and an Overall Failed Ambition, 57 COMMON MARKET LAW REVIEW 979,
980-981 (2020).

%8 Joao Pedro Quintais, The New Copyright in the Digital Single Market Directive: A Critical ook,
42 EUROPEAN INTELLECTUAL PROPERTY REVIEW 28, 29 (2020).

9 HINZE, supra note 23, at 103; Spoerri, supra note 42, at 174.

70 James Vincent, European Wikipedias Have Been Turned off for the Day to Protest Dangerous
Copyright Laws (Mat. 21, 2019), available at:
https:/ /www.theverge.com/2019/3/21/18275462/ eu-copyright-ditective-protest-
wikipedia-twitch-pornhub-final-vote (accessed Jan. 22, 2021).

71 See, eg., Sophie Stalla-Bourdillon et al., An Academic Perspective on the Copyright Reform, 33
COMPUTER LAW & SECURITY REVIEW 3 (2017); see also Martin Senftleben et al., The
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showed on the one hand that digital copyright is no longer a purely

technical topic that interests no one, and prompted on the other hand,

concrete amendments to the Directive.”? This is reflected in the final

text of Article 17, which differs substantially from the initial wording

in the Commission’s proposal.73 The contention around Article 17 is

also discernible in its lengthy and convoluted formulations, with the

provision spanning over 10 paragraphs, accompanied with numerous

clarifications in the Directive’s Preamble.™

ARTICLE 17 OF THE EU COPYRIGHT DIRECTIVE

I

Rationale behind Article 17

Article 17 has been prompted by the so-called “value gap”.” The term

describes the (alleged)

" imbalance between the revenues Internet

72
73

74

75

76

Recommendation on Measures to S afegnard Fundamental Rights and the Open Internet in the Framework
of the EU Copyright Reform, 40 EUROPEAN INTELLECTUAL PROPERTY REVIEW 149 (2018).
SPINDLER, s#pra note 19, at 5 et seq.

Karina Grisse, After the Storm—LExamining the Final 1 ersion of Article 17 of the New Directive
(EU) 2019/790, 14 JOURNAL OF INTELLECTUAL PROPERTY LAW & PRACTICE 887, 887
(2019); see HINZE, supra note 23, at 150. see also Samuelson, supra note 13, at 11 (pointing
to the fact that without certain amendments the Directive would not have received
sufficient political support to be adopted).

Recitals 61 to 71 EU Copyright Directive; see also Axel Metzger et al., Selected Aspects of
Tmplementing Article 17 of the Directive on Copyright in the Digital Single Market into National Law
—  Comment of the Eurgpean — Copyright  Society at 7 (2020), available at:
https://sstn.com/abstract=3589323 (accessed Jan. 22, 2021); Mac Sithigh, s#pra note 40,
at 10.

Christina Angelopoulos, On Ounline Platforms and the Commission’s New Proposal for a Directive
on  Copyright in  the Digital Single Market at 1 (Jan. 2017), available at:
https://sstn.com/abstract=2947800 (accessed Jan. 22, 2021); se¢ also European
Commission, Proposal for a Directive of the European Parliament and of the Council on
copyright in the Digital Single Market, COM(2016) 593 final (Sept. 14, 2016), at 3.

Some authors doubt that such value gap actually exists, see, e.g., Bridy, supra note 50, at 326
et seq.; see also Giancarlo F. Frosio, Reforming Intermediary Liability in the Platform Economy: A
Eunropean Digital Single Market Strategy, 112 NORTHWESTERN UNIVERSITY LAW REVIEW 19,
27 et seq. (2017), pointing out the lack of evidence “on the scale, nature, or effects of
copyright infringement in the digital environment” (at 28).
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service providers generate from the use of copyright protected content
uploaded by their users and the revenues copyright holders obtain.”
The problem was said to arise from the safe harbour regime, which
provides platforms with a liability privilege and thus does not
incentivize them to enter into licensing agreements or otherwise
provide for conditions more accommodating for rightsholders.” From
the EU perspective, the problem was only more acute, as most
dominant platforms are US-based and the generated revenues rarely
remained in the EU.” Article 17 sought to address this “value gap”
through changes in the existing intermediaries’ liability regime under

Article 14 of the E-Commerce Directive.

II.  Scope and Obligations under Article 17

In contrast to the initial proposal, Article 17 no longer targets
information society service providers as a generic category but defines
a new sub-category of “online content-sharing service providers”
(OCSSPs).* An OCSSP is “a provider of an information society
service of which the main or one of the main purposes is to store and
give the public access to a large amount of copyright-protected works

or other protected subject matter uploaded by its users, which it

77 Giancatlo F. Frosio, To Filter, or Not to Filter?, 36 CARDOZO ARTS & ENTERTAINMENT 331,
337 (2018); Angelopoulos, supra note 75, at 2.

78 Frosio, Id., at 337 et seq.; Angelopoulos, s#pra note 75, at 2.

7 See European Commission, Communication to the European Parliament, the Council, and
the European Economic and Social Committee, and the Committee of the Regions,
Online Platforms and the Digital Single Market: Opportunities and Challenges for Europe,
COM(2016) 288 final (May 25, 2016), at 9.

80 Article 17(1) EU Copyright Directive. Bridy, s#pra note 50, at 351. On reasons for this
narrower scope, se¢, ¢.g., HINZE, supra note 23, at 150.
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otganizes and promotes for profit-making purposes”.” Certain

providers, such as non-profit online encyclopaedias, open source
software-developing and sharing platforms, as well as business-to-
business cloud services, are excluded.* These exclusions are based on
the recognition that the notice and takedown system of the E-
Commerce Directive works well enough for most ISPs, and that
Article 17 may harm entities which do not bear the risks of
infringement that it is designed to address.” The scope of application
is further narrowed down by Recitals 62 and 63, which require, among
other things, a case-by-case evaluation, taking into account a platform’s
audience and amount of works uploaded.** Overall, although the scope
of application has been reduced in comparison to the Commission’s
proposal, the vague language used leaves a number of questions open
and induces uncertainty.” For now, it appears clear that Article 17
captures user generated content hosting providers of a particular size,

such as YouTube and Facebook.®

81 Article 2(6) EU Copyright Directive.

82 The list is non-exhaustive; see Grisse, supra note 73, at 888.

83 Pamela Samuelson, Before the United States Senate Committee on the Judiciary, Subcommittee on
Intellectnal Property, Hearing on the Digital Millenninm Copyright Act at 22: How Other Countries
Avre Handling Online Piracy: Statement of Pamela Samuelson at 9 (Mar. 10, 2020), available at:
https:/ /www.judiciaty.senate.gov/download/samuelson-testimony  (accessed Jan. 22,
2021).

84 See MARK D. COLE, ET AL., CROSS-BORDER DISSEMINATION OF ONLINE CONTENT:
CURRENT AND POSSIBLE FUTURE REGULATION OF THE ONLINE ENVIRONMENT WITH A
Focus oN THE EU E-COMMERCE DIRECTIVE at 146 (2020).

85 Sebastian Felix Schwemer, Article 17 at the Intersection of EU Copyright Law and Platform
Regulation, 3 NORDIC INTELLECTUAL PROPERTY LAW REVIEW 1, at 10 et seq. (2020); Grisse,
supra note 73, at 888.

86 FROSIO & MENDIS, s#pra note 39, at 558.
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Article 17(1) stipulates that when an OCSSP gives the public access to
copyright-protected works or other subject matter uploaded by its
users, the provider performs an act of communication to the public.
Thus, Article 17(1) assigns primary liability to OCSSPs for copyright
infringements committed by their users.®”” The limitation of liability, as
established in Article 14(1) E-Commerce Directive, does not apply to
situations covered by Article 17,% and this effectively creates a /ex

specialis rule for this particular category of hosting providers.”

The liability regime of Article 17 follows a two-level approach — the
first establishes direct liability and the second specifies distinct ways to
“escape” this liability burden.”” OCSSPs can avoid liability in two ways:
they must either obtain an authorization from rightsholders, for
example, by concluding a licensing agreement (Article 17(1), second
sentence);” or, if no authotization has been granted, pursuant to
Article 17(4), the provider may not be liable if three cumulative
conditions are met. Under these conditions an OCSSP must
demonstrate that (1) it made best efforts to obtain an authorization

from the right holder; (2) made best efforts to ensure that specific

87 FROSIO & MENDIS, I, at 559 et seq.; KUCZERAWY, su#pra note 60.

88 Article 17(3) EU Copyright Directive.

89 Dirk J. G. Visser, Trying to Understand Article 13 at 6 (Mar. 16, 2019), available at:
https://sstn.com/abstract=3354494 (accessed Jan. 22, 2021); Kuczerawy & Rauchegger,
supra note 59, at 1510 et seq. See for an extensive analysis of the interplay between Article
17 EU Copyright Directive and Article 15 E-Commerce Directive: Senftleben &
Angelopoulos, supra note 46, at 24 et seq.

% Martin Senftleben, Institutionalized Algorithmic Enforcement — The Pros and Cons of the EU
Approach to UGC Platform Liability, 14 FLORIDA INTERNATIONAL UNIVERSITY LAW REVIEW
at 4 (2020).

91 Such authorization covers also non-commercial user actions as well as user activities that
do not generate significant revenues. See Article 17(2) EU Copyright Directive; alo
Schwemert, supra note 85, at 14.
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content is as inaccessible as possible, and (3) disabled access or
removed content expeditiously after becoming aware of it and made
best efforts to prevent future uploads of the respective content.”
When determining whether the provider has complied with these
obligations, Article 17(5) requires certain aspects to be taken into
account, such as (a) the type, the audience and the size of the service
and the type of content uploaded by the users, as well as (b) the
availability of suitable and effective means, including their cost for the
provider.” Additional “bright-line” limitations are given by Article
17(6), which specifies that new online content-sharing service
providers whose services have been available to the public in the EU
for less than three years and which have an annual turnover below
EUR 10 million are exempted from the obligation set out paragraph 4
point (b). That is, they only have to act expeditiously upon receiving a
sufficiently substantiated notice, to disable access to the notified works
or to remove those works from their websites. This limitation does not
apply when an OCSSP’s average number of monthly unique visitors

exceeds 5 million.”

Article 17(7) demands in addition that the cooperation between
OCSSPs and rightsholders does not result in the prevention of justified
use of copyright protected content. Consequently, EU Member States

must ensure that users are able to rely on exceptions and limitations to

92 COLE, ET AL., s#pra note 84, at 146.

9 Felipe Romero Moreno, Upload Filters’ and Human Rights: Implementing Article 17 of the
Directive on Copyright in the Digital Single Market, 34 INTERNATIONAL REVIEW OF LAW,
COMPUTERS & TECHNOLOGY 153, 156 (2020).

94 See Shapiro & Hansson, supra note 62, at 412.
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copyright for the purposes of quotation, criticism, review, caricature,
parody, or pastiche.” This is a new provision outside the original
Commission proposal and recognizes the fact that many websites
contain significant amounts of user-generated works, such as remixes

% Next to

and mashups, which may be lawful under EU copyright law.
this explicit reference to fair use situations, Article 17(9) sets out

complaint and redressal mechanisms as procedural safeguards.”

Article 17(8) states further that the application of Article 17 shall not
lead to any general monitoring obligation. It however obliges OCSSPs
to provide rightsholders, at their request, with certain information.
Finally, Article 17(10) requires the European Commission to organize
stakeholder dialogues in order to discuss best practices for cooperation

between the platform providers and the rightsholders.”

I11. Critical Analysis of Article 17’s Liability Regime

Against the backdrop of the complex liability regime under Article 17
and its “escape” routes, it appears critical to ask how viable these really

are; whether certain negative effects may result in the course of their

9 See Moreno, supra note 93, at 156.

9% Samuelson, supra note 83, at 10; Shapiro & Hansson, su#pra note 62, at 412 et seq.

97 Sebastian Schwemer & Jens Schovsbo, WHAT 1S LEFT OF USER RIGHTS? ALGORITHMIC
COPYRIGHT ENFORCEMENT AND FREE SPEECH IN THE LIGHT OF THE ARTICLE 17 REGIME
at 8, 12 (Paul Torremans ed., 4th ed. 2020); see Bridy, su#pra note 50, at 356; Samuelson,
supra note 83, at 10; see also French Ministry of Culture, Mission Report: Towards More
Effectiveness of Copyright Law on Online Content Sharing Platforms, at 5 et seq. (Jan. 29, 2020).

9% Only recently the EU Commission has hosted such stakeholder dialogues and plans to
publish guidelines on the implementation for Article 17. Yet, it is unclear whether the
Commission will be able to present satisfactory guidance, given the wide disagreement
among stakeholders regarding Article 17. See Samuelson, supra note 83, at 11.
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implementation; and how these potential harms can be mitigated. The

following sections seek to address these questions.

(a)  The Licensing Approach and its Pitfalls
Article 17(1) sets out authorisation from the rightsholders as the
default way to avoid primary liability” and mentions licensing as a way
to receive such authorisation. Other options include collective
licensing mechanisms or statutory licensing.'” Whereas it is
understandable that Article 17(1) seeks to encourage rights’ clearance,

it presents platforms with an enormously cumbersome obligation,

s’ 101
)

which bears a resemblance to a “mission impossible”,”™ as it is hard to
imagine that a platform can obtain a// the necessary licenses for a// the
works uploaded by its users.'”” The impracticality of this task is linked
on the one hand to the existence of overlapping rights — for instance,
most videos involve, other than copyright(s), rights of phonogram or
film producers, and/or performers’ rights, which can belong to or be
managed by different entities.'” Furthermore, while it may be feasible
for platform providers to contact known rightsholders as well as

collecting societies, in the case of unknown rightsholders, this is

evidently not the case.'™ Copyright does not require formalities to be

9 Joao Quintais et al., Safeguarding User Freedoms in Implementing Article 170f the Copyright in the
Digital Single Market Directive, 10 JIPITEC 277, 277 et seq. (2019); Curto, supra note 39, at 91.

100 Quintais et al., supra note 99, at 277; see Alina Trapova, Reviving Collective Management — Will
CMOs Become the True Mediators They Ought to Be in the Digital Single Market?, 42 EUROPEAN
INTELLECTUAL PROPERTY REVIEW 272, 272 et seq. (2020).

101 Senftleben, supra note 90, at 5; Samuelson even says that the licencing objectives of Article
17 cannot be achieved; see Samuelson, s#pra note 83, at 14.

102 Christina Angelopoulos & Joao Pedro Quintais, Fixing Copyright Reform, 10 JIPITEC 147,
148 (2019); Dusolliet, supra note 67, at 1014.

103 Dusollier, supra note 67, at 1014.

104 Grisse, supra note 73, at 893.
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adhered to and there is nothing like a global or even national register
for all protected works that can be consulted."” In the absence of such
a register, platforms cannot identify rightsholders of works uploaded
by users and must rely on the declarations of uploaders or those
claiming to be rightsholders. This is problematic given that false
copyright claims are common and many user uploads do not contain
any copyright information at all." As Dusollier notes, the situation is
close to a paradox: “how to contact copyright owners to get the proper
authorization for a content that could be identified only when put
online, which will be infringing if no licence precedes its making

available?”.1"”

Even if the platform is able to identify and contact a rightsholder, it
may encounter other difficulties. These include, among others,'” the
fact that rightsholders are under no obligation to enter into licensing
agreements offered under fair terms.'” Furthermore, it is doubtful that
copyright holders and collecting societies will offer all-encompassing
umbrella licenses. Platforms will probably need to make use of
algorithmic tools to ensure that the content being uploaded does not

exceed the limits of the acquired licenses and in this sense even

105 Julia Reda, Before the United States Senate Committee on the Judiciary, Subcommittee on Intellectual
Property, Hearing on the Digital Millenninm Copyright Act at 22: How Other Countries Are Handling
Online  Piracy:  Statement — of  Julia Reda  (Mar. 10, 2020), available at:
https:/ /www.judiciary.senate.gov/download/reda-testimony (accessed Jan. 22, 2021).

106 Reda, supra note 105.

107 Dusollier, Id.

108 See Martin Husovec & Jodo Pedro Quintais, How to License Article 172 Exploring the
Tmplementation Options for the New EU Rules on Content-Sharing Platforms (Working Paper,
2019).

109 Grisse, supra note 73, at 888; see United States Copyright Office, supra note 27, at 62.
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licensing can be a starting point for algorithmic enforcement
measures.'"’ Such measures may affect the freedom of users to actively
participate in the creation of online content, as a user-generated remix
will not pass the content filter if it is not compliant with the repertoire
and usage restrictions set out in the licensing agreements. Platforms
that rely on licensing agreements are also likely to focus on mainstream
works and face difficulties in providing access to the wide variety of
content uploaded by users with different social, cultural, and ethnic
backgrounds."! Given the adversities in meeting the requirements set
out in Article 17(1), it may be assumed that platforms will heavily rely

on the second option of filtering to avoid liability.'"

(b)  The Promises and Perils of Filtering
1. Filtering Obligations under Article 17
As explained earlier, platforms must meet three cumulative conditions
in order to avoid direct liability.'> OCSSPs must demonstrate that they
have (a) made best efforts to obtain an authorisation, and (b) made, in
accordance with high industry standards of professional diligence, best
efforts to ensure the unavailability of specific works for which the
rightsholders have provided the relevant and necessary information;
and in any event (c) acted expeditiously, upon receiving a sufficiently
substantiated notice from the rightsholders, to disable access to, or to

remove from their websites, the notified works, and made best efforts

10 Senftleben, supra note 90, at 6 et seq.; see French Ministry of Culture, s#pra note 97, at 106.

11 Senftleben, supra note 90, at 6.

112 Angelopoulos & Quintais, s#pra note 102, at 148; Quintais, s#pra note 68, at 38.

13 Grisse, supra note 73, at 892; Quintais, supra note 68, at 38; see COLE, ET AL., supra note 84,
at 146.
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to prevent their future uploads. The qualification of “best efforts”
appears particularly important for understanding the real implications
of the provision; yet, the Directive offers little guidance to this effect.'
One can assume that the Directive’s implementation in the EU
Member States is likely to bring more clarity but the development of

different standards is also possible.'”

With regard to the first condition of making “best efforts” to obtain
authorisation, one can think of several possibilities. One option may
be that the OCSSP would have to proactively identify each piece of
protected material and the respective rightsholder and then offer fair
licensing conditions. Yet, this would amount to a general monitoring
obligation for all uploaded content and would thus contradict Article
17(8) of the Copyright Directive and Article 15 of the E-Commerce
Directive, as well as the freedom of the OCSSPs to conduct business
in accordance with Article 16 of the Charter of Fundamental Rights.
Another possibility would be to oblige rightsholders to always take the
first step and notify the OCSSP that unlicensed protected material is
available on the platform. This would result in the OCSSP only having

116

to react when notified by the rightsholder.® However, such an

interpretation would likely contradict the very aim of the Directive to

14 Michael Bechtel, A/gorithmic Notification and Monetization: Using Y ouTube’s Content 1D System
as a Model for Eurgpean Union Copyright Reform, 28 MICHIGAN STATE INTERNATIONAL LAW
REVIEW 237, 256 (2020); on the different language versions of “best efforts”, see Eleonora
Rosati, DSM Directive Series #5: Does the DSM Directive Mean the Same Thing in all Iangnage
Versions? The Case of “Best Efforts” in Article 17(4#)(@) (May 22, 2019), available at:
http:/ /ipkitten.blogspot.com/2019/05/dsm-directive-seties-5-does-dsm.html  (accessed
Jan. 22, 2021).

15 Reda, supra note 105.

116 Metzger et al., supra note 74, at 4 et seq.
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strengthen the negotiating position of rightsholders and reduce some
of their burden.'” Finally, one can imagine a somewhat more
pragmatic approach: if the content is obviously protected material and
the rightsholders are publicly known, the OCSSP must actively contact
these known rightsholders and offer serious negotiations on licensing
terms. If the content is not obviously protected material or no
rightsholder is known, the OCSSP may remain passive until the
rightsholders, including collective management organizations, contact
the provider. As soon as the OCSSP receives such notification, it must

then react and start negotiations.118

The second condition specified in Article 17(4) is the obligation of the
provider to make best efforts to ensure the unavailability of specific
works for which the rightsholders have provided relevant and
necessary information. This sets out a proactive duty of care'” and
necessitates the active involvement of the rightsholders.'” In case the
OCSSP is provided with the relevant information, it must block the
upload of the respective content in accordance with high industry

standards of professional diligence. Although this formulation is

17 See Recital 61 EU Copyright Directive; see also Martin Husovec, How Enrope Wants to Redefine
Global Online Copyright Enforcement, TILEC Discussion Paper No. 2019-16 (observing that
filtering tools shift the enforcement burden and costs from rightsholders onto providers);
see in contrast Dusollier, supra note 67, at 1050 (advocating for interpreting the “best efforts”
criterion reasonably, even if it might seem contradictory to the verbatim meaning of the
provision).

118 Metzger et al., supra note 74, at 6; see Grisse, supra note 73, at 892 et seq.

19 See Matthias Leistner, Eurgpean Copyright Licensing and Infringement Liability Under Art. 17
DSM-Directive— Can We Make the New European System a Global Opportunity Instead of a Iocal
Challenge?, 12 ZEITSCHRIFT FUR GEISTIGES EIGENTUM / INTELLECTUAL PROPERTY
JOURNAL 123, 131 (2020).

120 Grisse, supra note 73, at 894.
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technology-neutral and unlike the initially proposed Article 13 does not
explicitly mention the use of content recognition technologies, there is
wide agreement that this requirement can hardly be met by anything
else than algorithm-driven tools (also referred to as “upload filters”)."*!
This marks a distinct shift “from a regime in which the law is enforced
after a violation of law has taken place (ex pos/) to a system where
technology ensures that violations do not even occur in the first place

(ex ante)”.'?

Another question that arises in this context is to what extent removing
content entails monitoring.'” Some suggest that this will result in
general monitoring,™ while others are of the view that such content
review is only specific monitoring and would not conflict with the ban
on general monitoring under Article 17(8)."” If the latter view is not
vindicated, there may be a major conflict with EU primary law,'* as
discussed above in the two SABAM cases, where the CJEU found
general monitoring to not only be an infringement of the E-Commerce

Directive but also pose serious harm to fundamental rights — in

121 Senftleben, supra note 90, at 7 et seq.; FROSIO & MENDIS, s#pra note 39, at 563; Samuelson,
supra note 83, at 13; see also Giovanni Sartor & Andrea Loreggia, The Impact of Algorithms
for Online Content Filtering or Moderation: “Upload Filters”, Report for the Policy
Department for Citizens’ Rights and Constitutional Affairs Directorate-General for
Internal Policies PE 657.101 (2020), available at:
https:/ /www.curopatl.curopa.cu/RegData/etudes/STUD/2020/657101/IPOL_STU(2
020)657101_EN.pdf (accessed Jan. 22, 2021) at 33.

122 Maria Lilla Mongnani, 17rtues and Perils of Algorithmic Enforcement and Content Regulation in the
EU: A Toolkit for a Balanced Algorithmic Copyright Enforcement, 11 CASE WESTERN RESERVE
JOURNAL OF LAW, TECHNOLOGY & THE INTERNET 1, 3 (2020).

123 See Spindlet, supra note 131, at 355 et seq.

124 See, e.g., KUCZERAWY, supra note 17, at 541; Moreno, supra note 93, at 157.

125 See, e.g., Husovec, supra note 117; see Leistner, supra note 119, at 139 et seq.

126 Stalla-Bourdillon et al., s#pra note 71, at 6; Frosio, supra note 77, at 355 et seq.



56 Indian J. Intell. Prop. L.

particular users’ right to the protection of their personal data and the

freedom to receive and impart information.

Similar problems exist also with regard to the third and last obligation
that a provider must fulfil, that OCSSPs must act expeditiously and
disable access to infringing content or remove it from their platform
as well as make best efforts to prevent future uploading of the
respective content. This effectively changes the “notice and takedown”
mechanism and replaces it with a new “stay down” obligation,'”” which
although already introduced through national jurisprudence and
practiced by some countries, such as Germany,'” is novel for EU
law.'” The Directive does not mention a specific measure to prevent
the re-uploading of content but states that OCSSPs must have made
“best efforts to prevent their future uploads in accordance with point
(b)”."" Hence again, the provider is likely to make use of automatic
content recognition technologies to fulfil the stay down obligation. "'
The question of whether this involves general monitoring is pertinent
again. Some authors are of the opinion that an obligation to detect
future infringements which are not only the same but also similar
merely constitutes a specific monitoring obligation and is therefore

permissible.” Others argue that it is difficult to imagine how providers

127 Metzger et al., supra note 74, at 9.

128 Leistner, supra note 119, at 186.

129 See KUCZERAWY, supra note 17, at 539.

130 Article 17(4)(c) EU Copyright Directive.

131 Gerald Spindler, The Liability Systens of Art. 17 DSMD and National Implementation, 10 JIPITEC
344, 350 (2019); see also Bridy, supra note 50, at 354; see also Sartor & Loreggia, supra note
121, at 33.

132 See Shapiro & Hansson, supra note 62, at 413; see also KUCZERAWY, supra note 17, at 541.
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can ensure that copyright protected works are not re-uploaded unless
they use a technological tool that systematically monitors all uploaded

content.'®

Although no longer mentioned explicitly in Article 17, the preceding
analysis shows that OCSSPs can de facto meet the statutory
requirements only if they employ automated content recognition
technology and so the question of to filter or not filter'’* seems to be
answered in the positive.”” While the use of technology for copyright
enforcement is not new,"”® what is distinct in the case of the new EU
copyright framework is the legislative incentive and legitimisation of
such systems through Article 17."7 Senftleben labels this as
“institutionalised algorithmic enforcement”."” This development

opens an array of questions with regard to users’ rights, transparency

and due process.

2. The Risks of Algorithmic Enforcement
Algorithmic copyright enforcement through Internet intermediaries is

illustrative not only of the employment of technology but also of the

133 KUCZERAWY, s#pra note 60.

134 Frosio, supra note 77.

135 See FROSIO & MENDIS, supra note 39, at 562 (wondering whether the “best efforts”
requirement could mean, taking into account industry standards, that OCSSPs might even
be obligated to use algorithmic monitoring and enforcement systems if these are regarded
as the most effective and proportionate tools to ensure the unavailability of protected
copyright content).

136 Maayan Perel & Niva Elkin-Koren, Accountability in Algorithmic Copyright Enforcement, 19
STANFORD TECHNOLOGY LAW REVIEW 473, 476 (2016).

137 Mongnani, s#pra note 122, at 10; see FROSIO & MENDIS, supra note 39, at 577 et seq.

138 Senftleben, supra note 90, at 1.
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shift towards privatisation of enforcement."” In contrast to traditional
law enforcement, which involves detection, prosecution, adjudication,
and punishment through different authorities with various
institutionalised checks and balances, algorithmic enforcement
combines all functions in one actor: which ultimately are a small
number of profit-oriented mega-platforms.”’ These platforms will
tend to encode the legal provisions into their content recognition

technologies.141

This process inevitably involves decisions regarding
the interpretation of the law and may be influenced by a variety of
conscious and unconscious considerations.'** There is a considerable
risk that intermediaries would build bias into the code, favouring their

interests and discriminating against certain persons or groups.'®

Another concern is the shortage of public oversight on private
enforcement. Due to the sheer volume of content removal, there is no
way of tracing which content is permitted or not, and then removed;
under what conditions; and whether such removal was perrnissible.144
Especially in the case of ex ante algorithmic enforcement, the possibility

of correcting errors is limited, which in turn reduces the public’s ability

139 Joanne E. Gray & Nicolas P. Suzor, Playing with Machines: Using Machine Learning to
Understand Automated Copyright Enforcement at Scale, BIG DATA & SOCIETY at 2 (2020); see
Dusollier, supra note 67, at 1016.

140 Perel & Niva Elkin-Koren, su#pra note 136, at 473.

141 Mongnani, s#pra note 122, at 30.

142 Perel & Elkin-Koren, supra note 136, at 518; see Dan L. Burk, A/gorithmic Fair Use, 86 THE
UNIVERSITY OF CHICAGO LAW REVIEW 283, 291 et seq. (2019).

143 Andrea Katalin T6th, Algorithmic Copyright Enforcement and Al: Issues and Potential Solutions
through the Lens of Texct and Data Mining, 13 MASARYK UNIVERSITY JOURNAL OF LAW AND
TECHNOLOGY 361, 371 et seq. (2019).

144 Perel & Elkin-Koren, supra note 136, at 509.
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to intervene.'” Public oversight is further hampered by the fact that
the underlying algorithms of these technologies are often proprietary
and protected as trade secrets and as such remain hidden from the

146

public, ™ which links to one of the key issues in the general discourse
on the use of algorithms — their opaqueness.'’” Further, given that
algorithms today combine more than one decision tree to generate the
desired output and amount in complex code, they are inherently non-
transparent (so-called “black boxes™'*). This opacity is exacerbated in

the case of self-learning algorithms, as they can evolve independently

and adapt to the environment in unpredictable ways.'"

While one can argue that technology is merely a tool that can be used
for a number of different purposes, both restricting and enabling
access to content, content recognition technologies are able to filter
out identical or matching content but are not mature enough to
differentiate an unlawful use from a lawful one.”” To distinguish
parody, transformative use, or critical review from the infringing use
of copyrighted material requires the ability to recognize context.

Context-aware decision-making is relatively easy for humans, but not

145 Mongnani, supra note 122, at 30.

146 "Téth, supra note 143, at 368 et seq.

147 Maayan Perel & Niva Elkin-Koren, Black Box Tinkering: Beyond Disclosure in Algorithmic
Enforcement, 69 FLORIDA LAW REVIEW 181, 185 (2017).

148 Perel & Elkin-Koren, supra note 147, at 188.

149 Mongnani, supra note 122, at 30; see French Ministry of Culture, s#pra note 97, at 50.

150 "Téth, supra note 143, at 369; Toni Lester & Dessislava Pachamanova, The Dilenma of False
Positives: Making Content 1D Algorithms More Conducive to Fostering Innovative Fair Use in Music
Creation, 24 UCLA ENTERTAINMENT LAW REVIEW 51, at 64 (2017); Burk, supra note 142,
at 290.
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necessarily for algorithms.”' Even works in the public domain may be

a challenge for algorithms, as seen in the example at the article’s start.'”

In addition, one has to keep in mind that both the licensing and the
maintenance of content recognition technologies require substantial
resources.” It is for instance known that Google invested over $100

million in its Content ID."™*

Given that the platforms are profit-
oriented and not all of them as affluent as Google, it is likely that they
will implement content recognition systems that are cost-effective and
operate as efficiently as possible. There is an associated risk that not
the most sophisticated filtering systems will be implemented, but
rather ones that are prone to excessive blocking of content as a result
of false positive results.”” Overblocking, i.e. the removal of access to
more content than is desirable or the law demands," has been one of

the persistent issues in copyright enforcement through

intermediaries.”” While it is possible that humans cause overblocking

151 Sag, supra note 22, at 531; Samuelson, s#pra note 13, at 15 (pointing to the fact that even
representatives of filtering technology firms acknowledged that their technologies are
unable to understand context).

152 Spoerti, supra note 42, at 182. CHRISTOPHE GEIGER, ET AL., INTERMEDIARY LIABILITY AND
FUNDAMENTAL RIGHTS at 146 (Giancarlo F. Frosio ed. 2020); Frosio, supra note 37, at
212.

153 Spoerti, supra note 42, at 174, 179 et seq.

154 Paul Sawers, YouTube: We've Invested $100 Million in Content 1D and Paid over §3 Billion to
Rightsholders, VentureBeat (2018), https://ventutebeat.com/2018/11/07/youtube-weve-
invested-100-million-in-content-id-and-paid-over-3-billion-to-rightsholders/  (accessed
Jan. 22, 2021).

155 Senftleben, supra note 90, at 10; see Maria Lilla Montagnani & Alina Trapova, New
Obligations for Internet Intermediaries in the Digital Single Market — Safe Harbors in Turmoil?, 22
JOURNAL OF INTERNET LAW 3 (2019); Frosio, supra note 37, at 212,

156 KRZYSZTOF GARSTKA, GUIDING THE BLIND BLOODHOUNDS: HOW TO MITIGATE THE
RISKS ART. 17 OF DIRECTIVE 2019/790 POSES TO THE FREEDOM OF EXPRESSION (Paul
Torremans ed., 4th ed. 2020).

157 See, eg., studies cited in Daphne Keller, Empirical Evidence of “Over-Removal” by Internet
Companies under Intermediary Liability Laws, Stanford Center for Internet and Society Blog,
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too, for instance due to different legal interpretations, it appears that
algorithmic enforcement technologies only increase the risk of
overblocking."® First, and as earlier noted, because they encounter
difficulties when identifying legitimate reuse of copyright protected
material. Second, because it is less critical for an intermediary to
remove more content than necessary instead of only removing clear
cases of infringement and thereby risking liability under Article 17(1).
As intermediaries have strong incentives to minimize exposure to
liability, overblocking seems tempting.”” Yet, its effects can be
pernicious, as overblocking not only impairs the uset’s right to
freedom of expression, both in its active and passive dimensions, but
also has a broader societal impact, as it diminishes content diversity,
discriminates between types of content and genres,'” and defeats the
realization of the “marketplace of ideas”.'" Freedom of expression is
at risk also because of the broader “chilling effects”:'* as shown earlier,
the lack of transparency of content recognition systems makes it
impossible for users to understand how to use the platform legally.
Users are left in the dark as to which content triggers the algorithm

and may be identified and labelled as infringing. This potentially creates

available  at:  http://cybetlaw.stanford.edu/blog/2015/10/empirical-evidence-ovet-
removal-internet-companies-under-intermediary-liability-laws (accessed Jan. 22, 2021).

158 GARSTKA, supra note 156.

159 Martin Husovec, The Promises of Algorithmic Copyright Enforcement: Takedown or Staydown?
Which Is Superior? And Why?, 42 COLUMBIA JOURNAL OF LAW & THE ARTS 53, 59 (2018);
Senftleben, supra note 90, at 10; Leistner, supra note 119, at 175 et seq.

160 Tt appears that filtering errors are for instance hurting hip hop artists more than musicians
in other genres. See Lester & Pachamanova, s#pra note 150, at 53.

161 Perel & Elkin-Koren, supra note 136, at 491.

162 GARSTKA, supra note 156; see FROSIO & MENDIS, s#pra note 39, at 563.
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a discouraging environment for active users and might trigger self-

censors“hip.m3

(c)  Mitigating the Risks of Article 17°s Liability Regime
Given the many pitfalls of the liability regime under Article 17, some
authors have taken up the question of the availability of less
problematic alternatives.'* Dusollier, for instance, argues that it would
have been easier to revise the liability regime of the E-Commerce
Directive so as to distinguish better between hosting providers that
only provide for storage of web content and service providers that
benefit from, organise and make available content uploaded by its
users.'” A similar distinction, although not without criticism,'® has
been made under the new Swiss copyright law, which while
implementing a notice and stay down obligation, limits its application
only to hosting providers that have created a particular risk of
copyright infringement — for example, because their technical
functioning or economic orientation favours an infringement.'”” While

this is not the path chosen by the EU, some improvements in

163 "T'6th, supra note 143, at 369.

164 GARSTKA, s#pra note 156; Dusollier, s#pra note 67, at 1010.

165 Dusollier, Id., at 1010.

166 See, eg, Florian Schmidt-Gabain, Ein Trojanisches Pferd im Entwurf fiir ein  nenes
Urbeberrechtsgeserz, JUSLETTER 3 (Mar. 12, 2018) (stating that Article 394 is merely of a
symbolic nature, in that it does not provide for consequences in case the provider does
not fulfil its obligations).

167 Article 394 of the Federal Act on Copyright and Related Rights; se¢e Federal Department
of Justice and Police, Federal Conncil Adapts Copyright Law to the Digital Age Nov. 22, 2017),
available at: https://www.ejpd.admin.ch/ejpd/en/home/latest-news/news/2017/2017-
11-221.html (accessed Dec. 11, 2020); see also Botschaft zur Anderung des
Urheberrechtsgesetzes sowie zur Genehmigung zweier Abkommen der Weltorganisation
fir geistiges Eigentum und zu deren Umsetzung (Nov. 22, 2017), available at:
https:/ /www.admin.ch/opc/de/federal-gazette/2018/591.pdf (accessed Jan. 22, 2021),
at 673 (estimating that only five providers are likely to be affected by the regulation).
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comparison to the initial Commission’s proposal must be noted.
Especially, the newly introduced safeguards in Article 17, paragraphs 7
and 9.' As noted eatlier, Article 17(7) requires that the cooperation
between OCSSPs and rightsholders provided for in Article 17(4) does
not lead to prevention of the lawful use of content, and that EU
Member States zust ensure that users can invoke copyright exceptions
and limitations when they quote, criticize, review, use caricature,
parody or pastiche.'” The mandatory nature of recognizing this fair
use is certainly a step in the right direction, given that the exceptions
listed are the “main, publicly beneficial uses of copyrighted works on
OCSSP”'" and the relatively high possibility of situations where
content is wrongfully identified as infringing and subsequently
removed.'”! Importantly, this also contributes to the long-aspired-to
harmonization of exceptions and limitations at the European level:'”
while these exceptions and limitations were optional under the regime
of EU Information Society Directive'” and were either not
implemented or differently implemented across Member States,

174

Article 17(7) explicitly endorses them as a set of user rights. ™ Going

forward, national legislatures and courts can interpret these concepts

168 Maxime Lambrecht, Free Speech by Design — Algorithmic protection of exceptions and limitations in
the Copyright DSM directive, 11 JIPITEC 68, 73 (2020); Dusollier, supra note 67, at 1018 et seq;
GARSTKA, s#pra note 156.

169 Schwemer & Schovsbo, supra note 97, at 7; Dusolliet, supra note 67, at 1019.

170 GARSTKA, supra note 156.

11 Schwemer, supra note 85, at 20.

172 Lambrecht, supra note 168, at 74; see Quintais et al., supra note 99, at 278.

173 Directive 2001/29/EC of the European Patliament and of the Council of 22 May 2001
on the harmonisation of certain aspects of copyright and related rights in the information
society, OJ L [2001] 167/10, at Atticle 5(3).

174 Quintais et al., s#pra note 99, at 278.
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broadly and provide legal certainty for users to engage in creative
activities online.'” In the absence of clearer distinctions, it may be hard
for OCSSPs to properly assess whether or not a work falls under an
exception or a limitation, and duly fulfil the obligations under Article
17(7) as well as those under Article 17(4)."" Furthermore, the Directive
fails to provide guidance on possible remedies for non-compliance

with Article 17(7), which is indeed unfortunate.'”

As to the safeguards installed by paragraph 7, Article 17(9) states that
Member States shall require that OCSSP put in place an effective and
expeditious complaint and redressal mechanism that is available to
their users in the event of disputes relating to matter uploaded by them.
Given the pitfalls of algorithmic enforcement, this procedural
safeguard appears all the more important, as it gives users viable ways
to challenge algorithmic content restriction decisions.'” While Article
17(9) appears in this sense to be a particularly valuable add-on, various
questions remain still unanswered: for instance, how long can the
complaint and redressal mechanism take to be considered as “effective
and expeditious”?; or, what conditions must the rightsholder’s removal

request meet to be considered as “duly” justified?'”

175 14, The CJEU has already interpreted broadly the concepts of “parody” and “quotation”
in the InfoSoc Directive in a number of judgments: see, ¢,g., Painer (C-145/10), Decknyn (C-
201/13), Funfke Medien (C-469/17), Pelban (C-467/17) and Spiege/ Online (C-516/17).

176 Schwemer, supra note 85, at 20.

177 Schwemer, supra note 85, at 20.

178 See Perel & Elkin-Koren, supra note 1306, at 500; see FROSIO, supra note 34, at 20; see also
Sartor & Loreggia, supra note 121, at 49 et seq.

179 GARSTKA, supra note 156.
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We did earlier criticize the notice and takedown procedure and its
implementation through Content ID-like systems, since although on
the books offering the possibility for a counter-notice, in practice they
have not been effective in ensuring that users are able to respond to
algorithmic decisions." There is a distinct concern that within the
notice and stay down procedure set out by Article 17(4)(c), the
situation is only exacerbated. Montagnani argues that the complaint
and redressal mechanisms under Article 17(9) are barely a workable
solution, as it remains for the platforms to define how these
mechanisms should operate on the basis of a cooperative process
among themselves. This creates a discrepancy between the rights of
copyright holders, whose interests are well protected by law and those
of users, who are merely protected by a self-regulatory procedure with
no adequate checks and balances.”®" In contrast, Kuczerawy seems
more optimistic about due process, pointing to the wording in Recital
70, which states that “[u]sers should have access to a court or another
relevant judicial authority to assert the use of an exception or limitation
to copyright and related rights” and considers the provision of the new
Copyright Directive reasonable."™ In this context, while Article 17(9)
has its problematic aspects, it still offers some basis to address the

shortcomings of algorithmic enforcement, in particular as platforms

180 Mongnani, s#pra note 122, at 30; Sag, supra note 22, at 559.

181 Mongnani, Id., at 31; see also Lambrecht, supra note 168, at 75 et seq.; Leistner, supra note
119, at 193; Dusollier, s#pra note 67, at 1018 et seq.

182 KUCZERAWY, supra note 17, at 542.
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should “ensure human review where appropriate”.'® There are
different possibilities to enact such a “human in the loop”™ that do
not to fully automate content removal but employ automated tools
solely for the purpose of pre-selection of content and leave the
ultimate decision to human moderators."” Garstka refers to this as

18 Another

“detect-and-notify” instead of a “detect-and-block” system.
possibility is that decisions made by automatic filters are reviewed and
corrected by platform employees in a sort of appeal process."” Both
these approaches would establish human review in the process of
content moderation and thus reduce the risk of over blocking." Yet,
this would only work if the humans involved can duly examine the
relevant information and do not simply approve a removal because

they have to comply with excessive time expectations that may be

implemented within the platform company.'”

Another viable approach of bringing back the “human in the loop” is
pre-upload “labelling” by users. The idea here is that users who upload
content and believe that their content qualifies for one of the copyright
exceptions can label it as such.' Doing so initiates different treatment

of that content, such as human review, instead of immediate blocking

183 Committee of Ministets of the Council of Europe, Recommendation CM/Rec(2018)2 of
the Committee of Ministers to member States on the roles and responsibilities of internet
intermediaries (Mar. 7, 2018), at 9.

184 Kuczerawy & Rauchegger, supra note 59, at 1518 et seq.; see GARSTKA, supra note 156.

185 Kuczerawy & Rauchegger, Id.; see GARSTKA, 1d.

186 (GARSTKA, supra note 156.

187 Kuczerawy & Rauchegger, supra note 59, at 1518 et seq.

188 Kuczerawy & Rauchegger, Id.

189 GARSTKA, s#pra note 1506; see also Lambrecht, supra note 168, at 76 (pointing also to the
concern that human reviewer might be biased by the algorithmic assessment).

190 GARSTKA, supra note 156; Leistner, supra note 119, at 202; Spindler, supra note 131, at 344.
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when the content filtering system finds an “infringement” match.""
While this approach could be useful with respect to transformative
works, it does too come with several knotty issues.'” First, there is the
possibility that all users flag their content as covered by an exception.
This would lead to an immense burden on human reviewers, which is
likely to severely reduce the reviews’ quality, thereby undermining the
very idea of human intervention in the process.” The potential for
abuse cannot be underestimated either."”* The system may also place a
burden upon users’ shoulders, who must now perform the complex
task of evaluating their content under copyright law, the quality of

which can again be quest:ionalble.lg5

Presently, it is the hope that the shortcomings of Article 17, as
described above, could be mitigated through the implementation on
the ground in the EU Member States, as the instrument of a Directive
as a supranational intervention does permit many flexibilities and
Member States have time until June 7, 2021 to ensure compliance.'
Some clues as to the manner of implementation are already discernible

and it appears that Member States tend to follow the wording of the

191 GARSTKA, supra note 156; see Leistner, supra note 119, at 203 (elaborating further
specifications, especially the figure of the “trusted user” in order to have a feasible process
in practice).

192 §ee GARSTKA, su#pra note 156

193 GARSTKA, supra note 156; Leistner, supra note 119, at 208.

194 GARSTKA, Id.; Leistner, Id., at 206.

195 GARSTKA, Id.; Leistner, Id., at 207.

196 Article 29 EU Copyright Directive.
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Directive.'”” So far'”® no transposition proposal has tackled the
problematic aspects of Article 17 in a meaningful way."” The German
implementation proposal seemed to be an exception,™ at least at the
time of writing. In June 2020 Germany published an intriguing

1

discussion draft,””" which made in particular®” detailed proposals to

prevent overblocking and protect users’ rights by pre-upload labelling

197 See, eg., for France: http://www.assemblee-nationale.fr/dyn/15/textes/115b2747_texte-
adopte-commission (in French) (accessed Jan. 22, 2021); for the Netherlands: Remy
Chavannes, The Dutch DSM Copyright Transposition Bill: Safety First (Up to a Point): Part 2 (Jun.
11, 2020), available at: http://copytightblog.kluwetiplaw.com/2020/06/11/the-dutch-
dsm-copyright-transposition-bill-safety-first-up-to-a-point-part-
2/?doing_wp_cron=1591876491.4978289604187011718750 (accessed Jan. 22, 2021). For
an overview of national implementation of the Directive, see CREATe, Copyright in the
Digital Single Marfket Directive — Implementation, available at https:/ /www.create.ac.uk/cdsm-
implementation-resource-page (accessed Jan. 22, 2021).

198 An wupdated overview of the national implementations can be found here:
https:/ /www.notion.so/ DSM-Ditective-Implementation-Tracket-
361cfac48e814440b353b32692bba879 (accessed Jan. 22, 2021).

199 Samuelson, supra note 13, at 22; Communia Association, Implementation Update: French
Parliament Gives Carte Blanche, While the Netherlands Correct Conrse (Oct. 8, 2020), available at:
https:/ /www.communia-association.org/2020/10/08/implementation-update-french-
parliament-gives-carte-blanche-nethetlands-correct-course/ (accessed Jan. 22, 2021); see
Paul Keller, Taming the Upload Filters: Pre-flagging vs. Match and Flag (Oct. 13, 2020), available
at: https:/ /www.communia-association.org/2020/10/13/ taming-upload-filtets-pre-
flagging-vs-match-flag/ (accessed Jan. 22, 2021).

200 Communia Association, Article 17 implementation: German proposal strengthens the right of user
and  creators  (Jun. 24,  2020), available at:  https://www.communia-
association.org/2020/06/24/article-17-implementation-german-proposal-strengthens-
right-user-creators/ (accessed Jan. 22, 2021).

201 Discussion draft of the Federal Ministry of Justice and Consumer Protection, working
translation of the draft Act on the copyright liability of service providers for sharing online
content (Article 3 of the discussion draft, transposing Article 17 DSM Directive) (Jun. 24,
2020), available at:
https:/ /www.bmjv.de/SharedDocs/Gesetzgebungsverfahren/Dokumente/DiskE_IT_A
npassung%20Urheberrecht_digitaler_Binnenmarkt_englischelnfo.html?nn=6712350
(accessed Jan. 22, 2021).

202 A detailed discussion of further proposals can be found here: Julia Reda, In Copyright
Reform, Germany Wants to Avoid Over-blocking, not Rule ont Upload Filters — Part 2 (Jul. 10, 2020),
available at: http://copyrightblog.kluwetiplaw.com/2020/07/10/in-copytight-reform-
germany-wants-to-avoid-over-blocking-not-rule-out-upload-filters-part-
2/?doing_wp_cron=1594627559.1338179111480712890625 (accessed Jan. 22, 2021).
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by users.”” According to § 8 of the German draft, the service provider
would be obliged to enable the user to pre-flag the use as contractually
or legally authorized. If the user has pre-flagged the content uploaded
and if such pre-flagging is not obviously incorrect, the blocking or
removal would not permitted, unless under some special

24 While this discussion draft is not

circumstances are relevant.
flawless, it is at least an attempt to introduce an innovative and
somewhat balanced system for addressing rightsholders’ as well as
users’ rights.”” Yet, the most recent proposal of the German

government of September 2020*” seems to have abandoned the earlier

innovations, which is unfortunate.””’

205 The German proposal thus seemed to follow suggestions made by scholars mentioned
carlier in order to mitigate the damage to freedom of expression: see, e.g., GARSTKA, supra
note 156; Leistner, s#pra note 119, at 72 et seq.

204 See Julia Reda, In Copyright Reform, Germany Wants to Avoid Over-blocking, not Rute Out Upload
Filter: Part 7 (Jul. 9, 2020), available at:
http:/ / copyrightblog.kluwetiplaw.com/2020/07/09/in-copyright-reform-germany-
wants-to-avoid-over-blocking-not-rule-out-upload-filters-part-
1/?doing_wp_cron=1594627742.8278119564056396484375 (accessed Jan. 22, 2021); see
also Teresa Nobre, The German Model to Protect User Rights When Implementing Article 17 (Jul.
2, 2020), available at: https://www.communia-association.org/2020/07/02/german-
model-protect-user-rights-implementing-article-17/ (accessed Jan. 22, 2021).

205 See Reda, supra note 204; see also Keller, supra note 199; Natalia Mileszyk, Copyright Directive
— Implementation — July news (Jul. 20, 2020), available at: https://www.communia-
association.org/2020/07/20/ copyright-directive-implementation-july-news/  (accessed
Jan. 22, 2021).

206 Referentenentwurf des Bundesministeriums der Justiz und fiir Verbraucherschutz,
Entwurf eines Gesetzes zur Anpassung des Urheberrechts an die Erfordernisse des
digitalen Binnenmarktes (Sept. 2, 2020), available at:
https:/ /www.bmjv.de/SharedDocs/Gesetzgebungsverfahren/Dokumente/RefE_Urheb
errecht.pdf?__blob=publicationFile&v=7 (accessed Jan. 22, 2021).

207 The § 8 flagging procedure is now preceded by a “pre-check” process, which means that
if a user uploads a work for which the rightsholder has submitted a blocking request, the
service provider must inform the user immediately. The user should then have the
possibility to flag the uploaded content as contractually or legally permitted. If the user
flags its uploaded content and the flagging is not obviously incorrect according to § 12,
then the content has to be reproduced by the service provider and the blocking or removal
is not permitted according to §§ 10 and 11. In these cases, the service provider must inform
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While the implementation issues at the national level persist, the EU
Copyright Directive has been challenged in court proceedings too.
Poland in particular has taken legal action before the CJEU seeking the
annulment of Articles 17(4)(b) and 17(4)(c), as their “preventive
control” mechanisms would “undermine the essence of the right of
freedom of expression and information and do not comply with the
requirement that limitations imposed on that right be proportional and
necessary”,”” justifying this claim with the overly interventionist role
of platforms and overblocking concerns, which bear upon freedom of
expression.”” The lengthy procedures before the CJEU and the related
uncertainty about the fate of Article 17 casts a shadow on the ongoing

implementation efforts.?!’

With the challenges before courts and the uncertainty related to

domestic implementation of the Directive in the EU Member States,

the rightsholder immediately. See Julia Reda, Edit Policy: Verschirfungen bei der
Urbeberrechtsreform in Dentschland (Sept. 28, 2020), available at:
https:/ /www.heise.de/meinung/Edit-Policy-Urhebetrechtsteform-in-Deutschland-
4913564.htmlrseite=all (accessed Jan. 22, 2021).

208 Action brought on 24 May 2019 — Republic of Poland v European Parliament and Conncil of the
European Union (Case C-401/19).

209 Paul Keller, CJEU Hearing in the Polish Challenge to Article 17: Not Even the Supporters of the
Provision  Agree on How 1t Should Work (Nov. 11, 2020), available at:
http:/ / copyrightblog.kluwetiplaw.com/2020/11/11/cjeu-hearing-in-the-polish-
challenge-to-article-17-not-even-the-supporters-of-the-provision-agree-on-how-it-
should-work/ (accessed Jan. 22, 2021).

210 Although the hearing showed that the CJEU takes Poland's legal action seriously and it is
still conceivable that it could overrule the contested provisions, the fate of Article 17 is far
from clear. At the hearing, Advocate General Saugmandsgaard Qe indicated that he will
publish his opinion on the case on 22 April 2021, which is just six weeks before the
implementation deadline. It is therefore likely that the court ruling will be issued after the
deadline has expired. See Keller, supra note 209; see also Julia Reda, Walking from Luxembourg
to Brussels in Two Hours: The European Court of Justice Will Rule on the 1egality of Upload Filters
(Nov. 16, 2020), available at: https:/ /verfassungsblog.de/luxembourg-to-brussels-in-two-
hours/ (accessed Jan. 22, 2021).



Intermediaries” Liability in Light of the Recent En Copyright Reform 71

it is critical that the discussion on mitigating the risks of Article 17
continues and moves towards viable concrete solutions. At this point
of time, such mitigation appears particularly viable through two
avenues. The first one is to focus on enabling as much as possible
authorization under Article 17(1) by installing legal mechanisms for
broad licensing that adequately engage all stakeholders and cover most

content.”"!

The second avenue is to provide robust protection of user
rights and real implementation of the copyright exceptions and
limitation, which has been in fact one of the overarching ideas behind

the EU copyright reform.*?

As discussed above, the Directive permits such an implementation, as
it next to the generic obligation that it “shall in no way affect legitimate
uses”, harmonizes and makes mandatory the specific exceptions
covering quotation, criticism, review, caricature, parody or pastiche,
thus endorsing them as a set of user rights.””” These substantive rights
must be coupled with procedural safeguards, and the implementation
of Article 17(9) will be critical in this regard in providing workable,
transparent, impartial and cost-effective complaint and redressal

mechanisms.”'* This can ultimately lighten the growing burden that

21 See, eg, Quintais et al., supra note 99, at 277; Spindler, supra note 131, at 344. An
implementation with mandatory collective licenses is however unlikely, as it would
contradict the CJEU’s decision in the Soulier case, in which the CJEU clearly emphasized
the authot’s individual right to consent and ptior information. See Case C-301/15, Soulie,.
EU:C:2016:878 and Spindler, Id. at 367.

212 See, e.g., Dusolliet, supra note 67, passim (discussing the various exceptions, such as data
mining and exceptions for cultural institutions that the Directive endotses).

213 Quintais et al., supra note 99, at 278.

214 Id,, in particular at 281.
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copyright law places upon free speech institutions® and ensure
balance of interests. Technology can work as a helpful tool in this
context too by embedding the so-called “free speech by design”*° in
algorithmic systems for copyright enforcement. Algorithms then
should not only be able to detect infringing content but also identify
uses covered by a copyright exception or limitation, excluding them
from any automatic takedown. Such a fair use protection by default
can arguably be derived from the reading of Article 17(4) in
conjunction with Articles 17(7), 17(9) and in the light of the principle

of proportionality.”’

CONCLUDING REMARKS

Intermediary liability in copyright law as a legal design seeks to balance
three goals — first, to prevent copyright infringement; second, to
protect Internet users’ lawful speech and activity online; and third, to
support innovation and competition in online services. Any reform in
the liability regime essentially changes the balance between these
objectives and may potentially harm the parties involved with
potentially far-reaching spillover effects.”"® The enquity into the recent

European copyright reform and in particular the analysis of the new

215 Hannibal Travis, Free Speech Institutions and Fair Use: A New Agenda for Copyright Reform, 33
CARDOZO ARTS & ENTERTAINMENT 673, 674 (2010).

216 Lambrecht, supra note 168. Further on the attempt of algorithmic protection of exceptions
and limitations: Peter K. Yu, Can Algorithms Promote Fair Use?, 14 FIU LAW REVIEW 330
(2020); Elkin-Koren, supra note 4; Burk, supra note 142.

217 Lambrecht, supra note 168, at 78 et seq.

218 Daphne Keller, Before the United States Senate Committee on the Judiciary, Subcommittee on
Intellectnal Property, Hearing on the Digital Millenninm Copyright Act at 22: How Other Conntries
Are Handling Online Piracy: Statement of Daphne Keller at 1 et seq. (Mar. 10, 2020), available at:
https:/ /www.judiciary.senate.gov/download/keller-testimony (accessed Jan. 22, 2021).
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regime of Article 17 have shown a distinct shift towards stricter liability
and responsibility for certain Internet intermediaries,”” which departs
from the standard “notice and takedown” regime™ and may involve
under different scenarios proactive monitoring obligations and
automated enforcement. While the benefits for rightsholders may be
evident and the attempt to close the value gap valid, a number of
serious concerns have been raised. Algorithmic enforcement may in
particular compromise users’ rights to lawfully access and use
copyrighted content and degrade transparency and due process. One
can only hope that the Directive’s implementation in the EU Member
States will mitigate these risks by taking some of the avenues that this
article has suggested and ultimately create a regulatory environment
where the balance between the different stakes is propetly safeguarded
and the conditions for online creativity work for the benefit of all, and

not merely for coordinated industry interests.*'

219 Giancarlo F. Frosio, Why Keep a Dog and Bark Yourself? From Intermediary Liability to
Responsibility, 26 INTERNATIONAL JOURNAL OF LAW AND INFORMATION TECHNOLOGY 1
(2018).

220 See, e.g., JANE C. GINSBURG, A UNITED STATES PERSPECTIVE ON DIGITAL SINGLE MARKET
DIRECTIVE ART. 17 (Irini Stamatoudi and Paul Torremans eds. 2020).

221 Travis, supra note 215, at 677.



THE U.S. POSTURE ON GLOBAL ACCESS TO
MEDICATION & THE CASE FOR CHANGE

Michael Palmedo and Srividhya Ragavan”

The year 2020 marks the 25 anniversary of including intellectual
property rights within the larger agenda of trade. While the marriage
between trade and intellectual property was always uncomfortable,
COVID-19 exposed the flaws, failures and the inadequacy of the trade
agenda to harmonize intellectual property rights, particularly for
patents in pharmaceuticals. Typically, the United States through its
questionable United States Trade Representative (USTR) process
exposed the vulnerabilities of the intellectual property systems of the
rest of the world. COVID-19 exposed the manner in which the so-
called ‘superior’ intellectual property regime of the US left the country
with a weak health-care system. Testing, cost of medical care, lack of
treatment, lack of quick access to doctors are all barriers that generally
place the United States as having one of the worst health care systems
compared to other developed economies. The onset of COVID-19

merely exacerbated the existing flaws to expose these vulnerabilities.

At a general level, other governments seemed to have been better
prepared and certainly seem to have responded better. For example, in
early 2020 Canadian lawmakers passed a bill that would allow the

issuance of compulsory licenses for medical products." A compulsory

Michael Palmedo is Assistant Director for Interdisciplinary Research at American
University Washington College of Law’s Program on Information Justice and Intellectual
Propetty; and Shamnad Basheer IP/Trade Fellowship with Texas A&M University School
of Law; Srividhya Ragavan is a Professor of Law at Texas A&M University School of Law.
1 An Act respecting certain measures in response to COVID-19, Bill C-13, 43t Parliament
§31 (2020).
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license would allow the government to license the manufacturing of
any treatment or medication or medical device that could help contain
the spread of or treat COVID-19 to either a public agency or a generic
drug maker. The license will allow the product to be available at a lesser
cost because it will be free of the shackles of patent monopoly. The
right to compulsorily license a patent to preserve public health was
memorialized by the World Trade Organization’s (WTO) agreement
on Intellectual Property known as the Trade-Related Aspects of
Intellectual Property Rights (TRIPS),” and later reiterated vide the
Doha Declaration on Public Health.’

Similarly, Germany has taken actions to ensure that patents are not a
bartier to public health or to its health care policy." Meanwhile,
developing countries like Costa Rica have reached out to the World
Health Organization (WHO) to develop an IP pool to create an open
licensing system that will create more access and affordability.” Other
countries have either already taken or are gearing up to take the same
or similar measures to create access to treatments and enable research

of testing to facilitate a vaccine or a cure.’

2 Agreement on Trade-Related Aspects of Intellectual Property Rights, art. 14, Apr. 15,
1994, Annex 1C, 1869 U.N.T'S. 299, 33 LL.M. 1197 (1994).

3 Wortld Trade Organization, Ministerial Declaration of 14 November 2001, WTO Doc.
WT/MIN(01)/DEC/1, 41 ILM 746 (2002).

4 Act on the Protection of the Population in the Event of an Epidemic Situation of National
Importance, Federal Law Gazette, Pt. 1-14, Mar. 27, 2020.

5 WHO COVID-19 Technology Access Pool, World Health Organization (Jun. 1, 2021,
11:30 am), https:/ /www.who.int/initiatives/ covid-19-technology-access-pool.

¢ International community rallies to support open research and science to fight COVID-19,
World Health Organization (Jun. 1, 2021, 11:45 am),
https:/ /www.who.int/news/item/29-05-2020-international-community-rallies-to-
support-open-research-and-science-to-fight-covid-19.
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Notably, these actions are legal under the relevant international law,
that is, the WTO’s TRIPS Agreement.” Just like the compulsory
licensing flexibility mentioned earlier, the TRIPS Agreement permits a
range of negotiated flexibilities during a public health crisis to prevent
intellectual property from becoming a barrier to public health by way
of respecting sovereign rights of a nation to prioritise public interests
(including access to healthcare) over intellectual property rights.
Specifically, Article 31 of the TRIPS Agreement allows governments
to issue compulsory licenses, permitting generic companies to produce
copies of patented products under certain conditions, usually including
the payment of royalties to the patent holder.” Other forms of
flexibilities include price control of pharmaceuticals and importation
of generic drugs manufactured from other countries. Many of these
were used during the AIDS pandemic successfully by developing
countries albeit with resistance from the United States.” Currently,
while countries are considering either flexibilities or, cooperative R&D
solutions, the U.S. FDA, on March 23, 2020, surprised the world by
granting Gilead’s drug Remdesivir an Orphan Drug" status for the
treatment of COVID-19, on grounds this is a rare disease. The orphan

drug status essentially allows the maker of a patented drug about 7

7 TRIPS Agreement, supra note 2.

8 Id

9 Reed Beall and Randall Kuhn, Trends in Compulsory Licensing of Pharmacenticals Since the Doha
Declaration: A Database Analysis, PLOS MEDICINE (Jan., 2012). See also, YUGANK GOYAL,
COMPULSORY LICENSING: PRACTICAL EXPERIENCES AND WAYS FORWARD 22 (Reto M.
Hilty et. al., 2015).

10 Designating an Orphan Product: Drugs and Biological Products, USFDA (Jun. 1, 2021,
12 pm), https:/ /www.fda.gov/industry/developing-products-rare-discases-
conditions/designating-orphan-product-drugs-and-biological-products.
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additional years of market exclusivity."' The objective of the Orphan
Drug Act, under which the status is granted, was to encourage research
on treatments for diseases that impact a small number of patients —
treatments with small markets."> That big pharma has misused the
orphan drug provision to extend the exclusivity for known and patent-
expired drugs has been reported extensively. When Remdesivir was
granted the orphan drug status, KEI reported that Gilead developed
Remdesivir using at least $79 million in U.S. government funding after
the Ebola crisis to deal with future potential pandemics.” The backlash
that resulted caused Gilead to announce that it will “waive all benefits
associated” with the designation."* That the United States is not
actively working to provide access, and instead considers regulatory
and patent related exclusivities is appalling. Gilead’s lack of public
responsibility notwithstanding, the FDA’s actions seemed completely
dissociated with the ground realities. On March 26, 2020, the US
recorded the highest number of COVID-19 cases. To provide a
background, orphan drugs are meant to treat what is termed as an
orphan disease, which are defined as diseases that affect fewer than
200,000 patients, for which, typically there is minimal incentive to
innovate a new drug given the smaller market size. Getting the orphan

drug status helps a drug that is otherwise available in the market to

11 Patents and Exclusivity, FDA/CDER SBIA Chronicles (June 1, 2021, 12:30 pm),
https:/ /www.fda.gov/media/92548 /download.

12 Matthew Herder, What Is the Purpose of the Orphan Drug Act, PLOS MED (Jan., 2017).

13 Kathryn Ardizzone, Role of the Federal Government in the Development of Remdesivir, KEI
BRIEFING NOTE (2020), https:/ /www.keionline.org/wp-content/uploads/KEI-Briefing-
Note-2020_1GS-5734-Remdesivir.pdf.

14 Gilead Sciences Statement on Request to Rescind Remdesivir Orphan Drug Designation,
Gilead — Company Statements (Jun. 1, 2021, 12:45 pm), https://www.gilead.com/news-
and-press/company-statements/ gilead-sciences-statement-on-request-to-rescind-
remdesivir-orphan-drug-designation.
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become exclusive to treat the identified orphan disease/condition. The
exclusivity that ensues from the orphan classification helps a drug to
avoild market competition by getting the orphan status. Giving
Remdesfavir orphan status to treat COVID-19 is ironic considering
that during that month the US was recording close to 3,000 patients a
day. Thus, the orphan drug status to Remdesfavir showcases how the
FDA completely altered the incentive structure meant for getting the

orphan status.

The FDA’s actions, though, comports with the global trade posture of
the U.S. which can be faulted for not appreciating the importance of
public health for the globe and for other countries. In the face of a
mounting COVID-19 outbreak, with the possibility of a shortage of
medical equipment and supplies, the U.S. Trade Representative Robert
Lighthizer, defended the trade posture with China which has resulted

in a shortage of medical supplies such as gloves and masks.

More importantly, it is true that — historically — the United States has
actively worked against access to medication around the globe." Be it
with HIV, AIDS or SARS, when parts or all of the world have faced
outbreaks of infectious diseases, the U.S. has ignored the multilateral
systems and unilaterally used the powers of the Trade Act to oppose

the fair use of negotiated flexibilities.'®

15 Aswathy Asok, Compulsory Licensing For Public Health And USA’s Special 301 Pressure: An
Indian Experience, JOURN. OF IPR 24, 125-131 (Sep.-Nov. 2019).

16 JAKKRIT KUANPOTH, COMPULSORY LICENSING: PRACTICAL EXPERIENCE AND WAYS
FORWARD 22 (Reto M. Hilty, et. al., 2015).
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To provide a background, the Trade Act, 1974"" under Section 301
unilaterally authorizes the office of the United States Trade
Representative (USTR) to identify and pursue countries perceived as
denying adequate and effective protection of intellectual property (IP)
rights or fair and equitable market access to U.S. industries or entities
that rely on IP protection. Every year, USTR releases the Special 301
Report™ accusing various countties of having inadequate IP policies,
and many of the alleged violations focus on pharmaceutical patent
protection. Once identified, USTR applies direct and indirect pressure
through trade negotiations and preference systems in order to win
policy changes favored by U.S. IP-owning stakeholders in the
identified countries. USTR seeks IP policy changes by amending laws,
providing regulatory exclusivities, or directing the way specific laws are
implemented. These changes typically fall in line with the expectations
of the USTR without considering local realities, and target the TRIPS-
based flexibilities that provide for access to medications. Laws and
amendments made in other countries to ensure access to medication
form a huge part of the Special 301 Report, such that Developing
countries typically assert USTR works to take away negotiated TRIPS
flexibilities to provide access to medication. The U.S. Special 301
Report routinely promotes levels of intellectual property protection
that exceed what is required by the TRIPS Agreement, termed now as

TRIP-Plus provisions.

1719 U.S.C § 2242; §182 of the Trade Act of 1974.
18 Special 301, Office of the United States Trade Representative (Jun. 1, 2021, 12:05 pm),
https:/ /ustr.gov/issue-areas/intellectual-property/Special-301.
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The COVID-19 crisis makes it imperative for all countries to fully use
TRIPS flexibilities. Thus, while internally the U.S. will have to
reconsider much of the currently prevailing health-care systems, not
much has been said about how COVID-19 could affect the role of the
USTR on the issue of pharmaceutical patenting and trade. In order to
show the extent to which USTR has targeted the use of TRIPS
flexibilities in the Special 301 Report, we reviewed countries that have
used TRIPS flexibilities in the past to tackle different health crisis such
as AIDS, SARS, Zika, etc. In gist, we specifically examined reactions
of the USTR when a country used TRIPS flexibilities by considering
the subsequent placement of that country on the Special 301 Lists and

the reason for the placement.

To do this, we used the most comprehensive source of data on the use
of TRIPS flexibilities, the TRIPS Flexibilities Database," compiled by
Medicines Law and Policy. It contains examples of use of compulsory
licenses, patent exceptions, parallel imports, LDC transition provisions
by countries and outlines the flexibility used in order to access generic
medicines. The database is one of the more comprehensive set of data
on use of flexibilities. The list does not claim to be exhaustive, but it
contains many instances of use of these flexibilities and thus helps to
make the correlation between the use of flexibilities and reaction of the
USTR. There are a total of 79 countries in the database. Some
countries have used TRIPS flexibilities more than once, and the

database includes each instance of a country’s use of flexibilities.

19 The TRIPS Flexibility Database, Medicines Law & Policy (Jun. 1, 2021, 12:07 pm),
http:/ / tripsflexibilities.medicineslawandpolicy.org/.
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In reviewing countries that have used TRIPS flexibilities and
subsequent (re)actions of the USTR through Special 301 listings with
a keen eye on the access to medication question, we found the

following:

First, we found that 93% of people living in countries that used
flexibilities are from countries that were placed on a Special 301 List

the year after their government issued a compulsory license.

The countries that are included in the Special 301 Report are often
large markets. China, India, Indonesia and Brazil are on the Special 301
Lists each year. Based on the most recent World Bank data, 4.5 billion
people live in the non-African countries that used TRIPS flexibilities,”
and 4.2 billion them live in countries that were listed in the Special 301
Report the year after they first used or planned to use a TRIPS
flexibility — or 93%.

Second, the world’s total population is 7.5 billion people. Considering
the population of the countries that have been placed on the Special
301 list for having included TRIPS flexibilities, a whopping 56% of the
world’s population today live in countries that were placed on a Special

301 List the year after their government used (or planned to use) a

TRIPS flexibility.

20 The most recent publicly available World Bank population data is from 2018. The World
Bank databank does not include statistics on Taiwan, so here we use UN data for the same
year, compiled by Worldometer.
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Thus, directly or indirectly, the USTR’s actions has affected access to
medication for over half of the world’s population outside of the

United States.

Third, 61% of the (non-African) countries that used TRIPS flexibilities
were included on the Special 301 List of the immediately following
year. Importantly, the report generally has not included Sub-Saharan
African countries for reasons related to intellectual property and
healthcare. A Presidential Executive Order, 13155, issued by the U.S.
in 2000, which was a fall-out considering the AIDS crisis and its
devastating effect on Africa, stated that "the United States shall not
seek, through negotiation or otherwise, the revocation or revision of
any intellectual property law or policy" used by Sub-Saharan African
countries to fight HIV/AIDS. The Executive Order was a by-product
of negotiation by the African Union after AIDS ravaged the continent

in early 2000s.

Notably, out of the 79 countries in the TRIPS Flexibilities Database,
41 are located in Sub-Saharan Africa. Out of the remaining 38 (non-
Sub-Saharan African) countries, 23 were included on one of the Special
301 Lists the year following their use of a TRIPS flexibility. That
amounts to 61%. That is, all of these 38 countries had considered
seriously, or, issued or, begun the process of issuing (a) compulsory
license(s) for a medicine. It is notable that USTR rarely uses the explicit
term “compulsory license” when identifying countries as having
inadequate intellectual property protection. USTR will often pair

specific grievances with other, vague complaints about a list country’s
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intellectual property landscape. For instance, even in the 2019 Special
301 Report, along with specific complaints about India USTR writes
that IPR protection concerns remain about India due to inadequate
laws and ineffective enforcement — which really could pertain to
anything but was essentially a fall out from the one compulsory license
India issued to cover Bayer’s Nexavar in 2012. But, each of these
notations of the USTR have historically prevented access to
medication. Also, with countries like India, a one-time use of TRIPS
flexibility has resulted in Special 301 mention for several years such
that it becomes a deterrent for the country to use that or another

flexibility again.

The table below highlights countries that used TRIPS Flexibilities and
Placement on Special 301 Lists. Importantly, the table highlights how
unilateral PWL status, arguably in violation of the World Trade
Organization’s multilateral dispute settlement process, ensues from the
Office of the USTR, as a consequence of sovereign national action
which was in comport with negotiated TRIPS flexibilities. Importantly,
countries like India have been featured with PWL status, which needed
to comply with the State of Administrative Action submitted to ensure
compliance with the multilateral dispute settlement process as outlined
in the opinion in Speda/ 301-310 of the Trade Act, 1974.*

Nevertheless, it is important for readers to know that one violation

21 United States — Sections 301-310 of the Trade Act of 1974, World Trade Organization,
WT/DS152/14 (Feb. 28, 2000).
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typically ensues in several years of featuring — most often, unfairly in

the Special 301 report by the USTR such as with India.

Country First Year | Placed on | Type  of | Flexibility Population

Using a  Special | Flexibility | Executed

TRIPS 301 List

Flexibility | the

Following
Yearr22

Argentina | 2005 Yes Art 31 No 44,494,502
Belarus 2005 Yes Art 31 Yes 9,485,386
Brazil 2001 Yes Art 31 Yes 209,469,333
Canada 2007 Yes Art 31 bis | No 37,058,856
Chile 2018 Yes Art 31 Pending 18,729,160
China 2005 Yes Art 31 Yes 1,392,730,000
Colombia | 2014 Yes Art 31 Pending 49,648,685
Ecuador 2003 Yes Art 31 bis | No 17,084,357
Guatemala | 2005 Yes Art 31 - 17,247,807
India 2008 Yes Art 31 No 1,352,617,328
Indonesia | 2004 Yes Art 31 Yes 267,663,435
Italy 2005 Yes Art 31 Yes 60,431,283
Korea 2002 Yes Art 31 No 51,635,256
Malaysia 2003 Yes Art 31 Yes 31,528,585
Pakistan 2006 Yes Art 31 Yes 212,215,030
Peru 2013 Yes Art 31 Pending 31,989,256
Philippines | 2005 Yes Art 31 Yes 106,651,922
Romania 2015 Yes Art 31 Pending 19,473,936
Russia 2018 Yes Art 31 Yes 144,478,050
Taiwan
(Chinese
Taipei) 2005 Yes Art 31 Yes 23,726,460
Tajikistan 2005 Yes Art 31 Yes 9,100,837
Thailand 2006 Yes Art 31 Yes 69,428,524
Ukraine 2004 Yes Art 31 Yes 44,622,516
Albania 2004 No Par 7 Yes 2,866,376
Azerbaijan | 2011 No Art 31 Yes 9,942,334
Cambodia | 2005 No Par 7 Yes 16,249,798
Cuba 2004 No Art 31 Yes 11,338,138
Georgia 2006 No Art 31 Yes 3,731,000

22 Many of these countries were on the Priority Watch List before using the TRIPS flexibility
for various reasons. For example, India was on the PWL for not amending the patent
statute from 2005. In 2005, India amended its patent statute to conform to TRIPS but was
again featured in the Special 301 list as a consequence for using negotiated flexibilities several

times.
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Germany 2016 No Art 31 Yes 82,927,922
Guyana 2005 No Art 31 Yes 779,004
Haiti 2005 No Par 7 Yes 11,123,176
Honduras | 2005 No Art 31 Yes 9,587,522
Mongolia 2007 No Art 31 Yes 3,170,208
Myanmar 2005 No Art 31 Yes 53,708,395
Nepal 2007 No Par 7 Yes 28,087,871
Norway 2018 No Art 31 No 5,314,336
Papua

New

Guinea 2007 No Art 31 Yes 8,606,316
United

Kingdom 2015 No Art 31 Pending 66,488,991

23

Within the U.S., COVID has exposed the lacunas of a health care
system that is inaccessible to many Americans. Even when accessible,
the bureaucracy of a system that is completely privatized makes both
access and affordability a rigorous exercise. COVID-19 will necessarily
raise questions about the flaws of the healthcare system in the United

States.

Along the same vein, COVID-19 raises important issues about
innovation and access to health care globally. The world will be forced
to consider whether the IP maximalist rhetoric of trade and innovation
that has been used by USTR and the WTO to undermine public health,
is, in turn, creating a worse barrier to public health. COVID-19 has
also increased the significance of finding an integrated solution that
includes the access question into the larger debate on trade and
innovation. It has highlighted that a public health crisis in one part of

the world can affect the globe, global trade, and all that the U.S. and

2 Created by Michael Palmedo, American University Washington College of Law; Shamnad
Basheer IP/Trade Fellowship with Texas A&M University School of Law
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the WTO stands for in unimaginable ways. COVID-19 has

underscored the need for a balance between innovation and access.

For the U.S., COVID-19 has undermined the carefully constructed
rhetoric that stronger IP — stronger than what is required by WTO —
is needed to drive innovation, and therefore trumps concerns over
pricing and access to healthcare. As the U.S. struggles with the global
pandemic, access to healthcare and affordability of medication seem to
be the one paradigm that can alleviate much of the national and global
concerns, including those that involve trade. Lack of medications
either because of lack of research or, access, can catapult what could
be a national public health issue into an international crisis or a

pandemic

While as a nation we consider different long-term solutions, the role
of the USTR via-a-vis the use of public health flexibilities should be up
for a serious debate nationally. Not just within the United States but at
the level of the World Trade Organization too, which turned a blind
eye to the unilateral pressure the U.S. imposes indirectly after agreeing
to a system that requires multilateral dispute resolution. COVID-19
perhaps, is a call to reset the dial and look at trade with a dose of

realism.



EXTRATERRITORIAL APPLICATION OF U.S.
COPYRIGHT LAW IN MULTINATIONAL LITIGATION"

Tyler T. Ochoa™

Abstract
It is hornbook law that U.S. copyright law is not “extraterritorial,”
i.e., that it does not apply to conduct occurring in other countries.
However, a distinction must be drawn between purely extraterritorial
conduct, which is nonactionable, and conduct that crosses borders, so
that at least a part of the offense takes place within the United States.
Despite the nominal rule against extraterritoriality, U.S. courts have
applied U.S. copyright law to a wide range of multi-territorial
infringement claims. Both importation and exportation of infringing
copies or phonorecords are prohibited by statute, and the distribution
right has been interpreted broadly to apply to a foreign seller who ships
infringing  goods into  the United States. Althongh  mere
“anthorisation” in the United States that contributes to infringement
oceurring entirely in another country is not actionable, if there is a
“predicate act” of infringement in the United States, courts are willing
to award the defendant’s profits resulting from that infringement, even
if those profits were earned overseas. Acts in another country that

contribute to infringement in the United States are actionable under

ok

Copyright © 2020 by Tyler T. Ochoa. Permission to reproduce this article with attribution
to the author and with citation to this volume is granted according to the Creative
Commons Attribution Non-Commercial No Detivatives License,
http:// creativecommons.org/licenses/by-nc-nd/4.0/legalcode (last visited June 1, 2020).
Professor, High Technology Law Institute, Santa Clara University School of Law. A.B.
1983, J.D. 1987, Stanford University. The author would like to thank Dayaar Singla and
the staff of the Indian Journal of Intellectual Property Law for the invitation to contribute
to this volume.



88

Indian J. Intell. Prop. L.

U.S. law. And finally, although courts are split over whether
transmissions originating in the United States must be received here
to be actionable, conrts agree that transmissions originating in another
country that are received in the United States are actionable under
U.S. law, at least where the defendant intentionally “targeted” those
transmissions at the United States in some way. Taken together, these
doctrines afford copyright owners a wide range of options for applying

U.S. copyright law to multi-territorial infringement claims.

INTRODUCTION

The international intellectual property system is based on the twin

principles of territoriality and national treatment: each nation controls

the protection and use of intellectual property within its own borders,'

and each nation promises to provide citizens and residents of other

nations “treatment no less favourable than that it accords to its own

nationals with regard to the protection of intellectual property.”” But

See, e.g., Berne Convention for the Protection of Literary and Artistic Property, as amended
on Sept. 28, 1979 (hereinafter the Berne Convention), art. 5(2) (“the extent of protection,
as well as the means of redress afforded to the author to protect his rights, shall be
governed exclusively by the laws of the country where protection is claimed.”), available
athttps://wipolex.wipo.int/en/text/ 283698 (last visited June 1, 2020). Cf American Code
Co. v. Bensinger, 282 F. 829, 833 (2d Cir. 1922) (“The copyright laws of one country have
no extraterritorial operation, unless otherwise provided.”).

Agreement on Trade-Related Aspects of Intellectual Property Rights (hereinafter the
TRIPS Agreement), art. 3(1). The TRIPS Agreement is Annex 1C to the Marrakesh
Agreement Establishing the World Trade Organization, signed in Marrakesh, Morocco on
15 April 1994. The current text, as amended on 23 January 2017, is available at
https:/ /www.wto.otg/english/docs_e/legal_e/31bis_trips_01_e.htm (last visited June 1,
2020).

See also Paris Convention for the Protection of Industrial Property, as amended on Sept.
28 ,1979 (hereinafter the Paris Convention), art. 2(1) (“Nationals of any country of the
Union shall, as regards the protection of industtial property, enjoy in all the other countries
of the Union the advantages that their respective laws now grant, or may hereafter grant,
to [theit] nationals.”), available at https://wipolex.wipo.int/en/text/288514 (last visited
June 1, 2020); Berne Convention, art. 5(1) (“Authors shall enjoy, in respect of works for



Exctraterritorial application of U.S. Copyright Law in Multinational Litigation 89

international trade in intellectual property crosses borders with ease.
Goods are produced in one country and distributed in another country.
Broadcast transmissions are sent from one country and received in
another country. Conduct in one country may contribute to
distribution of goods in another country. The Internet adds an
additional dimension to the problem: copies may be uploaded from
one country at the direction of someone in another country, stored on
a server in a third country, and transmitted to a fourth country. When
such conduct occurs without the consent of the right holder, which

country’s laws apply to the conduct?

This article will examine the United States’ approach to the choice of
law problem in one area of intellectual property law: copyright. After
a brief background section, the article will explore the application of
U.S. law to four categories of cases. First, cases involving importation
and exportation of physical goods will be examined. Second, cases
involving an alleged domestic contribution to foreign infringement will
be analysed. Third, cases involving an alleged foreign contribution to
domestic infringement will be considered. Fourth, cases involving
broadcast and internet transmissions across borders will be analysed.
Together, these four categories of cases demonstrate that U.S. courts
typically are willing to apply U.S. law to cases having even a minimal

connection with the United States, with little consideration, if any, to

which they are protected under this Convention, in countries of the Union other than the
country of origin, the rights which their respective laws do now or may hereafter grant to
their nationals.”).
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the interests that other nations may have in applying their own law to

the dispute.

BACKGROUND

One potential solution to the choice-of-law problem in “multi-

territorial infringement” cases is harmonisation of substantive

copyright law.” If two nations’ copyright laws are identical, then in

theory it does not matter which nation applies its law to the dispute.

(Of course, there must still be some sort of mechanism for determining

the choice of forum and avoiding conflicting decisions.*) In the

absence of such harmonisation, however, general principles of tort law

suggest that one should apply ecither the law of the place where the

wrongful act or omission occurs,’ or the law of the place where the

damage or harm occurs.’

This is the approach that has increasingly been taken in the European Union, where a
series of directives have reduced (but not eliminated) the disparities between the national
copyright laws of its 27 member states. See generally IRINI STAMATOUDI & PAUL
TORREMANS, EU COPYRIGHT LAW: A COMMENTARY (Elgar 2d ed. 2021) (forthcoming).
In the European Union, for example, se¢e EU Regulation 1215/2012 of 12 Dec. 2012 on
Jurisdiction and the Recognition and Enforcement of Judgments in Civil and Commercial
Matters, 2012 O.J. (L. 351) [hereinafter EU Regulation 1215/2012].

See, e.g., Hague Convention of 2 July 2019 on the Recognition and Enforcement of Foreign
Judgments in Civil and Commercial Matters [hereinafter Hague Convention on
Recognition of Judgments], art. 5(1)(j) (for “a non-contractual obligation arising from ...
damage to or loss of zangible property,” recognizing judgments where “the act or omission
directly causing such harm occurred in the State of origin, irrespective of where that harm
occurred”) (emphasis added).

See, ¢g, EC Regulation 864/2007 of 11 July 2007 on the Law Applicable to Non-
Contractual Obligations [hereinafter Rome II Regulation], art. 4(1) (“the law applicable to
a non-contractual obligation arising out of a tort/delict shall be the law of the country in
which the damage occurs irrespective of the country in which the event giving rise to the
damage occurred”).
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Of course, determining where an act, omission, damage, or harm
“occurs” for an infringement of intangible property is such a difficult
problem that the most recent international agreement on choice of
forum omitted intellectual property altogether.” One could argue, for
example, that the “harm” or “damage” always manifests itself in the
country of the copyright owner’s domicile, regardless of where the
infringement took place. But the twin principles of territoriality and
national treatment suggest instead that intellectual property should be
governed by the law of the country in which protection is claimed, that
is, the country in which the alleged infringement has taken place.”
Determining where an infringement occurred, in turn, depends on the
substantive law involved and the exclusive right that allegedly has been

violated.

In the United States, copyright law is governed by a federal statute: the
Copyright Act of 1976, as amended.” Section 106 of the Copyright Act
provides copyright owners with five exclusive rights: (1) reproduction,
(2) adaptation, (3) public distribution, (4) public performance, and (5)

public display." Exceptions and limitations to those rights are

See Hague Convention on Recognition of Judgments, art. 1(m) (“This Convention shall

not apply to ... intellectual property”).

8 This is the approach taken in the European Union. See Rome II Regulation, art. 8(1) (“The
law applicable to a non-contractual obligation arising from an infringement of an
intellectual property right shall be the law of the country for which protection is claimed.”).

9 See 17 U.S.C. § 101, et seq.
1017 US.C. § 106. A sixth exclusive right provides copyright owners of sound recordings
with the exclusive right “to perform the copyrighted work publicly by means of a digital
audio transmission.” 17 U.S.C. § 106(6). Sound recordings (along architectural works and
pictorial, graphic and sculptural works) are not afforded a general right of public
performance. See 17 U.S.C. § 106(4) (listing the categories of works to which the public
performance right applies).
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provided in Sections 107 through 122." Infringement is defined as the

unauthorized exercise of any of those five rights."

Unlike the U.S. Patent Act,” the U.S. Copyright Act does not expressly
limit its applicability to the territory of the United States. Nonetheless,
the Courts of Appeals have uniformly held that “the United States
copyright laws do not reach acts of infringement that take place
entirely abroad.”"* Thus, for example, a claim that the State Bank of
India infringed the plaintiff’s software by distributing it and using it at
its branches in India had to be dismissed.”> However, “a distinction
should be drawn between purely extraterritorial conduct, which is itself
nonactionable, and conduct that crosses borders, so that at least a part

of the offense takes place within the United States.”'® With one

11 Most of the exceptions and limitations are narrow and specific, applying only to specified
types of works and/ort to specified exclusive rights. Two exceptions and limitations are of
general applicability: the fair use doctrine, which provides that “the fair use of a
copyrighted work ... is not an infringement of copyright,” 17 U.S.C. § 107; and the first-
sale doctrine, also known as the doctrine of exhaustion, under which the owner of a
particular copy may resell or redistribute that copy without the authorization of the
copyright owner, 17 U.S.C. § 109(a).

1217 US.C. § 501(a) (“Anyone who violates any of the exclusive rights of the copyright
owner as provided by sections 106 through 122 ... is an infringer of the copyright”).

13 See 35 U.S.C. §154(a)(1) (granting “the right to exclude others from making, using, offering
for sale, or selling the invention throughout the United States or importing the invention
into the United States, and, if the invention is a process, ... the right to exclude others
from using, offering for sale or selling throughout the United States, or importing into the
United States, products made by that process”).

14 Subafilms, Ltd. v. MGM-Pathé Comms. Co., 24 F.3d 1088, 1098 (9th Cit. 1994); accord,
Litecubes, LLC v. Northern Lights Prods., Inc., 523 F.3d 1353, 1366-67 (Fed. Cit. 2008).
See also Palmer v. Braun, 376 F.3d 1254, 1258 (11th Cir. 2004) (“it is only where an
infringing act occurs in the United States that the infringement is actionable under the
federal Copyright Act”); Robert Stigwood Group, Ltd. v. O’Reilly, 530 F.2d 1096, 1101
(2d Cir. 1976) (“Copyright laws do not have extraterritorial application.”).

15 See Micro Data Base Systems, Inc. v. State Bank of India, 177 F. Supp. 2d 881, 886-87
(N.D. Ind. 2001). The infringement claim was allowed to proceed, however, with respect
to unauthorized use of the software at the Bank’s branch in New York. I7. at 887 n.2.

16 Litecubes, 523 F.3d at 1371, quoting 4 RAYMOND B. NIMMER & DAVID NIMMER, NIMMER
ON COPYRIGHT § 17.02 (2008) (hereinafter NIMMER ON COPYRIGHT).
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exception, courts are left to work out whether the statute applies with
respect to such “multi-territorial infringement claims”'” on a case-by-

case basis."

ANALYSIS OF U.S. CASE LAwW

L. Importing and Exporting Infringing Goods

With regard to physical goods, the principles outlined above suggest
that a court should apply both the law of the country where the
reproduction takes place (to determine whether the reproduction was
lawful), and the law of the country where the distribution of copies
takes place (to determine whether the distribution was lawful).
However, considering economic harm occurs only when the goods are
sold, as a practical matter, it may be expected that the country into
which the goods are imported will apply its own law. This is especially
true if the country has adopted a rule of domestic exhaustion, under
which the intellectual property owner may prohibit even lawfully made

goods from being imported and distributed without its authorisation.”

714

18 Whether the statute encompasses such cross-border conduct is an element of the cause of
action and is propetly raised on a motion to dismiss for failure to state a claim, or on a
motion for summary judgment, rather than on a motion to dismiss for lack of subject-
matter jurisdiction. Litecubes, 523 F.3d at 1366-68; Geophysical Service, Inc. v. TGS-
NOPEC Geophysical Co., 850 F.3d 785, 791 (5th Cir. 2017). In Palmer v. Brann, 376 F.3d
at 1258, the Eleventh Circuit held that the tetritorial limit was jurisdictional; but the Federal
Circuit in Litecubes disagreed on the basis of intervening authority of the U.S. Supreme
Court. 523 F.3d at 1368.

19 The issue of exhaustion of intellectual property rights proved so contentious that the
TRIPS Agreement left countries free to adopt any rule of exhaustion they wish, subject
only to the non-discrimination principles of national treatment and most-favored nation
status. See TRIPS Agreement, art. 6 (“subject to the provisions of Articles 3 and 4 nothing
in this Agreement shall be used to address the issue of the exhaustion of intellectual
property rights.”).
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In the United States, the one statutory provision governing multi-
territorial infringement claims (conduct crossing borders) involves

importation and exportation. Section 602(a)(1) provides:

Importation into the United States, without the
authority of the owner of copyright under this title, of
copies or phonorecords of a work that have been
acquired outside the United States is an infringement
of the exclusive right to distribute copies or
phonorecords under section 1006, actionable under

section 501.%

And section 602(a)(2), added in 2008,*' provides:

Importation into the United States or exportation from
the United States, without the authority of the owner
of copyright under this title, of copies or
phonorecords, the making of which either constituted
an infringement of copyright, or which would have
constituted an infringement of copyright if this title
had been applicable, is an infringement of the exclusive
right to distribute copies or phonorecords under

section 106, actionable under sections 501 and 506.%

2017 US.C. § 602(a)(1). This language was enacted in 1976 as subsection 602(a), and was
renumbered as subsection 602(a)(1) in 2008.

21 See Prioritizing Resources and Organization for Intellectual Property Act of 2008
(hereinafter “PRO-IP Act”), Pub. L. 110-403, Tit. I, § 105(b), 122 Stat. 4259.

22 17 U.S.C. § 602(2)(2). Section 501 stipulates a civil penalty while section 506 is a criminal

penalty.
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Together, these two sections could be read to suggest that importing
or exporting infringing copies violates section 602(a)(2), and is subject
to both civil and criminal penalties, while importing otherwise lawful
copies or phonorecords violates only section 602(a)(1), and is subject
only to civil penalties.” Both sections, however, make unauthorized
importation and exportation “an infringement of the exclusive right to
distribute copies or phonorecords under section 106.”** And section
106 itself expressly says that its exclusive rights are “subject to [the
exceptions and limitations in] sections 107 through 122.”* One of
those limitations is the first-sale doctrine, or the doctrine of
exhaustion, which expressly allows “the owner the owner of a
particular copy or phonorecord lawfully made under this title ... to sell
or otherwise dispose of the possession of that copy or phonorecord”
without the authorization of the copyright owner, “[n]otwithstanding
the provisions of section 106(3).”* Accordingly, in Quality King
Distributors, Inc. v. L’Anza Research International, Inc., the U.S. Supreme
Court unanimously held that former section 602(a) (now section
602(2)(1)) is subject to the first-sale doctrine.”” And 15 years later, in

Kirtsaeng v. Jobn Wiley & Sons, Inc., the Court clarified that “the ‘first

23 “Copies” are defined as “material objects, other than phonorecords, in which a work is
fixed,” while “phonorecords” are defined as “material objects in which sounds, other than
those accompanying a motion picture or other audiovisual work, are fixed.” 17 U.S.C. §
101. Note that exporting lawfully-made copies or phonorecords does not violate the
statute at all.

2 17 US.C. § 602(2)(1), (2)(2).

% 17 U.S.C. § 106.

26 17 U.S.C. § 109(a).

27 Quality King Distributors, Inc. v. .’ Anza Research Int’l, Inc., 523 U.S. 135, 144 (1998). In
so holding, the Court held that the phrase “to sell or otherwise dispose of the possession”
of a copy “includes the right to ship it to another person in another country.” 523 U.S. at
152.
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sale’ doctrine applies to copies of a copyrighted work lawfully made
abroad,” interpreting the phrase “lawfully made under this title” to
mean “‘in accordance with’ or ‘in compliance with’ the Copyright Act”
rather than “lawfully made in the United States.”” Thus, subsection
602(a)(1) is largely redundant; it only prohibits importation of
infringing copies and phonorecords (which is also prohibited by
subsection (a)(2)) and importation of lawful copies and phonorecords
by those who have such copies or phonorecords in their possession

without obtaining ownership of them.*

Moreover, some courts have interpreted subsection 106(3), which
grants the copyright owner the exclusive right to public distribution, in
a way that renders the importation prohibition in subsection 602(a)(2)
somewhat redundant. In Litecubes, I.L.C v. Northern Light Products, Inc.,
for example, the court considered a Canadian company, doing business
as GlowProducts.com, which “sold the accused products directly to
customers located in the United States and ... would ship the products,

f.o.b., from its Canadian offices to its customers in the United

28 Kirtsaeng v. John Wiley & Sons, Inc., 568 U.S. 519, 525 (2013). Kirtsaeng involved a
graduate student from Thailand, studying in the United States, who asked friends and
family in Thailand to purchase copies of textbooks printed in Asia by the U.S. copyright
owner and to ship them to him in the United States, where he re-sold them at a substantial
profit. Id. at 526-27.

2 Id. at 530. As a result, the Court subsequently vacated a previous opinion in which the
“Defendants purchased Foreign Editions of Plaintiffs’ books in India and resold them in
the United States,” because that case had held “the first sale doctrine does not apply to
copies of a copyrighted work manufactured abroad” in India. Pearson Education, Inc. v.
Kumar, 721 F. Supp. 2d 166, 172, 178 (S.D.N.Y. 2010), a/f’d sub nom. Pearson Education,
Inc. v. Yadav, 452 Fed. Appx. 11 (2d Cit. 2011), cert. granted, vacated and remanded sub nom.
Kumar v. Pearson Education, Inc., 568 U.S. 1247 (2013), judgment vacated, 523 Fed. Appx.
13 (2d Cit. 2013).

30 Kirtsaeng, 568 U.S. at 534-35, 547; see also id. at 554-55 (Kagan, J., joined by Alito, J.,
concurring); 7. at 565-67 (Ginsbutg, J., joined by Kennedy and Scalia, J]., dissenting).
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States.”' ““F.0.b’ or “free on board’ is a method of shipment wheteby
goods are delivered at a designated location, usually a transportation
depot, at which legal title and thus the risk of loss passes from seller to
buyer.””” In other words, GlowProducts contended that it sold the
infringing products in Canada, and that the buyers located in the
United States were the ones who “imported” the infringing products
into the United States, even though GlowProducts packaged the
goods, addressed the packages to buyers in the United States, and
delivered the packages to the post office or shipping company in
Canada.” Not surprisingly, the Court of Appeals rejected the
argument, holding that a “sale” of the infringing items occurred in the
United States when the items were shipped directly to consumers in
the United States, regardless of where title was transferred as a formal
matter.”* Although the court did not rely on the fact that section 602

expressly makes importation (and exportation) a violation of the

31 Litecubes, LLC v. Northern Light Products, Inc., 523 F.3d 1353, 1358 (Fed. Cir. 2005).
One of the defendant’s products in Litecubes was alleged to infringe both a U.S. patent and
a U.S. copyright registered to the plaintiff. The defendant did not contest the jury’s finding
that the product infringed both. Id. The other product was alleged to infringe only the U.S.
patent, and the jury’s determination that the product was infringing was upheld. Id. at
1372-74.

32 Id. at 1358 n.1, quoting MEMC Elec. Materials, Inc. v. Mitsubishi Materials Silicon Corp.,
420 F.3d 1369, 1374 n. 3 (Fed. Cir. 2005).

33 Alternatively, since patent and copyright are both strict liability statutes, GlowProducts
could have contended that the post office or shipping company was the person
“importing” the allegedly infringing products into the United States.

34 Litecubes, 523 F.3d at 1369-71 (patent); id. at 1371-72 (copyright). See also Liberty Toy Co.
v. Fred Silber Co., 149 F.3d 1183, 1998 WL 385469 (6th Cir. 1998) (unpublished disposi-
tion) (complaint alleged that defendant Maple Leaf Toy Co., based in Canada, committed
direct infringement in the United States when it sold allegedly infringing goods and
shipped them to U.S. buyer in Michigan; contract provided that seller retained title until
payment was made).
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distribution right,” the ruling is consistent with the statute, and with
the holding in Qwuality King that the statutory phrase “to sell or otherwise
dispose of the possession” of a lawfully made copy “includes the right

to ship it to another person in another country.”

The importation right also has been applied against a U.S. defendant
who ordered (and paid for) allegedly infringing copies made outside
the United States, on the grounds that the defendant caused the
infringing copies to be imported. In Geophysical Service, Inc. v. TGS-
NOPEC Gegphysical Co.,” the patties were competitors in the business
of providing seismic data to the petroleum industry. Under Canadian
law, the plaintiff was required to submit copies of its seismic data maps
to the Canada-Newfoundland and Labrador Offshore Petroleum
Board, a government agency, which was required to keep them
confidential for a period of ten years. After the ten-year period expired,
defendant TGS ordered a copy of the maps from the Board, which
made copies and mailed them to TGS in Houston, at the defendant’s
expense.” When Geophysical sued TGS for infringement, TGS
defended on the ground that the copies were made outside the United

States, and that the “act of state” doctrine prohibits a United States

3% 17 US.C. § 602(a)(1) (unauthorized importation “is an infringement of the exclusive right
to distribute copies or phonorecords under section 1067); 17 U.S.C. § 602(a)(2)
(unauthorized importation or exportation of infringing copies “is an infringement of the
exclusive right to distribute copies or phonorecords under section 106”).

36 Quality King Distributors, Inc. v. I’Anza Research Int’l, Inc., 523 U.S. 135, 152 (1998).
See also Palmer v. Braun, 376 F.3d 1254, 1257 (11th Cir. 2004) (defendant “sold at least 25
copies of [the infringing work] to residents of the United States, and shipped these copies
from France to the United States.”); z. at 1258 (“the importation of the infringing work
is an infringing act occurring in the United States.”).

37850 F.3d 785 (5th Cir. 2017).

38 Id. at 789.
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court from reviewing the validity of the actions of a foreign

gOVCfI’lII‘lCIlt.39

The Court of Appeals held that the “act of state” doctrine did ot
prohibit the importation claim against TGS from going forward,
because it did 7ot require the court to determine whether the Board
acted illegally or invalidly, or was an infringer: “even a ruling in favor
of Geophysical will not znwalidate any action by the Canadian
government, but only determine the effect of such action on the right
of United States citizens to import copies that a Canadian agency
made.”* It further held that “[t|he inapplicability of the United States
Copyright Act to extraterritorial conduct provides no defense to

Geophysical’s importation claim.”*' Tt explained:

It is undisputed that TGS imported the copies of
Geophysical’s seismic lines into Houston, Texas by
causing the CNLOP Board to send them there.
Therefore, the act of importation occurred in the

United States and is actionable under the Copyright

3% Id. at 790. Cf Voda v. Cordis Corp., 476 F.3d 887, 904 (Fed. Cir. 2007) (declining to
exercise jurisdiction over claims for infringement of foreign patents, even if related to the
U.S. patents at issue; “assuming arguendo that the act of state doctrine applies, the doctrine
would prevent our courts from inquiring into the validity of a foreign patent grant and
require our courts to adjudicate [foreign] patent claims regardless of validity or
enforceability.”).

40850 F.3d at 797.

a4
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Act depending on the resolution of TGS’s first sale

defense.

Consequently, the court remanded the case to the district court to
determine whether copies had been “lawfully made under this title” for
purposes of applying the first-sale doctrine.” In a later appeal, the
court upheld a finding that Geophysical had granted the Board an
implied license to reproduce and distribute the seismic maps, and it

therefore affirmed the dismissal of the action.*

The plaintiff in Geophysical also alleged that TGS was a contributory
infringer, because it induced or encouraged the Board to reproduce the
works in Canada and export them to the United States.” The court
rejected this claim, holding that the reproduction and the exportation
took place entirely in Canada.” This is inconsistent with Liecubes,

which held that the Canadian seller violated the “importation” right

42 Id. at797-98.

8 1d. at 798. In Kirtsaeng v. Jobn Wiley & Sons, Inc., the Court suggested in dicta that whether
the copies were “lawfully made” for purposes of applying the first-sale doctrine should be
determined according to the standards of U.S. law, rather than according to the law of the
place where the copies were made. 568 U.S. 519, 529-30 (2013). Nonetheless, the Fifth
Circuit declined to resolve the issue, instructing the district court to determine in the first
instance whether Canadian law or U.S. law applied to the reproduction. 850 F.3d at 795-
96 & 798. On remand, the district court concluded that “a copy is lawful if it was made in
the United States in compliance with Title 17 or in a foreign country in a manner that
would comply with Title 17 if United States copyright law applied.” Geophysical Service,
Inc. v. TGS-NOPEC Geophysical Co., 125 U.S.P.QQ.2d 1118, 1120 (S§.D. Tex. Nov. 21,
2017).

44 Geophysical Service, Inc. v. TGS-NOPEC Geophysical Co., 784 Fed. Appx. 253 (5th Cit.
2019).

45 Geophysical Service, Inc. v. TGS-NOPEC Geophysical Co., 850 F.3d 785, 799-800 (5th
Cir. 2017).

46 ]d. at 800 (“The act of ‘exportation’ occurred entirely in Canada, and is beyond the reach
of the Copyright Act notwithstanding the destination.”).
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when it shipped infringing goods into the United States, regardless of
where title passes.”” It is also inconsistent with statutory language
indicating that it is the seller, rather than the buyer, who violates the
distribution right.* This distinction is supported by case law indicating
that infringing goods cannot be seized from an innocent purchaser
who was not itself an infringer.” Thus, Geaphysical should have been
analyzed as a case of contributory infringement, in which an American
buyer &nowingly contributed to the infringing act of a foreign seller. As
the Fifth Circuit recognized, however, adjudicating the claim for
contributory infringement would have run afoul of the act of state
doctrine, as it would have required the court to determine whether the
Canadian government agency was a direct infringer.”’ But in seeking to
avoid the act of state doctrine, the Fifth Circuit incorrectly held that it
was the U.S. buyer of infringing copies, and #o# the foreign seller, who

violated the importation right.

47 Litecubes, LLC v. Northern Light Products, Inc., 523 F.3d 1353, 1371-72 (Fed. Cir. 2005).

4 17 U.S.C. § 106(3) (granting the exclusive right “to distribute copies or phonorecords of
the copyrighted work to the public by sale or other transfer of ownership, or by rental, lease, or
lending”) (emphasis added). Recall that importation “is an infringement of the exclusive
right 7o distribute copies or phonorecords under section 106.” 17 US.C. § 602(a)(1)
(emphasis added).

4 Societe Civile Succession Richard Guino v. Beseder, Inc., 460 F. Supp. 2d 1105, 1107 (D.
Ariz. 2000) (“Plaintiff has not alleged that Defendant Lindquist infringed any copyrights
by purchasing or possessing” the infringing sculpture); 7. at 1112 (the Copyright Act “does
not permit the impoundment of infringing items in the hands of innocent purchasers who
are not themselves liable for infringement.”). Of course, a buyer who subsequently resells
or otherwise redistributes an infringing copy becomes an infringer.

50 Cf. Geophysical, 850 F.3d at 797 (“Evaluating the first sale defense in connection with TGS’s
importation of copies made by the Board does not decide whether the CNLOP Board is
a copyright infringer, which would be a prohibited inquiry.”) (emphasis in original).
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II. Foreign Contribution to Domestic Infringement

We next consider other conduct occurring outside the United States

that contributes to infringement occurring inside the United States.

When the direct infringement occurs in the United States, U.S. courts

are willing to hold foreign actors liable for contributing to that

infringement, provided that the defendant is subject to personal

jurisdiction in the United States and the usual elements of contributory

infringement are satisfied.”’ As stated by one court:

[A] defendant can be liable for contributory
infringement, even for acts committed outside the
United States, by inducing or contributing to another’s
infringement occurring in the United States by
supplying such other person with the instruments for
committing the infringement, provided the defendant
knew or should have known that the other would or
could reasonably be expected to commit the

infringement.52

51

Contributory infringement generally requires three elements: 1) direct infringement; 2)
defendant must have knowledge of the direct infringement; and 3) defendant induced,
caused or materially contributed to the infringing conduct. PATRY ON COPYRIGHT §21:46.
Blue Ribbon Pet Prods., Inc. v. Rolf C. Hagen (USA) Corp., 66 F. Supp. 2d 454, 462
(E.D.N.Y. 1999) (holding Canadian company liable for ordering infringing products and
having them shipped to sister company in the United States, which sold the infringing
products here). See also Armstrong v. Virgin Records, Ltd., 91 F. Supp. 2d 628, 635-36
(S.D.N.Y. 2000) (use in UK of allegedly infringing sample in a recording later distributed
by others in the United States); I'TSI T.V. Prods., Inc. v. Calif. Authority of Racing Fairs,
785 F. Supp. 854, 864 (E.D. Cal. 1992) (“it is possible for a defendant to commit acts
outside the United States sufficient to find it contributorily or vicariously liable for acts of
infringement committed by others within the United States”) (dicta), aff’d in part & rev'd in
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This is consistent with the rule in patent law: although contributory
infringement in patent law expressly requires conduct in the United
States,” active inducement does not,” and courts have allowed claims
based on overseas conduct that induced infringement in the United
States.” In patent law, the U.S. Supreme Court has held that liability
for active inducement requires either actual knowledge of the
infringement or wilful blindness; mere negligence (or even

recklessness) is not sufficient.”® This standard has been adopted for

part on other grounds, 3 F.3d 1289 (9th Cir. 1993); GB Marketing USA, Inc. v. Gerolsteiner
Brunnen GmbH & Co., 782 F. Supp. 763, 772-73 (W.D.N.Y. 1991) (reproduction and sale
of bottles with allegedly infringing labels in Germany, with knowledge that bottles would
be exported to the United States and sold there).

5 35 US.C. § 271(c) (“Whoever offers to sell or sells within the United States or imports into
the United States a component of a patented [invention], or a material or apparatus for use
in practicing a patented process, constituting a material part of the invention, knowing the
same to be especially made or especially adapted for use in an infringement of such patent,
and not a staple article or commodity of commerce suitable for substantial non-infringing
use, shall be liable as a contributory infringer.”) (emphasis added).

5 35U.S8.C. § 271(b) (“Whoever actively induces infringement of a patent shall be liable as
an infringer.”).

55 Enplas Display Device Corp. v. Seoul Semiconductor Co., 909 F.3d 398, 408 (Fed. Cir.
2018) (“Unlike direct infringement ... , which must occur in the United States, liability for
induced infringement under § 271(b) can be imposed based on extraterritorial acts,
provided that the patentee proves the defendant possessed the requisite knowledge and
specific intent to induce direct infringement in the United States.”); Merial, Ltd. v. Cipla,
Ltd., 681 F.3d 1283, 130203 (Fed. Cir. 2012) (“where a foreign party, with the requisite
knowledge and intent, employs extraterritorial means to actively induce acts of direct
infringement that occur within the United States, such conduct is [actionable] under §
271(b).”); DSU Medical Corp. v. JMS Co., 471 F.3d 1293, 1305-06 (Fed. Cir. 2006)
(approving jury instruction); Honeywell, Inc. v. Metz Apparatewerke, 509 F.2d 1137, 1141
(7th Cir. 1975) (““active inducement’ may be found in events outside the United States if
they result in a direct infringement here.”).

56 Global-Tech Appliances, Inc. v. SEB, S.A., 563 U.S. 754, 759-60 (2011) (defendant “argues
that active inducement liability under § 271(b) requires more than deliberate indifference
to a known risk ... [and that] actual knowledge of the patent is needed.”); 7. at 766 (“We
agree that deliberate indifference to a known risk that a patent exists is not the appropriate
standard,” but approving willful blindness); id. at 769 (“A court can properly find willful
blindness only whete it can almost be said that the defendant actually knew. By contrast,
a reckless defendant is one who merely knows of a substantial and unjustified risk of such
wrongdoing, and a negligent defendant is one who should have known of a similar risk
but, in fact, did not.”).
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contributory infringement in copyright law.”” Hence, the quote in the
(13

indented paragraph above should be modified to remove the “or

should have known” language.

Because the doctrine of contributory infringement requires £nowledge
of the infringing activity (including, one presumes, the location of the
infringing activity), it is fair to hold a foreign actor that nowingly
contributes to a direct infringement in the United States to the

standards of U.S. copyright law.

II1. Domestic Contribution to Foreign Infringement

The converse situation involves conduct occurring within the United
States that contributes to infringement occurring outside the United
States. If a domestic actor knowingly contributes to a direct
infringement in a foreign country, it is fair to hold that domestic actor
to the standards of foreign copyright law. Many U.S. courts, however,
have tended to go only halfway, dismissing the claim under U.S. law
without considering whether the claim should be heard under foreign
law. In response, other U.S. courts have overcorrected by applying U.S.
law whenever there is a “predicate act” of infringement in the United
States, even when the claim should be analysed under foreign law. The

result is that U.S. courts tend to apply U.S. law to the entire dispute or

57 See, eg., BMG Rights Mgmt. (US), LLC v. Cox Comms., Inc., 881 F.3d 293, 308-10 (4th
Cir. 2018) (requiring actual knowledge or willful blindness; “negligence is insufficient”); see
also Luvdarts, LLC v. AT&T Mobility, LLC, 710 F.3d 1068, 1072-73 (9th Cir. 2013)
(requiring actual knowledge or willful blindness, without discussing the issue); ¢ Erickson
Prods., Inc. v. Kast, 921 F.3d 822, 831-32 (9th Cir. 2017) (“even if the ‘should have known’
instruction was erroneous,” defendant “did not raise this objection at trial”).
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not at all, instead of considering the middle ground of applying foreign

law to domestic conduct that contributes to an overseas infringement.

The leading case in the United States is Subafilms, Ltd. v. MGM-Pathé
Communications Co.”® Subafilms produced the movie Yelow Submarine,
which was released in 1968 by MGM. Two decades later, MGM
released the movie on home video in the United States, and it licensed
Warner Brothers to release the movie on home video outside the
United States. Subafilms sued both MGM and Warner for
infringement, and a special master found that their use was
unauthorized, because the 1967 licensing agreement between
Subafilms and MGM did not include home video distribution. The
district court awarded 2.2 million in compensatory damages, half for

the domestic distribution and half for the international distribution.”

The defendants appealed the award for international distribution on
the ground that U.S. copyright law did not extend to foreign sales. With
regard to the foreign sales, the only conduct that had occurred in the
United States was execution of the licensing agreement that
“authorized” Warner to distribute the film on home video outside the
United States.”” However, section 106 grants to copyright owners “the
exclusive rights to do and to anthorize any of the following” acts,

including reproduction and distribution to the public.”’ Based on this

58 24 F.3d 1088 (9th Cir. 1994) (en banc).
5 Id. at 1089.

60 Id. at 1089 & n.3.

o1 17 U.S.C. § 106 (emphasis added).
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language, a previous case had held that domestic authorization of
foreign infringing activity was itself an actionable infringement under
United States law.** After a panel of the Ninth Circuit affirmed based
on the earlier case, the full court granted rehearing ex banc to reconsider

its previous holding.”

The en bane court held that domestic authorization of foreign activity
was #of sufficient to constitute either direct or contributory
infringement under United States law.” It reasoned as follows: first,
“the addition of the words ‘to authorize’ in the [1976] Copyright Act
was not meant to create a new form of liability for ‘authorization’ ...
but was intended [only] to invoke the pre-existing doctrine of

36,

contributory infringement.”” Second, there can be no liability for

62 Peter Statr Prod. Co. v. Twin Continental Films, Inc., 783 F.2d 1440, 1442-43 (9th Cit.
1986).

6 In the thirteen United States Courts of Appeals, appeals are normally decided by panels of
three judges. When a court grants rehearing ex bane, all of the non-recused active judges
on that court decide the case, except in the Ninth Circuit. Because the Ninth Circuit is so
large (28 active judges), in the Ninth Circuit a case in which rehearing en bane is granted is
decided by a panel of 11 judges (the Chief Judge, plus ten that are randomly selected). See
9th Cir. R. 35-3.

64 Subafilms, Ltd. v. MGM-Pathé Communications Co., 24 F.3d 1088, 1090 (9th Cir. 1994)
(“we conclude that there can be no liability under the United States copyright laws for
authorizing an act that /#self could not constitute infringement of rights secured by those
laws, and that wholly extraterritorial acts of infringement are not cognizable under the
Copyright Act.”’) (emphasis in original).

65 Id. at 1092. In so holding, the court relied on a statement in the legislative history that
explained: “Use of the phrase ‘to authorize’ is intended to avoid any questions as to the
liability of contributory infringers.” H.R. Rep. No. 94-1476, at 61 (1976), reprinted in 1976
U.S.C.C.ANN. 5659, 5674.
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contributory infringement without proof of direct infringement.*

Third,

Given the undisputed axiom that United States
copyright law has no extraterritorial application, it
would seem to follow necessarily that a primary activity
outside the boundaries of the United States, not
constituting an infringement cognizable under the
Copyright Act, cannot serve as the basis for holding
liable under the Copyright Act one who is merely

related to that activity within the United States.®’

Accordingly, the court concluded that “the mere authorization of acts

of infringement that are not cognizable under the United States

copyright laws because they occur entirely outside of the United States

does not state a claim for infringement under the Copyright Act.

9568

Two district courts in other circuits have expressly disagreed with

Subafilms on this point.”’ In Curb v. MCA Records, Ine., for example,

producer Curb, who held the rights to reproduce and distribute certain

sound recordings in the United States, Canada, and the United

Kingdom, authorized the distribution of those recordings in several

66

67
68

Subafilms, 24 F.3d at 1092-93. Accord, Bridgeport Music, Inc. v. Diamond Time, Ltd., 371
F.3d 883, 889 (6th Cir. 2004); DSC Comms. Corp. v. Pulse Comms. Corp., 170 F.3d 1354,
1359 (Fed. Cir. 1999).

Subafilms, 24 F.3d at 1093, quoting 3 NIMMER ON COPYRIGHT §12.04 (1993).

Subafilms, 24 F.3d at 1099.

See Curb v. MCA Records, Inc., 898 F. Supp. 586, 595 (M.D. Tenn. 1995); Expediters Int’l
of Wash., Inc. v. Direct Line Cargo Mgmt. Servs., 995 F. Supp. 468, 476-77 (D.N.]. 1998).
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other countries.”” The court rejected Swubafilms and held that

“authorizing the distribution of the recordings for sale to a worldwide

public” violated U.S. law." Tt explained:

[Pliracy has changed since the Barbary days.
Today, the raider need not grab the bounty
with his own hands; he need only transmit his
go-ahead by wire or telefax to start the presses
in a distant land. Swubafilms ignores this
economic  reality, ... and transforms
infringement of the authorization right into a
requirement of domestic presence by a primary
infringer. Under this view, a phone call to
Nebraska results in liability; the same phone
call to France results in riches. In a global
marketplace, it is literally a distinction without

a difference.”

Despite these dissenting voices, however, Subafilms holding that

domestic authorization of extraterritorial conduct does not violate U.S.

law is widely accepted.” The unstated implication is that the claim of

70

71
72
73

Curb, 898 F. Supp. at 592 (listing Austria, Finland, Hong Kong, Japan, Malaysia, and South
Africa), id. at 594 (listing Australia, Hong Kong, Japan, Malaysia, Philippines, Singapore,
South Korea, Taiwan, and Thailand).

1d. at 596.

1d. at 595.

See, e.g., Geophysical Service, Inc. v. TGS-NOPEC Geophysical Co., 850 F.3d 785, 799
(5th Cir. 2017) (“In short, we follow the holding of the Ninth Circuit in Subafilms. Where
a copyright plaintiff claims contributory infringement predicated on direct infringement
that occurred entirely extraterritorially, the plaintiff has stated no claim.”); Datacarrier, S.A
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domestic contribution to infringement occurring in another country
should be heard in the country where the direct infringement occurred,

under that country’s laws.”

By contrast, however, there are a number of cases that distinguish
Subafilms and apply U.S. law to foreign infringements under the so-

called “predicate act” doctrine.

The predicate act doctrine originated in Sheldon v. Metro-Goldwyn Pictures
Corp.” Defendants were found to have infringed the plaintiffs” play
Dishonored Lady in making and exhibiting the motion picture Letty
Lynton.”® Defendants objected to inclusion of “the profits made from
exhibiting the infringing picture outside the United States.””" The court

responded:

At first blush it would indeed seem that these should
be excluded. [...] However, exhibition is not the only
act forbidden by the [1909] Copyright Act; Section 1(d)

gives to the author the exclusive right, not only to

v. WOCCU Servs. Group, Inc., 221 F. Supp. 3d 1078, 1084 (W.D. Wisc. 2016) (“This
court will follow Subafilms, like the majority of courts to consider the issue.”); Rundquist
v. Vapiano SE, 798 F. Supp. 2d 102, 128-29 (D.D.C. 2011) (“Notwithstanding the criticism
of the results, the Swbafilms ruling remains the majority rule”); Armstrong v. Virgin
Records, Ltd., 91 F. Supp. 2d 628, 634 (S.D.N.Y. 2000) (Subafilms ““is now generally
accepted”); 2 WILLIAM F. PATRY, PATRY ON COPYRIGHT, § 25:87 (2019) (approving
Subafilms and rejecting Curb).

74 Because thete is no claim under U.S. law, few courts have considered whether a claim for
foreign infringement could be heard in a U.S. court against a defendant domiciled in the
United States, while still applying foreign law.

75106 F.2d 45 (2d Cir. 1939), cert. denied in relevant part, 308 U.S. 617 (1939), cert. granted on other
grounds, 308 U.S. 545 (1939), and affirmed, 309 U.S. 390 (1940).

76 See Sheldon v. Metro-Goldwyn Pictures Corp., 81 F.2d 49 (2d Cir.), cert. denied, 298 U.S.
669 (1930).

77106 F.2d at 52.
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perform a dramatic work, but “to make ... any
transcription or record thereof ... from which, in
whole or in part, it may in any manner ... be ...

reproduced.” [Defendants| made the negatives in this
country, or had them made here, and shipped them
abroad, where the positives were produced and
exhibited. The negatives were “records” from which
the work could be “reproduced”, and it was a tort to
make them in this country. The plaintiffs acquired an
equitable interest in them as soon as they were made,
which attached to any profits from their exploitation,
whether in the form of money remitted to the United
States, or of increase in the value of shares of foreign
companies held by the defendants. [...] [A]s soon as
any of the profits so realized took the form of property
whose situs was in the United States, our law seized
upon them and impressed them with a constructive

trust, whatever their form.”™

In Robert Stigwood Group, Ltd. v. O Reilly, however, the court rejected a
claim of profits from public performances in Canada of songs from
the musical Jesus Christ Superstar, even though “the defendants

assembled and arranged in the United States all the necessary elements

78 Id. (bracketed insertions and ellipses added). See also Famous Music Corp. v. Seeco
Records, Inc., 201 F. Supp. 560, 568-69 (S.D.N.Y. 1961) (infringing recordings made in
United States were shipped abroad and used to make phonograph records in other
countries).
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for the performances in Canada, and then simply travelled to Canada
to complete the performances.”” The court explained that, unlike in
Sheldon, the Canadian performances were not enabled by any act of
infringement in the United States.”” “It is only when the type of
infringement permits further reproduction abroad that its exploitation

abroad becomes the subject of a constructive trust.””

Although Sheldon and Stigwood were both based on the language of the
1909 Copyright Act, courts applying the 1976 Act adopted the same
reasoning. Thus, in Update Art, Inc. v. Modiin Publishing, 1.td., a
copyrighted poster was reproduced in an Israeli newspaper, which also
distributed some copies in the United States.” Based on S#gwood, the
court held that liability depended on whether a “predicate act” of

infringement had occurred in the United States:

As the applicability of American copyright laws over
the Israeli newspapers depends on the occurrence of a
predicate act in the United States, the geographic
location of the illegal reproduction is crucial. If the
illegal reproduction of the poster occurred in the

United States and then was exported to Israel, the

7 530 F.2d 1096, 1100-01 (2d Cir. 1976). Presumably, the “arrangements” referred to as
occurring in the U.S. included casting, rehearsals, and contracts for the performances in
Canada.

80 Id. at 1101 (“The steps taken by the defendants preliminary to the Canadian performances
were certainly not the ‘manufacture’ of anything, nor were the performances ‘records’ from
which the work could be ‘reproduced.”).

81 530 F.2d at 1101.

82 843 F.2d 67, 69 (2d Cir. 1994).
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magistrate properly could include damages accruing
from the Israeli newspapers. If, as appellants assert,
this predicate act occurred in Israel, American
copyright laws would have no application to the Israeli

newspapers.*’

Although the defendants contended that the initial copying
(photographing a copy of the poster seen “on an office wall”) had
occurred in Israel, they failed to submit any admissible evidence to
support the claim.* Based in part on the defendants’ dilatory and
evasive responses to discovery, the court concluded instead that this

“predicate act” had occurred in the United States.®

The Ninth Circuit has adopted the “predicate act” of infringement
doctrine, with a twist. In Los Angeles News Service v. Reuters Television Int’),
L#d.,* news footage recorded by LANS was broadcast, with
authorization, on the Today show on NBC. Pursuant to preexisting
contracts, the Today show was transmitted to both Visnews and the
European Broadcasting Union (EBU) in New York, each of which
made a copy on videotape. Visnews (a joint venture between NBC,
Reuters, and the BBC) transmitted its videotaped copy to its

subscribers in Furope and Africa; while EBU transmitted its

8 Id. at73.

84 14

85 ]d. It is sometimes asserted that the court found that the Isracli newspapers themselves
were reproduced in the United States. A careful reading of the opinion reveals that this is
not the case; instead, the “predicate act” was only the initial reproduction of the poster by
defendants.

86149 F.3d 987 (9th Cir. 1998).
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videotaped copy to Reuters in London, which in turn re-transmitted
the program to its subscribers.”” Summarizing Sheldon and Update Art,
the court remarked that “[r]ecovery of damages arising from overseas
infringing uses was allowed because the predicate act of infringement
occurring within the United States enabled further reproduction

abroad.”® The plaintiff sought to apply this rule:

While the extraterritorial damages resulted from
Reuters’s overseas dissemination of the works received
by satellite transmissions from Visnews and EBU,
those transmissions were made possible by the
infringing acts of copying in New York. The satellite
transmissions, thus, were merely a means of shipping
the unlicensed footage abroad for further

dissemination.”’

The Ninth Circuit agreed, holding that “LLANS is entitled to recover
damages flowing from exploitation abroad of the domestic acts of

infringement committed by defendants.”””

On remand, the district court again granted summary judgment to the
defendants, holding that LANS could only recover any profits the
defendants had made from the infringement, rather than its actual

damages (i.e., lost licensing fees for overseas use); and that LANS had

87 Id. at 990.
88 Id. at 992.
8 I
90 14
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failed to prove that Reuters and Visnews had earned any profits from
the infringement, presumably because they earned the same amount of
money from their subscribers regardless of whether the Today show
contained infringing content or not.”’ On appeal, a different panel of
the Ninth Circuit affirmed. It first noted that both Sheldon and Update
Art concerned an award of defendants’ profits, not actual damages.”
It then reasoned that Subafilms “counsel[s] a narrow application ... of
the Sheldon exception to the general rule. In particular, the Sheldon
constructive trust rationale includes a territorial connection that
preserves consistency with Congress’s decision to keep the copyright
laws ... territorially confined.”” Thus, the Ninth Circuit held that the
“predicate act” doctrine is limited to a recovery of foreign profits
enabled by a domestic act of infringement, and that it does not allow

the recovery of extraterritorial damages more generally.”

The Fourth Circuit has also adopted the “predicate act” doctrine, but
in doing so it extended the doctrine far beyond what the Second and
Ninth Circuits had approved. In Tzre Engineering & Distribution, ILC v.
Shandong  Linglong Rubber Co., defendants copied the plaintiff’s
blueprints for mining tires, modified them in the United States
(creating derivative works), used the modified blueprints to

manufacture tires in China, and sold the tires to plaintiff’s foreign

91 Los Angeles News Service v. Reuters Television Int’l, Ltd., 340 F.3d 926, 928 (9th Cir.
2003).

92 Id. at 929-30. “As Sheldon considered only an award of profits, it is counterintuitive that a
coutt applying Sheldor’s rationale, but using the word ‘damages’ as the Reusers 111 court did,
was referring consciously to ‘actual damages’ as opposed to ‘profits.”” Id. at 929.

93 Id. at 931.

94 340 F.3d at 931-32.
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customers.” The Fourth Circuit affirmed an award of $26 million for
defendants’ profits from the sales of tires in foreign countries, based
on the “predicate act” doctrine.” This award was improper for two
reasons. First, it was based on the sales of tires, rather than on the value
of the blueprints. Under the U.S. Copyright Act, tires are “useful
articles”;”” and while blueprints are copyrightable, “copyright in a
pictorial, graphic, or sculptural work, portraying a useful article as such,
does not extend to the manufacture of the useful article itself.”” “The
proper award should have been limited to licensing fees for use of the
blueprints to make the tires,” rather than profits from the sale of the
tires.” Second, the award was based solely on two “predicate acts” that

occurred outside the limitations period (more than three years before

the complaint was filed): reproduction of the blueprints and the

% 682 F.3d 292, 298-99 (4th Cir. 2012). Although the appellate opinion does not expressly
state that a// of the sales took place in foreign countries, one of the lower court opinions
does: “[t]here was no evidence that any of these customers were located inside the United
States.” In re Outsidewall Tire Litigation, 2010 WL 11474982, at *6 (E.D. Va. Sept. 17,
2010).

% 682 F.3d at 308. In so holding, it cited only the Ninth Circuit’s initial opinion in 4N,
and not the later opinion limiting the doctrine to awards of defendant’s profits. Id. at 307-
08. Nonetheless, the award it affirmed was based on the defendant’s profits from the sales
of tires.

97 See 17 US.C. § 101 (“A ‘useful article’ is an article having an intrinsic utilitarian function
that is not merely to portray the appearance of the article or to convey information.”).

9%  H.R. Rep. 94-1476, at 105 (1976). This statement comes from the legislative history, as the
statute itself merely preserves preexisting case law to that effect. See 17 U.S.C. § 113(b)
(“This title does not afford, to the owner of copyright in a work that portrays a useful
article as such, any greater or lesser rights with respect to the making, distribution, or
display of the useful article so portrayed than those afforded to such works under the law
... in effect on December 31, 1977.7). See also Star Athletica, LLC v. Varsity Brands, Inc.,
137 S.Ct. 1002, 1010 (2017) (although “a cardboard model of a car ... could itself be
copyrightable, it would not give rise to any rights in the useful article that inspired it.”); 7.
at 1033 (Breyet, J., joined by Kennedy, J., dissenting) (“The law has long recognized that
drawings or photographs of real-world objects are copyrightable as drawings or
photogtaphs, but the copyright does not give protection against others making the
underlying useful objects.”) (citing §113(b) and quoting the House Report).

9% PATRY ON COPYRIGHT §25:92.50.
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190 Tf the rationale

preparation of modified blueprints based on them.
of the “predicate act” doctrine is that the foreign profits are an
appropriate remedy for a completed act of domestic infringement,
then the award should have been zero, because all of the acts of
domestic infringement fell outside of the limitations period. Although
the foreign sales took place within the limitations period, those sales
were not independently actionable under U.S. law. The Fourth Circuit
erroneously treated the “predicate act” doctrine as an excuse for

extending the territorial reach of the statute, rather than as a remedy

for a domestic infringing act.

Scholars on both sides of the extraterritorial debate have criticized the
“predicate act” doctrine as drawing an untenable line. Jane Ginsburg
argues that it “does not make sense” that “everything turns on the
creation of a material copy within U.S. borders.”""" She would allow
extraterritorial damages to be recovered whenever any acts connected
to the foreign infringement occurred in the United States, including
mere “authorization,” as in Subafilms.""> William Patry agrees that the
distinction does not make sense; but he maintains that damages from
extraterritorial infringement can zever be recovered under U.S. law,

even if there has been a “predicate act” of infringement in the United

100 In re Outsidewall Tire Litigation, 748 F. Supp. 2d 543, 553-54 (E.D. Va. 2010), affirmed in
relevant part, reversed in part and remanded sub nom. Tire Eng’g & Dist., LLC v. Shandong
Linglong Rubber Co., 682 F.3d 292, 308-09 (4th Cir. 2012).

101 Jane C. Ginsburg, Extraterritoriality and Multi-territoriality in Copyright Infringement, 37 Va. ].
Int’l L. 587, 598 (1997).

102 14, at 597-98.
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States."” Instead, he argues, damages from extraterritorial

infringement can only be recovered under foreign law.'"

The author agrees with Patry that there is nothing in the U.S. Copyright
Act that expressly rebuts the strong presumption against
extraterritoriality.'” Indeed, the 2008 amendment to address cases of
exportation (where copies are reproduced in the United States,
exported and then sold overseas) carries with it the negative
implication that the “predicate act” doctrine is overbroad.'"
Nonetheless, the doctrine seems firmly entrenched in U.S.
jurisprudence. If courts are going to use the “predicate act” doctrine,
then the restriction by the Ninth Circuit makes sense. “Actual
damages” are a legal remedy, whereas a “constructive trust” is an
equitable remedy that often accompanies an accounting of the

defendant’s profits, which is also an equitable remedy."” Thus, perhaps

103 PATRY ON COPYRIGHT §25:92 (“Accordingly where a work is initially infringed overseas
[sic; should be “in the United States”] and then additional acts are committed overseas

Sacilitated by the U.S. infringement, there is no liability for the overseas acts under U.S. law.”)

(emphasis added). My bracketed cortrection is confirmed by the emphasized language, and

by the title of the sub-chapter, which is “A Work is Infringed Initially in the United States

and Then Additional Acts are Committed Overseas, Facilitated by the U.S. Infringement.”

(Patry also confirmed the correction in an email exchange, on file with the author.) In

Patry’s view, Update Art was overruled sub silentio by the U.S. Supreme Court, and should

not be followed. PATRY ON COPYRIGHT §25:91; see also id. at §25:89 (criticizing Sheldon),

§25:90 (criticizing Update Ar).

PATRY ON COPYRIGHT §25:88. This does not mean, howevet, that such claims can only be

heard in foreign courts. Patry agrees that U.S. courts can hear foreign infringement claims

if they are related to claims for infringement occurring in the U.S. PATRY ON COPYRIGHT

§25:83.

105 PATRY ON COPYRIGHT §25:806, §25:91.

106 $ee 17 US.C. § 602(2)(2).

107 See, eg., Great-West Life & Annuity Ins. Co. v. Knudson, 534 U.S. 204, 213 (2002)
(restitution is sometimes a legal remedy, but it is an equitable remedy, “ordinarily in the
form of a constructive trust ..., where money or property identified as belonging in good
conscience to the plaintiff could clearly be traced to particular funds or property in the
defendant’s possession.”); 7. at 214 n.2 (“an accounting for profits [is] a form of equitable

10.

r

&
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it is reasonable to utilize a constructive trust in measuring the “profits
of the infringer that are attributable to the [domestic act of]

infringement.”108

The “predicate act” doctrine gives copyright owners a great advantage
in the digital age. Because computers must create temporary versions
of digitally encoded works in “random access memory” (or RAM) in

. 0
order to function,'”

it frequently will be the case that at least one such
version will be created on a computer in the United States as a
preliminary step toward committing infringement elsewhere. Such
RAM versions are considered “copies” or “phonorecords” if they
subsist “for a petiod of more than transitory duration.”'" The
reproduction right grants copyright owners the exclusive right “to

reproduce the copyrighted work in copies or phonorecords.”'"" Thus,

copying data into RAM is an infringement of the reproduction right;

restitution .... If, for example, a plaintiff is entitled to a constructive trust on particular
property held by the defendant, he may also recover profits produced by the defendant’s
use of that property, even if he cannot identify a particular 7es containing the profits sought
to be recovered.”).

108 17 U.S.C. § 504(b).

109 See Cartoon Network, L.P. v. CSC Holdings, Inc., 536 F.3d 121, 128 n.1 (2d Cir. 2008).

1017 U.S.C. § 101 (““Copies’ are material objects ... in which a work is fixed by any method
now known or later developed”); . (“A work is “fixed” in a tangible medium of expression
when its embodiment in a copy or phonorecord ... is sufficiently permanent or stable to
permit it to be perceived, reproduced, or otherwise communicated for a period of more
than transitory duration.”); see also MAI Systems Corp. v. Peak Computer, Inc., 991 F.2d
511, 518 (9th Cir. 1993); Stenograph LLC v. Bossard Assocs.., Inc., 144 F.3d 96, 101-02
(D.C. Cir. 1998); ¢f. Cartoon Network, 536 F.3d at 127-29 (distinguishing M.AI and holding
that a stream of data embodied in RAM for no more than 1.2 seconds was only of
“transitory duration”).
If the work is a sound recording, then the material object in which the work is fixed is
considered to be a “phonorecord” instead of a “copy.” 17 U.S.C. § 101 (““Phonorecords’
are material objects in which sounds ... are fixed by any method now known or later
developed”).

1 17 US.C. § 106(1).
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and under the “predicate act” doctrine, if one or more “RAM” copies
are made in the United States, profits from the subsequent
reproduction and use of such copies overseas may be recovered under
U.S. law.""* Recently, however, two Courts of Appeals have refused to
extend U.S. law to foreign infringements where the only “predicate
acts” alleged were downloading content from a computer based in the
United States to a computer located in a foreign country, despite the
possibility that temporary “RAM” copies were made in the United

States in the course of such downloading.113
IV. Transmissions

Broadcast transmissions made in one country can often be received in
another country (with or without the aid of retransmission).""* The
Berne Convention requires countries to provide authors with “the

exclusive right of authorizing ... the broadcasting of their works or the

112 Cf Elsevier, Ltd. v. Chitika, Inc., 826 F. Supp. 2d 398, 402-03 (D. Mass. 2011) (allegation
that a citizen and resident of India uploaded infringing copies of plaintiff’s books in India
that were downloaded in U.S. “does not constitute an act of direct infringement occurring
entirely within the United States,” so predicate act doctrine did not apply; but declining to
dismiss infringement claim because “factual issues involving the structure of the Internet
and the locus of the infringing activity remain.”).

13 See IMAPizza, LLC v. At Pizza, Ltd., 965 F.3d 871 (D.C. Cir. 2020) (alleged copycat
restaurant did not violate U.S. Copyright Act because reproduction occurred entirely in
the United Kingdom; allegation that copyrighted photographs were downloaded from
servers located in the U.S. was not a domestic act of infringement, because “copies” were
fixed on the receiving end); Superama Corp. v. Tokyo Broadcasting System Television,
Inc., 830 Fed. App’x 821 (9th Cir. 2020) (complaint alleging that Japanese defendant
downloaded recording of a U.S. sumo tournament and broadcast it in Japan was properly
dismissed; downloading does not occur where the material is stored, but where the
downloader is located).

14 ¢ 17 US.C. § 101 (“To ‘transmit’ a performance or display is to communicate it by any
device or process whereby images or sounds are received beyond the place from which
they are sent.”).
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communication thereof to the public by any other means of wireless

diffusion of signs, sounds or images” and “any communication to the
gns, g y

public by wire or by rebroadcasting of the broadcast of the work™ by

115

a different party.”” The United States, however, did not adopt this

language; instead, it grants authors the exclusive right “to perform the

2116

copyrighted work publicly,”""® and it defines “publicly” to include four

types of performances (arranged in two clauses):

(1) to perform or display [the work] at a place open to the
public or at any place where a substantial number of
persons outside of a normal circle of a family and its
social acquaintances is gathered; or(2) to transmit or
otherwise communicate a performance or display of
the work to a place specified by clause (1) or to the
public, by means of any device or process, whether the
members of the public capable of receiving the
performance or display receive it in the same place or
in separate places and at the same time or at different

times."'"”

For purposes of the territoriality principle, the question becomes: does
the resulting performance occur in the country from which the
transmission originates, or the country in which the transmission is

received, or both? As the cases below demonstrate, with one notable

115 Berne Convention, art. 11445(1) & (2).
116 17 US.C. § 106(4).
17 17 US.C. § 101.
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exception, U.S. courts have applied the law of the country in which the

transmission is received.

In Allarcom Pay Television, 1 td. v. General Instrument Corp.,'”*® plaintiff had
licensed the exclusive right to broadcast certain motion pictures in
Western Canada, while Showtime had licensed the right to broadcast
many of the same motion pictures in the United States. Showtime
transmitted its programs by satellite to subscribers, but the “footprint”
of the satellite also could be received in Canada. General Instrument
made and sold hardware and software to scramble the transmission,
and a decoder device to allow authorized subscribers to descramble
the transmission. The complaint alleged that General sold “decoders
in the U.S. and Canada in numbers far in excess of any authorized users
and to people whom it knew or had reason to know were using the
decoders for the purpose of receiving American [subscription] TV
programming in Allarcom’s territory.”""” The amended complaint
stated only state-law causes of action, and the defendants moved to
dismiss on the ground that the action was pre-empted by Copyright
Act.

The district court granted the motion, reasoning that the U.S.
Copyright Act applied either “if part of an act of infringement begins
in the United States, and is completed in a foreign jurisdiction, or if a
person in the United States authorizes an infringement that takes place

in a foreign jurisdiction.”™ The Ninth Circuit explained that in

11869 F.3d 381 (9th Cir. 1995).
19 Jd. at 384.
120 1. at 387.
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Subafilms, “[wle held that in order for U.S. copyright law to apply, at
least one alleged infringement must be completed entirely within the
United States, and that mere authorization of extraterritorial
infringement was not a completed act of infringement in the United

States.”"* It then summarily reversed, saying:

In this case, defendants either initiated a potential
infringement in the United States by broadcasting the
Showtime signal, which contained copyrighted
material, or defendants authorized people in Canada to
engage in infringement. In either case, the potential
infringement was only completed in Canada once the
signal was received and viewed. Accordingly, U.S.
copyright law did not apply, and therefore did not pre-

empt Allarcom’s state law claims.'”

It should be noted, however, that Showtime was authorized to transmit
the copyrighted material in the United States, so the transmission itself
could not be infringing. The only possible basis for liability was
contributory infringement in selling decoder boxes, and both the sales
and the use of those boxes (and therefore the viewing) took place in
Canada. Thus, the court was correct in holding that U.S. law did not
apply. It is far from clear, however, that the court meant to preclude
application of U.S. law to wnauthorized transmissions containing

copyrighted material originating in the United States.

121 J4
122 14
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The Second Circuit reached the opposite result in National Football
Leagne v. PrimeTime 24 Joint Venture, in which PrimeTime held a
statutory license to retransmit network programming of NFL games
by satellite to “subscribers in United States households that do not
have adequate over-the-air broadcast reception from primary

”12 PrimeTime,

television stations, Ze, ‘unserved’ households.
however, also retransmitted the games to subscribers in Canada.'** The
question was whether doing so violated any provision of U.S.
copyright law. The Second Circuit affirmed the trial court ruling that

PrimeTime’s transmission from the United States to the satellite was

itself a public performance:

We believe the most logical interpretation of the
Copyright Act is to hold that a public performance or
display includes each step in the process by which a
protected work wends its way to its audience. Under
that analysis, it is clear that PrimeTime’s uplink
transmission of signals captured in the United States is
a step in the process by which NFL’s protected work
wends its way to a public audience. In short,
PrimeTime publicly displayed or performed material in
which the NFL owns the copyright. Because

PrimeTime did not have authorization to make such a

123 211 F.3d 10, 11 (2d Cir. 2000). See 17 US.C. § 119(2)(2)(B) (authorizing “secondary
transmissions to unserved households”); § 119(d)(10) (defining “unserved household”).

124 Again, the single retransmission originated from the United States, but the signal could be
received in Canada, so one assumes PrimeTime made the games available to Canadian
subscribers by selling or renting satellite dishes and decoder boxes to those subscribers.
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public performance, PrimeTime infringed the NFL’s

125

copyright.

This holding is problematic, because PrimeTime’s retransmission

126 The court

ostensibly was authorized pursuant to a statutory license.
should have analysed the case as one of contributory infringement:
PrimeTime contributed to an infringement in Canada by selling or
renting satellite dishes and decoder boxes to subscribers in Canada. If

one analyses the case this way, it is clear that the action should have

been resolved under Canadian law, not under U.S. law.

This analysis becomes even clearer when we consider the converse of
the situations in Alarcom and PrimeTime 24. In Los Angeles News Service
v. Conus  Communications Co., defendant Canadian Broadcasting
Corporation (“CBC”) allegedly broadcast plaintiff’s news footage in
Canada without authorization.'” Its broadcast transmissions were
received in border areas of the United States.”™ The district court
denied CBC’s motion to dismiss, holding that if the footage was
broadcast without authorization, “an act of infringement was

committed within the United States when the Canadian transmission

125 211 F.3d at 13.

126 Patry nonetheless approves of the holding, on the ground that a single transmission can
be “simultaneously infringing and non-infringing,” depending on the content and the
viewer. PATRY ON COPYRIGHT §25:98. While the statute and legislative history indicates
that Congress did intend for intermediate transmissions to be treated as public
performances, H.R. Rep. 94-1476, at 63-64 (1976), there is no indication that Congress
intended to regulate such performances when the “public” that received them was located
outside the United States.

127969 F. Supp. 579, 582 (C.D. Cal. 1997).

128 Jd. There was evidence that in 1992-1993, “an average of 7,814 households in the United
States received CBC’s broadcast signal and actually watched CBC.” I4.
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was received and viewed here.”'” Likewise, in Twentieth Century Fox
Film Corp. v. iCravell”, defendants in Canada received broadcast
transmissions from the United States, “converted these television
signals into computerized data and streamed them over the Internet

»130° As in Conus, the court held

from a website called iCraveTV.com.
that “although the streaming of the plaintiffs’ programming originated
in Canada, acts of infringement were committed within the United
States when United States citizens received and viewed defendants’
streaming of the copyrighted materials.”"”' In both cases, as in A/arcom,

it was the place where the transmissions were received that was

determinative.'*

The D.C. Circuit reached the same conclusion in Spanski Enterprises,
Inc. v. Telewizja Polska, S.A."” Defendant TVP, the Polish national
television broadcaster and the author of the 51 programs at issue,

posted its own programs on its own website in Poland on a video-on-

129 Id. at 584; see also id. at 583 (“Plaintiffs claim direct acts of infringement—not merely
authorization—by the display of Plaintiffs” copyrighted works on American television
sets.”).

In holding so, the district court relied on its own prior opinion in Los Angeles News Service v.
Renters Television Int’l, 1.td., 942 F. Supp. 1265, 1269 (C.D. Cal. 1996), which was later
reversed and remanded by the Ninth Circuit based on the “predicate act” of infringement
doctrine. 149 F.3d 987 (9th Cir. 1998). If the defendants in Reuters had transmitted the
works overseas withont having made videotape copies or unauthorized transmissions in the
United States, then presumably the Ninth Circuit would have followed .A/arcom and found
no liability.

130 53 U.S.P.Q.2d 1831, 1832 (W.D. Pa. 2000).

131 14, at 1835.

132" One could distinguish the two cases, however, on the ground that in /Cravell, there was
good evidence that the defendant was “targeting” the United States; whereas in Conus, the
CBC credibly alleged that “any allegedly infringing activity in the United States was
unintended and unavoidable.” 969 F. Supp. at 584. Because the complaint in Cozus alleged
direct infringement, however, rather than contributory infringement, the court held that
intent was immaterial. Id.

133 883 F.3d 904 (D.C. Cir. 2018).
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demand basis. TVP had granted Spanski, a Canadian corporation, an
exclusive license to perform its programs in North and South America.
Pursuant to an earlier settlement agreement between the parties, TVP
was required to use “geo-blocking” to prevent the programs on its
Polish website from being viewed by viewers in North and South
America.”™ Spanski discovered, however, that at least 51 programs
were available and could be viewed in the United States and Canada.
Spanski sued, and the district court found that TVP employees had
intentionally disabled the geo-blocking on those programs.”” The D.C.
Circuit affirmed the trial court’s ruling that TVP was “performing” the
videos by transmitting them into the United States."” TVP protested
strenuously that it could not be held liable under U.S. law because it

had acted only in Poland. The court disagreed:

Here, although it was in Poland that TV Polska
uploaded and digitally formatted the fifty-one
episodes,  the infringing  performances—and
consequent violation of Spanski’s copyrights—
occurred on the computer screens in the United States
on which the episodes’ images were shown.
Accordingly, because the conduct relevant to the

statute’s focus occurred in the United States, this case

134 Jd. at 907.

135 14, at 908.

136 Jd. at 910. In holding so, the court relied on American Broadcasting Cos. v. Aereo, Inc.,
573 U.S. 431, 441 (2014), which held, in the context of unauthotized Internet
retransmissions, that “bo#h the broadcaster and the viewer of a television program
‘perform,’ because they both show the program’s images and make audible the program’s
sounds.”
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involves a permissible domestic application of the
Copyright Act, even if other conduct occurred

abroad."’

The court also rejected TVP’s argument that the ruling would leave
every Internet user in the world subject to liability in the United States,
noting that many such users would not be subject to personal
jurisdiction here."”® Relying on the finding that TVP had sntentionally
disabled the geo-blocking in order to allow its programs to be viewed
in the United States, it held that “where a foreign broadcaster uploads
copyrighted content to its website and directs that content onto a
computer screen in the United States at a user’s request, the
broadcaster commits an actionable domestic violation of the

Copyright Act.”™ Other courts have agreed.'

Applying the law of the country in which the broadcast or transmission
is received has one serious drawback: it subjects the broadcaster or

transmitting party to the law of multiple jurisdictions. That means the

o

137 Spanski, 883 F.3d at 914 (internal quotes and citations omitted).

138 Jd. at 915-16.

139 1d. at 918; see also id. at 916 (“we need hold only that a foreign broadcaster that, as here,
directs infringing performances into the United States from abroad commits a domestic
violation of the Copyright Act.) (emphasis added).

140 See, e.g., Crunchyroll, Inc. v. Pledge, 2014 WL 1347492, at *17 (N.D. Cal. Mar. 31, 2014)
(defendant that uploaded copyrighted works to YouTube from the United Kingdom,
which “were then made available for viewing around the world, including in the United
States,” was liable because conduct was not “wholly extraterritorial”); Shropshire v.
Canning, 809 F. Supp. 2d 1139, 1145-46 (N.D. Cal. 2011) (although defendant created
allegedly infringing video entirely in Canada, he “allegedly uploaded it to YouTube’s
California servers for display in the United States,” which led “to the subsequent viewing
of the video by potentially thousands in the United States.”); United Feature Syndicate,
Inc. v. Miller Features Syndicate, Inc., 216 F. Supp. 2d 198, 225 (S.D.N.Y. 2002) (rejecting
Canadian licensee’s extraterritoriality defense because allegedly infringing material was
accessible from computers within the United States).
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broadcaster or transmitting party must employ scrambling or geo-
blocking or take other reasonable efforts to prevent content that may
lawfully be performed in one jurisdiction from being received in a
jurisdiction where such performance is unlawful. But the alternative is
a “least common denominator” world in which the country from
which the content is uploaded can impose its standards on other
countries where the transmission can be received, even if the content
has not been licensed in those other countries. An acceptable
intermediate position is to apply the law of the country where the
broadcast or transmission is received so long as the transmitting party
has “targeted” that country in some meaningful way (for example, by
seeking or accepting subscribers in that country), so that it is on notice

that it will be subject to the laws of that country.

CONCLUSION

Despite the nominal rule that U.S. copyright law is not
“extraterritorial,” courts in the United States have applied U.S.
copyright law to a wide range of multi-territorial infringement claims.
Both importation and exportation of infringing copies or
phonorecords of works are prohibited by statute, and the distribution
right has been interpreted broadly to apply to a foreign seller who ships
infringing goods into the United States. Acts in another country that
contribute to infringement in the United States have been held
actionable under U.S. law. Although mere “authorization” in the
United States that contributes to infringement occurring entirely in
another country is not actionable, if there is a “predicate act” of

infringement in the United States, courts are willing to award the
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defendant’s profits resulting from that infringement, even if those
profits were earned overseas. And although courts are split over
whether transmissions originating in the United States must be
received here to be actionable, courts agree that transmissions
originating outside the United States that are received here are action-
able under US. law, at least where the defendant intentionally
“targeted” those transmissions at the United States in some way. Taken
together, these doctrines afford copyright owners a wide range of
options for applying U.S. copyright law to multi-territorial

infringement claims.

The United States has a strong interest in regulating conduct that
results in a direct infringement within the territory of the United States.
Such claims, however, should be analysed as claims of contributory
infringement, a doctrine which requires knowledge of the infringing
conduct, so that a foreign party is not subject to liability without
knowledge that its conduct will be judged under U.S. law. Conversely,
conduct within the United States that results in a direct infringement
in a foreign country ought to be judged by the standards of the foreign
country’s laws, at least in cases like Subafilms, where the domestic actor
has knowledge that its actions will lead to foreign distribution. A
proper respect for international comity, therefore, suggests that the
United States should eliminate, or drastically limit, the “predicate act”
doctrine. Doing so would not necessarily eliminate the possibility of
having the case resolved in a single forum, but it would help ensure
that the interests of other countries are taken into account when U.S.

courts adjudicate multi-territorial infringement claims.



THE BEWILDERING PREDICAMENT OF VOICE
ACTORS IN INDIA: APERFORMERS’ RIGHTS TRAGEDY

Roban Cherian Thomas

Abstract
While the 2012 Amendment to The Copyright Act, 1957 (“I'be
Act’) provided many strengths to the Indian performer such as
moral rights and equal share of royalty, most of the Indian
dnubbing artistes and voice-over artistes (‘1 vice Actor’) live in
anonymity. Not only do they not receive recognition/ credits for
their performances, they also suffer monetarily. The Indian
Singers’ Rights Association (ISRA) is the only registered
performers’ society existing in India, but it caters purely to
singers. With no way to compute royalty, the Indian voice actor
is Stuck and is completely at the mercy of the producer. While
movies mint money at the box office, the voice actor is paid a
pittance. The same can be said for commercial advertisements.
These are made at huge budgets helping companies in making
their brand more attractive. Much depends on the contributions
of the voice actor who makes the adyertisement appealing. There
is little legal discourse in India on the rights of this vulnerable

community.

Some from the Indian voice industry admit that this community
is not receiving their worth. At the same time, others do not

believe they make any meaningful contribution. Section 2(qq) of

*
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the Act does not place any restriction on the type of performer.
Amnyone who can satisfy the interpretation of performance under
Section 2(q) can be one. The only exception is someone whose
performance is considered casual or incidental in nature in the
normal course of practice of the industry with respect to
cinematograph films, as the proviso to Section 2(qq) explains.
An extra artiste or a_junior artiste may well fall outside this
Sphere, but a wvoice actor provides distinctive and significant
contributions. Thus, he should necessarily be a performer and

enjoy performers’ rights.

There is a dearth of material available on what exactly is causing
this  bewildering  predicament. This article dives into an
exploration to find answers. It aims to identify issues from the
voice actors themselves through detailed interviews. 1t then seeks
to analyze them on the anvil of The Act and The Copyright
Rules, 2013. Finally, it attempts to provide gateways to possible

solutions.

INTRODUCTION

Vidamaate? Vidamaate? Apo ne enne engeneyum poka vidamaate?

This is an iconic dialogue from the legendary Malayalam film
Manichitrathaazhu, released in 1993. For the ordinary moviegoer, it
was the actress Shobhana who delivered these lines when her character
is taken over by a ghost and she changes from Ganga to Nagavalli. The
cinephile knew it was not Shobhana, but in fact the dubbing artiste,

Bhagyalakshmi. She is a well-known artiste in the Malayalam film
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industry who has lent her voice to characters in thousands of films.
Shobhana went on to win the National Award for her brilliant role and
Bhagyalakshmi glowed in the spotlight. However, in 2016, the director
of the film, Fazil, wrote for the Manorama Weekly that the dubbing
for Nagavalli’s character was in fact done by Durga Sundarrajan, a
Tamil dubbing artiste.! For 23 vyears, post the film release,
Bhagyalakshmi was under the belief that it was her dubbing.” While in
fact, Fazil had forgotten to tell Bhagyalakshmi about the same and

Durga was never credited for her role.’

Sharad Kelkar, a well-known Indian actor, had dubbed for Telugu star
Prabhas in Hindi for the film Baahubali. The film was released in
multiple Indian languages and broke multiple box office records. It
shouldn’t come as a surprise that the dubbing artistes did a fabulous
job and deserved every bit of praise for the same. However, Kelkar
says that the opposite is the norm.* These artistes do not get their due

monetarily or otherwise.’

Many actors have earned laurels owing to the prolific efforts of their

dubbing counterparts. Robin Williams, who won an Oscar for Good

U Haritha John, I am not burdened with any guilt, Bhagyalakshmi Responds to Nagavalli Dubbing
Controversy, THE NEWS MINUTE (Jan. 11, 2016),
https:/ /www.thenewsminute.com/article/ i-am-not-burdened-any-guilt-bhagyalak shmi-
responds-nagavalli-dubbing-controversy-37530.

2 Id

5 Id

4 Yashika Mathur, Sharad Kelkar: Dubbing artists are not promoted enough in Bollywood,
HINDUSTAN TIMES (May 8, 2017), https://www.hindustantimes.com/bollywood/sharad-
kelkar-dubbing-artists-are-not-promoted-enough-in-bollywood/story-
40INJ4aPfIFpAErVIrtjLP.html.

5 Id
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Will Hunting in 1997, had sent a letter to the dubbing artiste, Peer
Augustinski, who had dubbed for Williams in German.® In the letter,
Williams thanked Peer for making him famous in Germany.” On the
other hand, some actors gained much recognition for their roles but
chose to discredit the dubbing artiste. Industry veteran, Mona Shetty,
in an interview had said that Rani Mukherjee hated the dubbing Mona

did for her in the superhit film Ghulam.®

Professor Mckeever, academic director at the New York University
Tisch School of Arts, states that sound produces an emotional reaction
for the audience.” She says that the perception of the audience can be
prejudicially affected if a dub is not done properly or if the sound does
not sync with what they see on the screen, an issue called a ‘lip flap’ in
the industry."” A bad dub can ruin even the greatest content, said
Nikolay Ivanov, CEO of Bulgatia-based Graffiti Studios."" In Italy,

dubbing is perceived to be a “little brother” to movie making as those

6 Did You Know Robin Williams Was Voted Least Likely to Succeed’ in School? Here are 10 Facts
About the Actor on His Birth Anniversary, HINDUSTAN TIMES (Jul. 21, 2019),
https:/ /www.hindustantimes.com/hollywood/did-you-know-robin-williams-was-voted-
least-likely-to-succeed-in-school-here-are-10-facts-about-the-actor-on-his-birth-
anniversary/story-iIMW9ftr3TEsVbGKUID7HVN].html.

7 1d

8 Mona  Shetty, Rawi  Hates  her  Dubbed ~ Voice in  Ghulam  (2015),
https:/ /www.rediff.com/movies/report/ rani-hates-her-dubbed-voice-in-
ghulam/20150330.htm (last visited May 15, 2020).

9 Ritu Prasad, Dubs or Subs? Parasite Renews Debate on How to Watch Foreign Films, BBC NEWS
(Feb. 23, 2020), https:/ /www.bbc.com/news/wotld-us-canada-51567425.

10 14

1" How to Dub a Filpr, INDEPENDENT (Oct. 4, 2011), https://www.independent.co.uk/atts-
entertainment/ films/ features/how-to-dub-a-film-2365083.html.
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who provide voices are mostly trained actors, and adapting scripts and

screenplays requires considerable skill."

South Indian actress, Rohini, is a person of many talents in theater,
acting and dubbing. The Tamil roles played by Manisha Koirala in the
superhit film Bombay or by Aishwarya Rai in Raavanan were voiced
by Rohini. For this well-known star, maintaining anonymity
determines the quality of a dubbing artiste.”” In fact, she goes on to
admit that she fears someone complimenting her." The talent of

dubbing lies in getting into the skin of the character.

This life of anonymity comes at a big cost. While the public eye is
focused on an apparition, these skilled individuals do not get the
recognition they deserve and get paid a pittance. Films may make
billions at the box office and the pay grade for lead actors may rise, but
these individuals have to satisfy themselves with the meager wages for
their contribution. Commercial advertisements are produced on big
budgets while the voice which makes the advertisement appealing to
the audience is treated abysmally. Buyouts of one’s voice-overs are
used and re-used over multiple ads and mediums. This community of
incredible artistes requires encouragement and justice for their talent.

This article is an attempt to highlight their issues, open up avenues for

12 Stephanie Gengotti, Famous VVoices Take Centre Stage at Italy’s ‘Dubbing Oscars,” N.Y. TIMES
(Nov. 22, 2019), https://www.nytimes.com/2019/11/22/movies/italy-dubbing-
oscars.html.

13 Meera Srinivasan, Success of Dubbing Artist Lies in Not Letting the Audience Know Who Yon Are,
THE HiNDU (Jul. 12, 2010),
https:/ /www.thehindu.com/news/ cities/ chennai/ldquoSuccess-of-dubbing-artist-lies-
in-not-letting-audience-know-who-you-arerdquo/article16193272.ece.

14 14
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discussion on law & policy and provide gateways for possible

solutions.

RESEARCH METHODOLOGY

This research is partly doctrinal and partly empirical. Many facets of
the film and television industry are esoteric in nature due to the silence
which shrouds them. As noticed above, there are clear signs of
problems existing in relation to voice actors. But there is no clarity on
what these issues exactly are and in what manner can the law offer a
solution. By voice actors, I mean both dubbing artistes as well as voice-

over artistes. I explain this further in the next section.

For the empirical part, my target population were voice actors in the
Indian voice industry. However, I learned that there were problems
such as how the Association of Voice Artistes (‘AVA’) does not restrict
independent voice actors from performing in Bollywood unlike other
regional film associations. The market for commercials and voice-
overs is wide open. Hence, the power balance in the industry works
against voice actors. Criticism can be met with reprisal. After all,
artistes have to find work within the industry. This is the reason why
many voice actors refused to be interviewed or even take a

questionnaire. Some who were interviewed did not agree to be cited in

my paper.

Telephonic interviews with veteran voice actors, with their decades of
experience in the field, offered authoritativeness. These interviews
were unstructured allowing for the free flow of information into issues

which have not been addressed before due to industry practices. The
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dominant heads under these interviews were - 1. Defining a voice
actor; 2. Understanding a voice actot's role in the industry (Past and
Present); 3. Understanding the nature and issues with remunerations
(Past and Present); 4. Understanding the role of AVA and producers
in the voice industry; and 5. Understanding the nature of contracts

made with voice actots.

To balance out the views of voice actors, it was important that the
production-side was considered as well. Mona Shetty (‘Monaji’), a
veteran in this field and the President of her own studio — Sound &
Vision India, helped me understand how producers view the issues
faced by voice actors and how content owners fit into the equation.
Lastly, views of the AVA were needed to understand the association's
role - for which Ganessh Divekarji, the current President of AVA was
very helpful. He would help me understand how the Association is
walking the tight-rope between interested parties. I turn to elaborate

these discussions with members of the industry.

THE SHADOW INDIVIDUAL

In this part, I focus on exploring the issues identified through
conversations with this embattled community. My interviews with the
most prolific performers in the Indian voice industry, provided
invaluable insights into its working and shed clarity on several age-old
contemporary issues. It would not be right on my part to not mention
also the pleasure of interacting with these amazing talents. I could not

help but marvel at the beauty of their voices.
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I. The Terminological Quandary

I refer to them as shadow individuals but many in the industry may
know them simply as dubbing artistes and voice-over artistes. A few
have risen above the shadows through a sheer display of incredible skill
and talent, but the majority remain unknown. There is a difference
between dubbing and voice-overs. The latter does not replace
anything, while the former does. The voice used for commercial
advertisements are voice-overs and voice used to replace an actor’s
voice or as a translated version would be dubbing. In my conversations
with Monaji and Chetan Shashital (‘Chetanji’), an extraordinary voice
talent in the field, they used the term ‘voice actor’, a term I found much
more in sync with The Copyright Act, 1957 (‘Act’). Although the terms
‘artist’ and ‘artiste’ are different, with the latter indicating a performer,
they can create confusion. The inclusive interpretation of a performer
provided in Section 2(qq) of the Act read with Section 2(d)(iii), makes
it very clear that the term ‘artist’ refers to the author of an artistic work
and cannot be used for a performer. The term ‘voice actor’ avoids this
terminological confusion. For example, a recent article in the Times of

India used the term “voiceover artist’.'®

II. The Royalty Quagmire

Harish Bhimani (‘Harishji’) is a legend in the voice industry with a
voice instantly recognizable to scores of Indians. Having worked with

OP Nayyar, Kalyanji-Anandji, Lata Mangeshkar and Naushad Ali, he

15 Tanvi Trivedi, Harish Bhimani: BR Chopra saab heard my voice on radio and selected me for the
narrator’s  woice  in  ‘Mahabbarat’,  TIMES OF INDIA (May 25, 2020),
https:/ /timesofindia.indiatimes.com/tv/news/hindi/hatish-bhimani-br-chopra-saab-
heard-my-voice-on-radio-and-selected-me-for-the-narrators-voice-in-
mahabharat/articleshow/75966995.cms.
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has seen it all. On the point of royalties, he explains that we can
understand the term better if revenue is bifurcated into two heads —
Actual Recording and Usage. Three decades ago, he was part of the
movement to ignite this understanding in the fraternity, but he could
not gather much support. Artistes, he says, were content with receiving
payment for speaking. While this cloud of satisfaction hung in the air,
there were technical problems as well. For instance, in many genres of
voice recording, computation of royalty may not be feasible.
Contemporary examples would be Interactive Voice Response
recordings or even recordings for museum, a field in which Harishji
has done a massive amount of work. Benefitting from this issue, the

producers resort to the simple solution of buyouts.

Buyouts refer to perpetual assignments. “It means sacrificing your
voice forever”, Chetanji does not mix his words. He explains thatin a
few years, a campaign may lose its steam and the voice recording would
not be used by the client. However, if the recording is a generic line, it

could go on forever — for example, “This is CNN’.

Nikhil Kapoor (‘Nikhilji’) is another industry veteran who points to
the issue of ‘Slap-Ons’, wherein one voice recording is used in multiple
ads with multiple edits and across multiple mediums — all
unauthorized. It is expensive to monitor such usage. Buyouts coupled

with slap-ons spell a death knell for a voice actor.

For a voice actor who asks for royalty, there are problems galore.
Harishji, Chetanji and Nikhilji expressed their anguish at the lack of a

meaningful mechanism for royalty computation. It is this void which
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fuels misbalanced negotiations because everyone is charging
individually. Harishji states that the negotiation essentially becomes a
question of choice — between a lumpsum payment or royalty payment.
To ask for both is to ask for a ticket out of the industry. On to the
next, says the producer. In fact, Nikhilji adds, in the film industry, voice
actors are given daily wage for every day of work. A reputed individual
though could claim his worth, but even he would get stuck on making

a choice.

II1. The Production Game

Production budgets have gone down by almost 45%, says Chetanji.
With production mainly happening digitally, there is a sense that
everything should become cheaper. This has led to mediocrity creeping
in with production houses compromising on quality. Nikhilji points

out that the only exception here is if the venture is expensive in nature.

The  three-way  arrangement of  the  client-production
house/advertising agency-voice actor muddles a possible just payment
system. In the film industry, this arrangement would be producer-
dubbing coordinator-dubbing artistes. As Chetanji elaborates, where a
big actor does voice-overs/dubbing, he is directly in touch with the
client or producer. This is not the case with an ordinary voice actor,
who would be in touch only with a middleman. It is thus a highly
possible scenario where the quote made by a production house on
behalf of the voice actor may be three times than what they give to
him. We are talking of rates as low as one thousand rupees. In fact,
production houses may even do freebies for clients, so they can get

more work. Also, there is no established credit period for payments, to



140 Indian J. Intell. Prop. L.

a point that a voice actor may have no idea when he will receive his

payment. There is an absolute lack of transparency.

But Monaji, as a producer herself, points out that as content owners,
clients have other important tasks likely marketing, distribution and
exhibition, so they don’t normally get into the nitty-gritty of dubbing,.
Due to budgets being low, everyone downstream gets only a small

piece of the pie.

IV. The Association Support

With such a major power imbalance, one wonders why the AVA isn’t
up in arms. Again, Harishji, Chetanji and Nikhilji confirm to me that
they have tried. AVA had taken a bold decision in the leadership of
Nikhilji, where they prepared a rate scheme and with the help of
Federation of Western Indian Cine Employees (FWICE) decided to
take the fight to the producers. The scheme would have brought parity
in payments and recognition. Unfortunately, this movement did not

bring about any result.

Peter Abraham, a young voice-over artiste based in Mumbai, tells me
that the financial impact of working full time as a voice-over can be
difficult. There was a time when he pursued it full time but realized he
needed to complement it with other sources of income. Another
experienced voice actor, confirmed the same and went a step further
to point out non-payments on agreed sums. He attributed this to the
mentality of producers who consider voice-over artistes ‘voiceless’.
AVA in its position as a responsible associat